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23 8 Substantially Identical
24 9 Remove Multiple Dependencies
25 10 Remove Multiple Dependencies
26 11 Identical
27 12 Remove Multiple Dependencies
28 13 Remove Multiple Dependencies
29 14 Remove Multiple Dependencies
30 15 Remove Multiple Dependencies
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PATENT COOPERATION TREATY

From the
INTERNATIONAL SEARCHING AUTHORITY

T KOBAYASHI, I)(ji[‘

Osamu
KAWASHIKA Bldg., 2nd Floor
1-19-13, Kanayamacho, WRITTEN OPINION OF THE
Atsuta-ku, Nagoya-shi, INTERNATIONAL SEARCHING AUTHORITY

Aichi-ken, 456-0002 JAPAN ]
(PCT Rule 43bis.1)

Date of mailing
(da_v/monIh/yle) 13.10.2009
Applicant’s or agent’s file reference FOR FURTHER ACTION
PCT09812 See paragraph 2 below
International application No. %Imemational tiling date (day/month/year) Priorﬁy date (day/month/vear)
PCT/JP2009/064691 | 24.08.2009 27.08.2008

Intermational Patent Clasal_u;nmin(i[’é)or both national classification and IPC
B60N2/6 (2006.01)1

Applicant
AISIN SEIKI KABUSHIKI KAISHA

1. This opinion contains indications relating to the following items:
Box No. I Basis of the opinion
D Box No.1I  Priority
Box No. Il Non-establishment of opinion with regard to novelty, inventive step and industrial applicability

Box No. IV Lack of unity of invention

citations and explanations supporting such statement
Box No. VI Certain documents cited

IZ BoxNo. V. Reasoned statement under Rule 43bis. 1(aXi) with regard to novelty, inventive step and industrial applicability;
1____] Box No. VI Certain defects in the international application

Box No. VIII Certain observations on the international application

2. FURTHER ACTION

If a demand for inlernational preliminary examination is made, this opinion will be considered to be a written opinion of the
International Preliminary Examining Authority (“IPEA”) except that this does not apply where the applicant chooses an Authority

other than this one to be the IPEA and the chosen IPEA has notified the Intemational Bureau under Rule 66.1 bis(b) that written
opinions of this International Searching Authority will not be so considered.

It this opinion is, as provided above, considered to be a writlen opinion of the IPEA, the applicant is invited to submit to th ¢ [PEA
a written reply together, where appropriate, with amendments, before the expiration of 3 months {rom the date of mailing of For m
PCT/ISA/220 or before the expiration of 22 months from the priority date, whichever expires later.

For further options, see Form PCT/1SA/220.

3. For further details, see notes to Form PCT/ISA/220.

Name and mailing address of the ISA/ Date of completion of this opinion Authornized officer

Japanese Patent Office 02.10.2009

Facsimile No. ‘ Telephone No.

Form PCT/ISA/237 (cover sheet) (April 2007)



WRITTEN OPINION OF THE International application No.
INTERNATIONAL SEARCHING AUTHORITY PCT/JP2009/064691

Box No.l Basis of the opinion

1. With regard to the language, this opinion has been established on the basis of:
X the international application in the language in which it was filed

O atranslation of the international application into , which is the language of a translation furnished for the
purposes of internationat search (Rules 12.3(a) and 23.1 (b)).

2. O This opinion has been established taking into account the rectification of an obvious mistake authorized
-by or notified to this Authority under Rule 91 (Rule 43bis.1(a))

3. With regard to any nucleotide and/or amino acid sequence disclosed in the international appfication and
necessary to the claimed invention, this opinion has been established on the basis of:

a. type of material:
O asequence listing
0 table(s) related to the sequence listing
b. format of material:
0  on paper
U in electronic form
c. time of filingfurnishing:
0 contained in the international application as filed.
O filed together with the international application in electronic form.

[0 furnished subsequently to this Authority for the purposes of search.

4. L1 In addition, in the case that more than one version or copy of a sequence listing andfr table relating thereto
has been filed or furnished, the required statements that the information in the subsequent or additional
copies is identical to that in the application as filed or does not go beyond the application as filed, as
appropriate, were furnished.

5. Additional comments:

Form PCTASA/ 237 (April 2007)



International application No.
WRITTEN OPINION OF THE
INTERNATIONAL SEARCHING AUTHORITY PCT/JpP2009/064691

Box No. V Reasoned statement under Rule 43 bis.1(a)(i) with regard to novelty, inventive step and industrial applicability;
citations and explanations supporting such statement

1. Statement

Novelty (N) Claims 1719 YES
Claims NO
Inventive step (IS) Claims 1-15 YES
Claims NO
. L . 1-15
Industrial applicability (IA) Claims YES
Claims NO

2. Citations and explanations:

Document 1: JP2008-049891 A(Aisin Seiki Kabushiki Kaisha)
2008.03.06,

Par. Nos. [0022] to [0023]; Figs. 1 to 4

4

Document 2: JP2007-112370 A (Aisin Seiki Kabushiki Kaisha),
2007.05.10,

Par. Nos. [0017] to [0025]; Figs. 1 to 7

The invention according to Claims 1-15 respectively is not disclosed in any
Documents cited in the Internatinal Search Report and would not be obvious
to a person skilled in the art.

Form PCT/ISA/237 (Box No. V) (July 2009)



[, _Osamu Kobayshi . hereby state that | am knowledgeable in the

Japanese and English languages and that the attached document is, to the best of my
knowledge and belief, a true and accurate English translation of the Written Opinion of
the International Searching Authority issued in Intemational Application No.
PCT/JP2009/064691.

Signature of the translator L AL 2 ZM'ALZ/‘/L%& el

Full name of the translator ‘Osamu Kobayashi

Post Office Address; 3-6. Kamiimaike, Morioka, Higashiura-cho, Chita-gun,
Aichi-ken, 470-2101, Japan
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CLAIMS:

1] A slide device for a vehicle comprising:

a first rail;

a second rail supported on the first rail and relatively movable thereto;

an attaching portion provided with connecting regions for connecting an operating surface
formed at the second rail and facing to the first rail and a non-operating surface formed at a
reverse side of the operating surface at both ends thereof in a rail moving direction; and

a rolling element circulation unit attached to the attaching portion and having a plurality of rolling
elements rolling by contacting with the operating surface and a surface formed at the first rail and
facing to the operating surface and at the same time rolling and circulating to the non-operating
surface via the connecting region.

2] The slide device for a vehicle according to Claim 1, wherein the attaching portion is
provided with a rolling element operating portion formed by a portion of a plate shaped portion
formed at the second rail and facing to the first rail and a recessed portion provided at the both
ends in a rail moving direction of the rolling element operating portion.

[3] The slide device for a vehicle according to Claim 1 or 2, wherein the operating surface of
the attaching portion is formed with an inclined surface shape having a constant inclination facing
to a corner portion of the first rail and wherein the attaching portion is formed at plural portions of
the second rail in cross section.

(4] The slide device for a vehicle according to Claim 2 or 3, wherein the rolling element
circulation unit attached to the rolling element operating portion is held by the recessed portion.
(5] The slide device for a vehicle according to any one of Claims 1 through 4, wherein the
rolling element circulation unit is formed by a case having a first case and a second case each
being provided with an annular groove, in which the roliing elements roll and circulate, at each
forming surface of the first and the second cases, the case being formed by bringing the first and
the second cases contact with each other at the forming surfaces.

[6] The slide device for a vehicle according to Claim 1, wherein the attaching portion is

formed at the second rail by plate shaped portions facing to the first rail and includes a first and a

1



second rolling element operating portions extending in parallel with each other in a
longitudinal direction of the second rail and wherein the rolling element circulation unit includes
circulation passages, in which the rolling elements roll and circulate, at the first and the second
rolling element operating portions, respectively and fitting portions provided at the inner portions
enclosed by respective circulation passages for receiving the first and the second rolling element
operating portions.

71 The slide device for a vehicle according to Claim 6, wherein a first surface and a second
surface are formed at the first rail with inclined surface shapes having constant inclinations
reversed with respect to each other facing to the operating surfaces of the first and the second
rolling element operating portions.

[8] The slide device for a vehicle according to Claim 6 or 7, wherein the attaching portion
includes a recessed portions provided at the both ends of the first and the second rolling element
operating portions in a rail moving direction and wherein the rolling element circulation unit
attached to the first and the second rolling element operating portions is held by the recessed
portion.

[9] The slide device for a vehicle according to any one of Claims 6 through 8, wherein the
rolling element circulation unit includes a case formed by bringing a first case and a second case
contact with each other at forming surfaces on which two annular grooves are respectively
formed and wherein the rolling elements roll and circulate at the first and the second rolling
element operating portions in each of the two annular grooves, and each of the two annular
grooves has a common groove and a partition wall portion for making the rolling elements
capable of rolling and circulating alternately without mixing with each other at the non-operating
surface side of the first and the second rolling element operating portions.

[10] The slide device for a vehicle according to Claim 5 or 9, wherein the first case is bored
to form a fitting hole penetrating through the inner portion enclosed by the annular groove, the
second case is provided with a fitting groove corresponding to the fitting hole and the rolling
element circulation unit is attached to the rolling element operating portion by inserting the rolling

element operating portion into the fitting hole and the fitting groove.

2



(1] The slide device for a vehicle according to Claim 10, wherein the fitting hole and the
rolling element operating portion are formed with elastically engaging portions to engage with
each other by elastic deformation.

[12] The slide device for a vehicle according to any one of Claims 5 and 9 through 11,
wherein the annular grooves are formed with an oval and annular shape having conic curve
portions.

{13] The slide device for a vehicle according to any one of Claims 5 and 9 through 12,
wherein the first and the second cases are connected at one end side to be freely openable and
closable and engaging portions are provided at the other end side of the first and the second
cases for fixing the first and the second cases by closing.

[14] The slide device for a vehicle according to any one of Claims 1 through 13, wherein the
first rail is adapted to be fixed to a vehicle floor side and is longer than the second rail in
lengthwise.

[15] The slide device for a vehicle according to any one of Claims 1 through 14, wherein the
first rail is the lower rail fixed to the vehicle fioor, the second rail is the upper rail fixed to a vehicle
seat and wherein the rolling element circulation unit is attached to the attaching portion of the

upper rail.



VERIFICATION OF ATRANSLATION

|, the below named transliator, hereby declare that:

My name and post office address are as stated below;

That | am knowledgeable in the English and Japanese languages,
and that the attached English language translation is an accurate translation

of the claims of  PCT/JP2009/064691  which were indicated by

the latest international work product as having, novelty, inventive step and
industrial applicability.

| hereby declare that all statements made herein of my own
knowledge are true and that all statements made on information and belief
are believed to be true: and further that these statements were made with
the knowledge that willful false statements and the like so made are
punishable by fine or imprisonment, or both, under Section 1001 of Title 18
of the United States Code and that such willful false statements may

jeopardize the validity of the application or any patent issued thereon.

Date: December 6, 2010

Full name of the translator: Osamu Kobayashi

Signature of the translator: //z//f»wt/ P%/L/;/m L;/

Post Office Address: 3-6, Kamiimaike, Morioka, Higashiu/a-cho, Chita-gun,

Aichi-ken, 470-2101, Japan



Request for Participation in the Patent Prosecution Highway
U.S. Patent Application Serial NO. 12/999,202
Attorney Docket No. 373115US26PCT

Appendix E

Preliminary Amendment



UNITED STATES PATENT AND TRADEMARK OFFICE
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United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS
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Alexandris, Virginia 22313-1450

WWW.usplo.gov

APPLICATION NO. I FILING DATE I FIRST NAMED INVENTOR | ATTORNEY DOCKET NO. | CONFIRMATION NO. J
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| NOTIFICATION DATE I DELIVERY MODE ]
03/15/2011 ELECTRONIC

Please find below and/or attached an Office communication concerning this application or proceeding.
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In re application of : DECISION ON REQUEST TO
~ Yamada et al. :  PARTICIPATE IN PATENT
Application No. 12/999,202 :  PROSECUTION HIGHWAY
Filed: December 15, 2010 :  PROGRAM AND PETITION
For: SLIDE DEVICE FOR VEHICLE : TO MAKE SPECIAL UNDER

37 CFR 1.102(a)

This is a decision on the request to participate in the Patent Prosecution Highway (PPH)
program and the petition under 37 CFR 1.102(a), filed December 22, 2010, to make the
above-identified application special.

The request and petition are GRANTED. -

A grantable request to participate in the PPH program and petition to make special
require:

(1) The U.S. application must disclose an eligible relationship to one or more PCT
applications filed in the JPO or USPTO,; _

(2) Applicant must submit a copy of the allowable/patentable claim(s) from the PCT
application(s) latest international work product (the written opinion or the IPER) along
with an English translation thereof and a statement that the English translation is
accurate;

(3) All the claims in the U.S. application must sufficiently correspond or be amended to
sufficiently correspond to the allowable/patentable claim(s) in the PCT application(s);
(4) Examination of the U.S. application has not begun;

(5) Applicant must submit a copy of the latest international work product from the PCT
application containing the allowable/patentable claim(s) along with an English
translation thereof and a statement that the English translation is accurate;

(6) Applicant must submit an IDS listing the documents cited by the PCT examiner in
the international work product along with copies of documents except U.S. patents or
U.S. patent application publications.



In light of the petition being properly submitted via EFS-Web as is required, and the

preliminary amendment of December 22, 2010, the request to participate in the PPH
program complies with the above requirements, the above-identified application has
been accorded “special’ status.

All other inquiries concerning the examination or status of the application should be
directed to the Patent Application Information Retrieval (PAIR) system.

The application is being forwarded to the examiner for action on the merits
commensurate with this decision.

Any inquiry regarding this decision should be directed to Mikado Buiz, Quality
Assurance Specialist, at (571) 272-6578.

/ Mikado Buiz /
Mikado Buiz,
Quality Assurance Specialist
Technology Center 3600

BM/BM: 03/11/11
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Approved for use through 01/31/2012. OMB 0651-0058
U.S. Patent and Trademark Office; U. S. DEPARTMENT OF COMMERCE
Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it displays a valid OMB control number.

REQUEST FOR PARTICIPATION IN THE PATENT COOPERATION TREATY - PATENT PROSECUTION
HiIGHWAY (PCT-PPH) PiLor PROGRAM BETWEEN THE EUROPEAN PATENT OFFICE (EPO) AND
THE USPTO

Application No: 12/999,216 Fing date: | yocember 15, 2010

FirstNamed Inventor: | Bernhard Griese

Title of the

nvention:  METHOD FOR PRODUCING CLEAR AND SOLUBLE CEREAL-BASED EXTRACT

THIS REQUEST FOR PARTICIPATION IN THE PCT-PPH PILOT PROGRAM ALONG WITH THE REQUIRED DOCUMENTS MUST BE
SUBMITTED VIA EFS-WEB. INFORMATION REGARDING EFS-WEB IS AVAILABLE AT
HTTP://WWW.USPTO.GOV/EBC/EFS_HELP.HTML

APPLICANT HEREBY REQUESTS PARTICIPATION IN THE PCT-PPH PROGRAM AND PETITIONS TO MAKE THE
ABOVE-IDENTIFIED APPLICATION SPECIAL UNDER THE PCT-PPH PROGRAM.

The above-identified application is (1) a national stage entry of the corresponding PCT application, or (2) a national stage entry
of another PCT application which claims priority to the corresponding PCT application, or (3) a national application that claims
domestic/ foreign priority to the corresponding PCT application, or (4) a national application which forms the basis for the
priority claim in the corresponding PCT application, or (5) a continuing application of a U.S. application that satisfies one of (1)
to (4) above, or (6) a U.S. application that claims domestic benefit to a U.S. provisional application which forms the basis for
the priority claim in the corresponding PCT application.

The corresponding PCT PCT/EP2O1@/65;§790

application number(s) is/are:

The international filing date of the corresponding

PCT application(s) is/are: February 12, 2010

l. List of Required Documents:
a. A copy of the latest international work product (WO/ISA, WO/IPEA, or IPER) in the above-identified
corresponding PCT application(s)
Is attached

|:| Is not attached because the document is already in the U.S. application.

b. A copy of all claims which were indicated as having novelty, inventive step and industrial applicability in the
above-identified corresponding PCT application(s).

|i| Is attached.

|:| Is not attached because the document is already in the U.S. application.

c. English translations of the documents in a. and b. above are attached (if the documents are not in the English
language). A statement that the English translation is accurate is attached for the document in b. above.

[Page 1 of 2]
This collection of information is required by 35 U.S.C. 119, 37 CFR 1.55, and 37 CFR 1.102(d). The information is required to obtain or retain a benefit by the public, which is to file (and by
the USPTO to process) an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.11 and 1.14. This collection is estimated to take 2 hours to complete, including gathering,
preparing, and submitting the completed application form to the USPTO. Time will vary depending upon the individual case. Any comments on the amount of time you require to complete this
form and/or suggestions for reducing this burden should be sent to the Chief Information Officer, U.S. Patent and Trademark Office, U.S. Department of Commerce, P.O. Box 1450,
Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS ADDRESS.




PTO/SB/20PCT-EP (05-10)

Approved for use through 01/31/2012. OMB 0651-0058
U.S.Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE
Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it displays a valid OMB control number.

REQUEST FOR PARTICIPATION IN THE PCT-PPH PiLOT PROGRAM
BETwWEEN THE EPO AND THE USPTO

(continued)

Application No.: 12/998,216

First Named Inventor] Barnhard Griese

d. (1) An information disclosure statement listing the documents cited in the international work products (ISR,
WO/ISA, WO/IPEA, IPER) of the corresponding PCT application.
Is attached

December 15, 2010

|i| Has already been filed in the above-identified U.S. application on

(2) Copies of all documents (except) for U.S. patents or U.S. patent application publications)

|:| Are attached.
December 15, 2010

|:| Have already been filed in the above-identified U.S. application on

Il. Claims Correspondence Table:

Patentable Claims
in the corresponding Explanation regarding the correspondence

PCT Application

Claims in US Application

Please see the attached Claims Correspondence Table.

lll. All the claims in the US application sufficiently correspond to the patentable claims in the
corresponding PCT application.

signaure’ LOWIS J. Delduidice - 47,522/ pateAUGUSt 3, 2011

47,522

omeeeq -OUIS J. Delduidice

Registration Number

[Page 2 of 2]



Docket No.: 086612-0057 PATEXNT

IN THE UNITED STATES PATENT AND TRADEMAREK OFFICE
Inre Application of : Customer Number: 20277
Bernhard GRIESE, et al. Confirmation Number: 3411
Application No.: 12/999.216 Group Art Unit: 1781
Filed: December |5, 2010 Examiner; Vera STULH

Forr  METHOD FOR PRODUCING CLEAR AND SOLUBLE CEREAL-BASED EXTRACT

CLAIM CORRESPONDENCE TABLE

Claims in Palentabie Explanation regarding the correspoudence
Us Claims in the
Application | corresponding
PCT
Application

44 1 US claim 44 directly corresponds to IPRP claim 1 as amended
March 3, 2011

45 2 US claim 45 corresponds to IPRP claim 2, however deleting ", such
as at least 70 deg, Celsius, .....at least 140 deg. Celsius.”

46 4 US claim 46 corresponds to [PRP claim 4, however deleting "such
as " and adding markush language

47 5 US claim 47 directly corresponds to IPRP claam §

48 7 US claim 48 directly corresponds to IPRP claira 7

49 12 US claim 49 directly corresponds to IPRP claim 12

50 3 US claim 50 directly corresponds to IPRP claim 13

51 i3 US claim 51 directly corresponds to IPRP claim 15

52 7 US claim 52 directly corresponds to IPRP claim 17

53 18 US claim 53 directly corresponds to0 IPRP claim 18

54 20 US claim 54 directly corresponds to IPRP claim 20, however
deleting from "such as 40%...7

55 21 US claim 55 directly corresponds to IPRP claim 21

50 22 US claim 36 directly corresponds to IPRP claim 22

57 28 US claim 57 directly corresponds to IPRP claim 28

58 30 US claim 38 directly corresponds to IPRP claim 30

59 32 US claim 59 directly corresponds to IPRP claim 32

60 34 US claim 60 directly corresponds to IPRP claim 34

61 36 US claim 61 directly corresponds to IPRP claim 36

DM_US 29457561-1.086612.0057
Final 8/3/11




62

40

US claim 62 directly corresponds to IPRP claim 40 except for the
limitation of "wherein the wort is concentrated to a dry matter
content of at least 30% by weight” However this is already in IPRP
claim 1.

64

US claia 64 divectly corresponds to IPRP claim 20, however
deleting from "such as 40%...”

US clatm 65 directly corresponds to IPRP clamm 40 except for the
fimitation of "wherein the wort is concentrated to a dry matter
content of at least 30% by weight” However this is already in IPRP
claim 1.

66

40

US clatm 66 directly corresponds to IPRP clamm 40 except for the
fimitation of "wherein the wort is concentrated to a dry matter
content of at least 30% by weight” However this is already in IPRP
claim 1.

DM_US 29457561-1.086612.060657

Final 8/3/11
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From the
INTERNATIONAL PRELIMINARY EXAMINING AUTHORITY

To:

Inspicos A/S
Kogle Alle 2
P.O. Box 45
2970 Hgrsholm
DANEMARK

PCT

NOTIFICATION OF TRANSMITTAL OF
THE INTERNATIONAL PRELIMINARY
REPORT ON PATENTABILITY

(PCT Rule 71.1)

Date of mailing

(daymonthear) 04.05.2011
Applicant's or agent's file reference
17486PCT00 IMPORTANT NOTIFICATION
International application No. International filing date (day/nonthsear) Priority date (day/monthear)
PCT/EP2010/051790 12.02.2010 13.02.2009
Applicant

Harboes Bryggeri A/S

1. The applicant is hereby notified that this International Preliminary Examining Authority transmits herewith the
international preliminary report on patentability and its annexes, if any, established on the international

application.

2. A copy of the report and its annexes, if any, is being transmitted to the International Bureau for

communication to all the elected Offices.

3. Where required by any of the elected Offices, the International Bureau will prepare an English translation of
the report (but not of any annexes) and will transmit such translation to those Offices.

4. REMINDER

The applicant must enter the national phase before each elected Office by performing certain acts (filing
translations and paying national fees) within 30 months from the priority date (or later in some Offices)
(Article 39(1)) (see also the reminder sent by the International Bureau with Form PCTAB/301).

Where a translation of the international application must be furnished to an elected Office, that translation
must contain a translation of any annexes to the international preliminary report on patentability. It is the
applicant's responsibility to prepare and furnish such translation directly to each elected Office concerned.

For further details on the applicable time limits and requirements of the elected Offices, see Volume Il of the

PCT Applicant's Guide.

The applicant's attention is drawn to Article 33(5), which provides that the criteria of novelty, inventive step
and industrial applicability described in Article 33(2) to (4) merely serve the purposes of international
preliminary examination and that "any Contracting State may apply additional or different criteria for the
purposes of deciding whether, in that State, the claimed inventions is patentable or not" (see also Article
27(5)). Such additional criteria may relate, for example, to exemptions from patentability, requirements for

enabling disclosure, clarity and support for the claims.

Name and mailing address of the international
preliminary examining authority:
European Patent Office P.B. 5818 Patentlaan 2
=0)) NL-2280 HV Rijswijk - Pays Bas
Tel. +31 70 340 - 2040
Fax: +31 70 340 - 3016

Authorized Officer
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Gerar, Naziha
Tel. +31 70 340-4579

Form PCTAPEA/416 (January 2004)




PATENT COOPERATION TREATY

PCT

INTERNATIONAL PRELIMINARY REPORT ON PATENTABILITY

(Chapter Il of the Patent Cooperation Treaty)

(PCT Article 36 and Rule 70)

Applicant's or agent's file reference

17486PCT00 FOR FURTHER ACTION See Form PCTIPEA416
International application No. International filing date (day/monthjear) Priority date (dayfmonthear)
PCTEP2010/051790 12.02.2010 13.02.2009

International Patent Classification (IPC) or national classification and IPC

INV. A23L.2/70

Applicant

Harboes Bryggeri A/S

1. This report is the international preliminary examination report, established by this International Preliminary Examining
Authority under Article 35 and transmitted to the applicant according to Article 36.

This REPORT consists of a total of 8 sheets, including this cover sheet.
This report is also accompanied by ANNEXES, comprising:
a. sent to the applicant and to the International Bureau) a total of 13 sheets, as follows:

X sheets of the description, claims andfor drawings which have been amended and are the basis of this report

and/or sheets containing rectifications authorized by this Authority (see Rule 70.16 and Section 607 of the
Administrative Instructions).

[0 sheets which supersede earlier sheets, but which this Authority considers contain an amendment that goes

beyond the disclosure in the international application as filed, as indicated in item 4 of Box No. | and the
Supplemental Box.

b. 0 (sent to the International Bureau only) a total of (indicate type and number of electronic carrier(s)) , containing a

sequence listing, in electronic form only, as indicated in the Supplemental Box Relating to Sequence Listing (see
paragraph 3bis of Annex C of the Administrative Instructions).

4. This report contains indications relating to the following items:

X Box No. | Basis of the report
00 BoxNo.Il  Priority
[0 BoxNo.lll  Non-establishment of opinion with regard to novelty, inventive step and industrial applicability
0 BoxNo. IV Lack of unity of invention
X Box No.V Reasoned statement under Article 35(2) with regard to novelty, inventive step or industrial
applicability; citations and explanations supporting such statement
[0 BoxNo.VI Certain documents cited
[0 Box No. VIl  Certain defects in the international application
[0 Box No. VIl Certain observations on the international application
Date of submission of the demand Date of completion of this report
29.10.2010 04.05.2011
Name and mailing address of the international Authorized officer .
preliminary examining authority: @‘\’M """m,&
European Patent Office P.B. 5818 Patentlaan 2 g Y
) NL-2280 HV Rijswijk - Pays Bas Diller, Reinhard H .0) K
g Tel. +31 70 340 - 2040 %, N
Fax: +31 70 340 - 3016 Telephone No. +31 70 340-9418 Sy s

Form PCTAPEA/409 (Cover Sheet) (July 2010)



INTERNATIONAL PRELIMINARY REPORT International application No.
ON PATENTABILITY PCT/EP2010/051790

Box No.| Basis of the report

1. With regard to the language, this report is based on
X the international application in the language in which it was filed

OO atranslation of the international application into , which is the language
of a translation furnished for the purposes of:

L] international search (under Rules 12.3(a) and 23.1(b))
[0 publication of the international application (under Rule 12.4(a))
] international preliminary examination (under Rules 55.2(a) and/or 55.3(a))

2. With regard to the elements” of the international application, this report is based on (replacement sheets which
have been furnished to the receiving Office in response to an invitation under Article 14 are referred to in this
report as "originally filed" and are not annexed to this report):

Description, Pages
1-3, 6, 8-27 as originally filed
4,5,7 filed with the letter of 27-10-2010

Claims, Numbers
1-40 filed with telefax on 03-03-2011

Drawings, Sheets
1/4-4/4 filed with the letter of 27-10-2010

[0 asequence listing - see Supplemental Box Relating to Sequence Listing.

3. 0 The amendments have resulted in the cancellation of:

O the description, pages

O the claims, Nos.

[ the drawings, sheetsfigs

O the sequence listing (specify):

[0 any table(s) related to sequence listing (specify):

4. [1 This report has been established as if (some of) the amendments annexed to this report and listed below
had not been made, since either they are considered to go beyond the disclosure as filed, or they were not
accompanied by a letter indicating the basis for the amendments in the application as filed, as indicated in the
Supplemental Box (Rules 70.2(c) and (¢-bis)):

O the description, pages

O the claims, Nos.

O the drawings, sheetsfigs

O the sequence listing (specify):

5. [ This opinion has been established taking into account the rectification of an obvious mistake authorized
by or notified to this Authority under Rule 91 (Rule 70.2 (e)).

6. 0 Supplementary international search report(s) from Authority(ies) have been received and taken into
account in drawing up this report (Rule 45bis.8(b) and (c)).

Form PCTAPEA/409 (July 2010)



INTERNATIONAL PRELIMINARY REPORT International application No.
ON PATENTABILITY PCT/EP2010/051790

Box No.V  Reasoned statement under Article 35(2) with regard to novelty, inventive step or industrial
applicability; citations and explanations supporting such statement

1. Statement

Noveity (N) Yes: Claims 1-40
No: Claims

Inventive step (IS) Yes: Claims 1-40
No: Claims

Industrial applicability (1A) Yes: Claims 1-40
No: Claims

2. Citations and explanations (Rule 70.7):

see separate sheet

Form PCTAPEA/409 (July 2010)



INTERNATIONAL PRELIMINARY International application No.
REPORT ON PATENTABILITY
(SEPARATE SHEET) PCT/EP2010/051790

Re Item V

Reasoned statement with regard to novelty, inventive step or industrial
applicability; citations and explanations supporting such statement

Reference is made to the following documents:

D1 WO 2008/083718 A1 (FAYROUZ INTERNAT AG [CH]; ZAYAT AHMED
[US]; ALAA EL ZAYAT SHERIF [EG];) 17 July 2008 (2008-07-17)

D2 WO 02/102960 A1 (ISP INVESTMENTS INC [US]) 27 December 2002
(2002-12-27)

D3 GB 854 455 A (CANADIAN BREWERIES LTD) 16 November 1960
(1960-11-16)

D4 EP 0 088 397 A2 (RAIBLE KARL) 14 September 1983 (1983-09-14)

D5 WO 2005/113738 A1 (INBEV SA [BE]; ADAM PIERRE [BE];

HASELAARS PATRICK [BE]; JANSSENS PHIL) 1 December 2005
(2005-12-01)

D6 EP 0 620 272 A2 (MERCK & CO INC [US]) 19 October 1994 (1994-10-19)

D7 US 2919 193 A (SVANTE BERNTSSON NILS) 29 December 1959
(1959-12-29)

D8 GB 826 862 A (PRIPP & LYCKHOLM AB) 27 January 1960 (1960-01-27)

1. Novelty and inventive step

1.1 Claims 1-16

1.1.1 Document D1 discloses (cf. claim 5, fig. 1 and 2, p. 4, 1. 15- p. 7, |. 16) a
method of producing a non-fermented malt beverage comprising milling malt and rice
grains, mashing malt (mixed with water for 60 min at 45 °C) and rice in two different
kettles (addition of alpha- and beta-amylase enzymes to the rice kettle is foreseen in
order to obtain soluble sugar as well as adjusting the pH to 5.2 during mashing),
filtering the mash and collecting the wort. Further, the wort is boiled at approx. 103°C

Form PCT/Separate Sheet/409 (Sheet 1) (EPO-April 2005)



INTERNATIONAL PRELIMINARY International application No.
REPORT ON PATENTABILITY
(SEPARATE SHEET) PCT/EP2010/051790

for 90 min, wherein during the last 5-10 min of the wort boil 5g/hl of stabilizing agent
(e. g. Tanal B) is added, followed by a trub separation step and a cooling step (about
1°C for 3 to 5 days) whereby simultaneously hot and cold precipitated protein is
removed by sedimentation to obtain clear wort.

However, D1 fails to disclose a concentration step, wherein the dry matter content of
the wort is increased to a dry matter content of at least 30% by weight, and a_hot
filtration_step at a temperature in_the range of 30-90°C which renders the subject-
matter of claim 1 of dependent claims 2-16 novel.

Thus, the subject-matter of claims 1-16 is novel in the sense of Article 33(2) PCT over
D1.

1.1.2 D1 provides a stable and clear malt beverage and seems to be directed to the
same subjective technical problem as the present application (see p. 1, I. 3-5 of the
description) and is hence considered as closest prior art.

1.1.3 As outlined above, D1 does not disclose the concentration step. The technical
effect of this distinguishing feature is considered as forced precipitation of haze .
Further, the hot filtration step represents a second distinguishing feature which
gliminates the hot break obtained in the concentration step.

1.1.4 Hence, the problem to be solved by the subject-matter of claim 1 is considered
as the provision of a method of producing a concentrated extract which is not hazy
when being heated.

1.1.5 As the person skilled in the art gets no motivation to solve this problem in view
of D1 and he/she would not arrive at the method of claim 1 by combining the teaching
of D1 with the totality of the prior art (either D2, D3, D4, D5, D6 , D7 or D8) without
employing any inventive skill, the subject-matter of claim 1 and of dependent claims
2-16 is considered as being non obvious.

Thus, the subject-matter of claims 1-16 of the present application is considered as
involving an inventive step (Article 33(3) PCT), and therefore the criteria of Article 33
(1) PCT are met.

1.2 Claim 17

The subject-matter of claim 17 does not comprise all features of amended claim 1 and
is therefore considered as independent claim (Rule 6.4(a) PCT).

1.2.1 D1 is considered as closest prior art for the subject-matter of claim 17 for the
same reason as stated above.

Form PCT/Separate Sheet/409 (Sheet 2) (EPO-April 2005)



INTERNATIONAL PRELIMINARY International application No.
REPORT ON PATENTABILITY
(SEPARATE SHEET) PCT/EP2010/051790

1.2.2 The subject-matter of claim 17 is distinguished insofar as D1 does not teach a

step of subjecting the chilled wort to centrifugation and/or filtration and further to a step

of hot filtration.

Consequently, the subject-matter of claim 17 is novel in the sense of Article 33(2) PCT
over D1.

1.2.3 The technical effect of said distinguishing features is considered as elimination
of the cold break (by centrifugation/filtration of the chilled wort) and elimination of the
hot break (by hot filtration).

1.2.4 Accordingly, the problem to be solved by the subject- matter of claim 17 is
considered as the provision of a method of producing a concentrated extract which is
not hazy when being chilled and heated.

1.2.5 As the person skilled in the art gets no motivation to solve this problem in view
of D1 and he/ she would not arrive at the method of claim 17 by combining the
teaching of D1 with the totality of the prior art (either D2, D3, D4, D5, D6 , D7 or D8)
without employing any inventive skill, the subject-matter of claim 17 is considered as
being non obvious.

Thus, the subject- matter of claim 17 of the present application is considered as
involving an inventive step (Article 33(3) PCT), and therefore the criteria of Article 33
(1) PCT are met.

1.3 Claim 18

The subject-matter of claim 18 does not comprise all features of amended claim 1 and
is therefore considered as independent claim (Rule 6.4(a) PCT).

1.3.1 D1 is considered as closest prior art for the subject-matter of claim 18 for the
same reason as stated above.

1.3.2 The subject-matter of claim 18 is distinguished insofar as D1 does not directly
and unambiguously disclose steps of subjecting the chilled wort to centrifugation and/
or filtration, separating the solids from the chilled wort by ultrafiltration, subjecting the
ultrafiltrated wort to ion-exchange steps, and further a step of hot filtration.

Consequently, the subject-matter of claim 18 is novel in the sense of Article 33(2) PCT
over D1.

1.3.3 The technical effect of said distinguishing features is considered as elimination
of coarse and fine cold break (by centrifugation/ filtration of the chilled wort and
subsequently by ultrafiltration), removal of precipitating ions such as calcium (by ion-
exchange) and elimination of the hot break (by hot filtration).

Form PCT/Separate Sheet/409 (Sheet 3) (EPO-April 2005)
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1.3.4 Accordingly, the problem to be solved by the subject- matter of claim 18 is
considered as the provision of a method of producing a concentrated extract which is
not hazy when being chilled and heated and is depleted of precipitating ions.

1.3.5 As the person skilled in the art gets no motivation to solve this problem in view
of D1 and he/ she would not arrive at the method of claim 18 by combining the
teaching of D1 with the totality of the prior art (either D2, D3, D4, D5, D6 , D7 or D8)
without employing any inventive skill, the subject-matter of claim 18 is considered as
being non obvious.

Thus, the subject- matter of claim 18 of the present application is considered as
involving an inventive step (Article 33(3) PCT), and therefore the criteria of Article 33
(1) PCT are met.

1.4 Claims 19-39

Claims 19-39 are dependent claims and are consequently also considered as novel
(Article 33(2) PCT) and inventive (Article 33(3) PCT).

1.5 Claim 40

Claim 40 is a product-by-process claim which is only allowable under the conditions
elaborated in the PCT- Guidelines I, 5.26 and 5.27. Claims for products defined in
terms of a process of manufacture are allowable only, if the product is per se novel
and inventive.

The subject- matter of claim 40 has been amended by introducing the dry matter
content of at least 30% by weight.

1.5.1 D1 is considered as closest prior art for the subject-matter of claim 40 for the
same reason as stated above.

1.5.2 The subject-matter of claim 40 is distinguished insofar as D1 does not directly
and unambiguously disclose a concentrated cereal- based extract wherein wort is
concentrated to a dry matter content of at least 30% by weight.

Consequently, the subject-matter of claim 40 is novel in the sense of Article 33(2) PCT
over D1.

1.6.3 The technical effect of said distinguishing feature is considered as an
increased dry matter content of the extract depleted of cold and hot break.

Form PCT/Separate Sheet/409 (Sheet 4) (EPO-April 2005)
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1.5.4 Accordingly, the problem to be solved by the subject- matter of claim 40 is
considered as the provision of a concentrated extract which is not hazy when being
diluted.

1.5.5 As the person skilled in the art gets no motivation to solve this problem in view
of D1 and he/ she would not arrive at the concentrated extract of claim 40 by
combining the teaching of D1 with the totality of the prior art (either D2, D3, D4, D5,
D6, D7 or D8) without employing any inventive skill, the subject-matter of claim 40 is
considered as being non obvious.

Thus, the subject- matter of claim 40 of the present application is considered as
involving an inventive step (Article 33(3) PCT), and therefore the criteria of Article 33
(1) PCT are met.

Form PCT/Separate Sheet/409 (Sheet 5) (EPO-April 2005)
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CLAIMS - 2nd March 2011
1. A mathod of producing a concentrated cereal-based extract comprising the staps of:
- subjecting a wort to a heat treatment with a stabllisation agent;

- subjecting the heat-treated wort to a cold stablllsathn step, wherein the wort [s chilled and
S the solids from sald chllled wort are separated to obtaln a clarifled wort:

- subjecting the clarifled wort to a concentration step, wheraln the dry matter content of the
wort Is increased to a dry matter content of at east 30% by welght to obtaln a concentrate;

- subjecting the concentrate to a hot filtration step at a temperature in the range of 30-90°C
to obtaln the concentrated cereal-based extract.

10 2. The mathod according claim 1, whereln sald heat treatmant comprises Increasing the
temperature of the wort to at least 60 deg. Celsius, such as at least 70 deg, Celsius, such as
at least B0 deg. Celslus, such as at least 90 deg. Celslus, such as at least 100 deg. Celsius,
such as at least 110 deg. Celslus, such as at least 120 deg. Celsius, such as at least 130 deg.

Celslus, Including at isast 140 deg. Calslus.

15 3. The method according to claim 2, whersin said heat treatment Is conducted for a time
period In the range of 1-120 minutes.

4. The method according to any one of claims 1-3, wherein sald stabilisation agent s sllica
gel preparations such as hydrogels and xerogels, sliicasol, polyvinylpolypyrrolidone (PVPP),

bentonlte, gelatine, Isinglass, carrageenan and mixtures thereof.

20 5. The method according to any one of claims 1-4, wherein the cold stablilsation step
comprises tha following steps:

- subjecting the wort to a chilling step;
- subjecting the chilled wort to centrifugation and/or flltration;
- optlonally subjecting the resulting wort to a second chiliing step;

| 23 - treating the chilled wort with a stabliisation agent;
| .

|

|
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- subjecting the resulting chilled wort to a clarification step separating the solids from said
chilled wort by sadimentation.

6. The method according to claim 5, wherein the stabllisation agent Is selacted from the
group conslsting of sllica gel preparations (hydrogels, xerogels), silicasol,

5 palyvinylpalypyrrolidone (PVPP), bentonite, gelatine, Isinglass, carrageenan, enzymes and
mixtures thereof.

7. The method according to any ane of clalms §-6, wherelin the wort i chilled to a
temperature in the range of -2 to 15 deg. Celcius,

B. The method according to clalm 7, wharealn the wort is chllled to a temperatura in the range
10  of -2 to 5 deg. Celclis.

9. The method according to clalm 5, wherein the sedimentation Is conducted by storing the
chilled wort for a time perlod of at least 12 hours, including at least 1 day, 2 days, 3 days, 4
days or 5 days.

10. The method according to claim 9, whereln the sedimented material is removed to obtain
15  a clarified wort.

11. The method according to claim 10, whereln the clarifled wort is further treated by
centrifugation and/or flltration, optionally with a filtration agent.

12, The method accarding to any one of claims 1-4, wherein the cold stabllisation step
comprises the following steps:

20 - subjecting the wort ta a chilling step;

~ subjecting tha resulting chilled wort to a clarification step separating the sollds from sald
chilled wort by ultraflitration,

13. The method according to clalm 12, whereln the wort Is chilled to a temperature In the
range of -2 to 10 deg. Celcius. '

! 25 14, Tha method according to clalm 12, wherein the wort before ultraflitration Is pre-treated
by centrifugation and/or filtration.

Inspleos/03/020L 103/BH2A/08: 1108454
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15, The method according to any one of claims 1-14, wherein the clarified wort is treated by
lon-exchange before the concentration step,

16, The method according to claim 15, wherein the lon-exchange is an anlon-exchange or a
combination of an anion-exchange and a catlon exchange.

) 17. A methad of producing a concentrated cereal-based extract comprising the steps of:
- subjecting @ wort to heat treatment with a stabliisation agent;
- optlonally adjusting the pH of the heat-treated wort;
- subjecting the heat-treated wort to a chilling step;
- subjecting the chilled wort to centrifugation and/or filtration;
10 - optionally subjecting the resulting wort to a sacond chilling step;
= treating tha chillad wort with a stabllisation agant;

- subjecting the resulting chilied wort to a clarlflcation step separating solids from said chilled
wort by sedimentatlion;

~ remaving the sedimented material to obtain a clarifled wort;

15 - treating the clarified wort by centrifugation and/or flitration, optionally with a filtration
aqent;

- subjecting the resulting wort to a concentration step, whereain the dry mattar content of
woit Is Increased and collecting the resulting concantrate;

- subjecting the concantrate to a hot flltration step to obtaln the concentrated cereal-based
20  extract.

18. A method of producing a concentrated cereal-based extract comprising the steps of:

- subjecting a wort to a heat treatment with a stabilisatlon agent;

Traplcos/ 02/ 03/ 204 LBR/ B2 304 08 1502254
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~ optlonally adjusting the pH of the heat-treated wort;
- subjecting the heat-treated wort to a chilling step;
- subjecting the chilled wort to centrifugation and/or filtration;

- subjecting the resulting chilled wort to a clarification step separating sollds from said chilled
5 wort by ultrafiltration;

- subjacting the ultrafiltrated wort to ona or mora lon-exchanga steps;

- subjecting the resulting wort to a concentration step, wherein the dry matter content of
wort Is increased and collecting the resulting concentrate;

- optionally adjusting the concentrate for sweetness by enzyme treatment;

10 - subjecting the concentrate to a hot filtration step to obtaln the concentrated cereal-based
extract.

19. The method according to any one of claims 1-18, wherein said hot flitration step Is a
kleselgur flitration.

20. The method according ta any ane of claims 1-19, whereln the wort Is concentrated to a

15  dry matter content of at least 30% by welght; such as 40% by welght; such as 50% by
weight; such as at least 60% by weight; such as at least 70% by welght: including at least
80% by welght,

21. The method according to any one of clalms 1-19, whereln the clarity of the resulting
concentrated cereal-basad axtract is less than 1.3 EBC at 90° scatter light at 860 nmina 7

20  brix solution,

22, The method according te any one of claims 1-21, whereln the concentrated cereal-based
gxtract Is adjustad for sweetneass.

23. A method accarding to claim 22, wherein the adjustment for sweetness Is by adding an
anzymae.

N6picos/0INILADL IS H2/AOLH/08; 1 36054
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24. A method according to claim 23, whereln the pH of the concentrated cereal-based extract
Is adjusted before addition of the enzyme.

25. The method accerding to any one of the clalms 1-24, wherein the concentrated cereal-
based extract Is subjected to a further concentratlion step.

5 26, The method according to clalm 25, whereln the cereal-based extract subjected to a
further concentration step Is formulated as a syrup, a powder or a granulate,

27. The method according to any one of clalms 1-26, whereln the wort is treatad with ore or
more enzymes before the heat treatment.

28. The method according to any one of clalms 1-27, whereln the wort Is treated with one or
10  more proteolytic enzymes before the heat treatment.

29, The method according to any one of claims 1-28, whereln the pH of the heat treated wort
I3 adjusted and the content of calcium s adjusted befare cold stabilisation.

30. The method according to any one of clalms 1-29, whereln the methed prior to the heat
treatment comprises the following steps:

15 (a) providing a milled cereal material;

(b) suspending the milled cereal In an aqueous liquid and making an aqueous extraction
(mashing);

(c) separating the solids and the wort of the resuiting suspension;
(d) collecting the wort.

20 31, The method according to clalm 30, wherain In stap (a) tha cereal materlal Is selectad
from the group consisting of barley, wheat, rye, rice, corn, sorghum, oat, spelt, emmer,

elnkorn, kamut, triticale, buckwheaat and mixtures thereof.

32, The method according to any one of clalms 30-31, whereln sald cereal materlal is malted

cereal, un-maited cereal or a mixture thereof.

25 33. The method according to clalim 32, wharain the cereal material Is malted barley.

I Inspires/N3/03/201 192/0A/2043/ 0417092464
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34, The method according to claim 30, wherein in step (b) the milled cereal is suspended In
the aqueous liquid at a temperature from 25 to 65 deg. Calslus.

35. The method according to claim 30, wherein step (b) Is conducted for a time perlod of 120
to 300 minutes.

36. The method according to clalm 30, whereln step (b) further comprises the additlon of
enzymes,

37. The method according to claim 36, wharein the enzymes are selected from the group
conslsting of proteases, cellulases (EC 3.2.1.4); beta-glucanases, Including glucan-1,3 beta-
glucosidases (exo-1,3 beta-glucanases, £C 3.2.1.58), 1,4-bata-callobiohydrolase (EC
3.2.1.91) and endo-1,3(4)-beta-glucanases (EC 3.2.1.6); xylanases, Including endo-1,4-
bata-xylanases (EC 3.2.1.8) and xylan 1,4-beta-xylosidase (EC 3.2,1.37); pectinsses (EC
3.2.1.15); alpha-glucuronidase, alpha-L-arabinofuranosidase (EC 3.2.1.55), acetylesterase
(EC 3.1.1.-), acetyixylanesterase (EC 3.1.1.72), alpha amylase (EC 3.2.1.1), beta-amylase
(EC 3.2.1.2), glucoamylase (EC 3,2.1.3), pullulanase (EC 3.2.1.41), beta-glucanase (EC
3.2.1.73), hemicellulase , arablnosidase, mannanases Including mannan endo-1,4-beta-
mannosidase (EC 3.2,1,78) and mannan endo-1,6~alpha-mannosidase (EC 3.2.1.101), pectin
hydrolase, polygalacturonase (EC 3.2.1.15), exopolygalacturonase (EC 3.2.1.67) and pectate
lyase (EC 4.2,2.10),

38. The method according to claim 30, wharein in step (b) the pH of the aquaous liquid 1s
adjusted to a pH from 4.0 to 8.0, such as a pH from 4.0 to 6.0.

39, The method according to claim 30, wherein in step (c) the solids and the wort (agueous-
phase) of the resulting suspension are separated by a method selected from flitration,

centrifugation and sedimentation.

40. The concentrated cercal-based axtract prepared by a method according to any of claims
1-39, whergin tha wort Is concentrated to a dry mattar content of at least 30% by welght .

Tnaplcos/ f3/0 20 1490 04/ 00: 1309+ 54
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stabilisation agent; subjecting the heat-treated wort (agueous-phase) to a chilling step; treating the
chilled wort (aqueous-phase) with a stabilisation agent; subjecting the resulting chilied wort
(aqueous-phase) to a clarification step separating the solids from said chilled wort (aqueous-
phase); subjecting the resulting wort (aqueous-phase) to a concentration step, wherein the dry
matter content of wort (agueous-phase) is increased; collecting the resulting liquid to obtain a
concentrate and finally subjecting the concentrate to a hot filtration step to obtain the concentrated
cereal-based extract.

The invention further relates to a cereal-based extract prepared by a method according to the
invention, and to food products, including beverages, comprising such cereal-based extract.

BRIEF DESCRIPTION OF THE FIGURES

Fig. 1 shows results from example 3 where six different stabilisation agents were tested in order to
evaluate which of the agents had the biggest positive impact on the clarity of the final malt extract
concentrate.

Fig. 2 shows results from example 4 where a the combination and function of two different
stabilization agents were tested during a hot stabilization step in order to see which agent had the

most positive impact on the clarity of the final malt extract concentrate.

Figures 3 and 4 are flow charts illustrating embodiments according to the invention

DETAILED DESCRIPTION OF THE INVENTION

As mentioned above the present invention relates to a method for producing a cereal-based extract
for food products, and which is particularly useful for producing clear and haze-free beverages.

In one aspect, the method comprises the steps of: subjecting a wort to a heat treatment with a
stabilisation agent; subjecting the heat-treated wort to a cold stabilisation step, wherein the wort is
chilled and the solids from said chilled wort are separated to obtain a clarified wort; subjecting the
clarified wort to a concentration step, wherein the dry matter content of the wort is increased to
obtain a concentrate; and subjecting the concentrate to a hot filtration step to obtain the

concentrated cereal-based extract.

Some embodiments according to the invention are illustrated in Figure 3.

REPLACEMENT SHEET
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In one aspect, a method of producing a concentrated cereal-based extract comprising the steps of:
- subjecting a wart to a heat treatment with a stabilisation agent;

- optionally adjusting the pH of the heat-treated wort;

- subjecting the heat-treated wort to a chilling step;

- subjecting the chilled wort to centrifugation and/or filtration;

- optionally subjecting the resulting wort to a second chilling step;

- a) treating the chilled wort with a stabilisation agent, subjecting the resuiting chilled wort to a
clarification step separating the solids from said chilled wort by sedimentation, removing the

sedimented material to obtain a clarified wort, and treating the clarified wort by centrifugation
and/or filtration, optionally with a filtration agent; or b) subjecting the

REPLACEMENT SHEET
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Some embodiments according to the invention are illustrated in Figure 4.

In a further aspect, a method of producing a concentrated cereal-based extract comprising the
steps of:

- subjecting a wort to a heat treatment with a stabilisation agent;

- optionally adjusting the pH of the heat-treated wort;

- subjecting the heat-treated wort to a chilling step;

- subjecting the chilled wort to centrifugation and/or filtration;
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Wort

!

Heat treatment with a
stabilisation agent

!

Cold stabilisation step, wherein the wort is
chilled and the chilled wort is optionally
centrifugated and/or filtrated, and the resulting
chilled wort is a) ultrafiltrated or b) treated with
a stabilisation agent and the solid is removed
by sedimentation and centrifugated and/or

filtrated

Subjecting the clarified wort to a
concentration step, wherein the dry matter
content of the wort is increased to obtain a

concentrate

Hot filtration step to obtain the
concentrated cereal-based extract

Fig. 3
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Wort

'

Heat treatment with a
stabilisation agent

l

Optionally adjusting the pH

l

Cold stabilisation step, wherein the wort is chilled and the chilled wort
is optionally centrifugated and/or filtrated, and the resulting chilled
wort is a) ultrafiltrated or b) treated with a stabilisation agent and the
solid is removed by sedimentation and centrifugated and/or filtrated

!

Optionally one or more
ion-exchange steps

'

Concentration step, wherein the dry matter
content of the wort is increased to obtain a
concentrate

Optionally adjusting the concentrate for
sweetness by addition of enzyme(s)
after pH adjustment

l

Hot fiitration step to obtain the
concentrated cereal-based extract

Fig. 4
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In re application of . - DECISION ON REQUEST TO
Bernhard Griese : PARTICIPATE IN PATENT
Serial No. 12/999,216 _ : PROSECUTION HIGHWAY
Filed: December 15, 2010 : PROGRAM AND
For: METHOD FOR PRODUCING : PETITION TO MAKE SPECIAL
CLEAR AND SOLUBLE : UNDER 37 CFR 1.102(a)

CEREAL-BASED EXTRACT

This is a decision on the request to participate in the PCT Patent Prosecution Highway
(PCT-PPH) pilot program and the petition under 37 CFR 1.102(a), filed August 3, 2011,
to make the above-identified application special.

The request'and petit_idn are GRANTED

A grantable request to participate in the PCT-PPH pilot program and petition to make
special require: '

(1) The U.S. application must disclose an eligible relationship to one or more PCT
applications where the ISA or IPEA are the JPO, EPO, USPTO or KIPO,;

(2) At least one claim in the PCT application has novelty, inventive step, and industrial
applicability and must be free of any observations in Box VIII in the latest work product
in the international stage or applicant must identify and explain why the claim(s) is/are
not subject to the observation in Box VIII; '

(3) Applicant must submit a copy of the claim(s) from the PCT application(s) that have
novelty, inventive step, and industrial applicability along with an English translation
thereof and a statement that the English translation is accurate, if the claims are not in
the English language;

(4) Applicant must submit a claims correspondence table in English and all the
independent claims in the U.S. application must sufficiently correspond or be amended
to sufficiently correspond to the claim(s) that have novelty, inventive step, and industrial
applicability in the PCT application(s);

(5) Examination of the U.S. application has not begun;



Application No. 12/999,216 S

(6) Applicant must submit a copy of the latest international work product from the PCT
application indicating that the claim(s) have novelty, inventive step, and industrial
applicability along with an English translation thereof if the latest international work
product is not in the English language; and

(7) Applicant must submit an IDS listing the documents cited by the PCT examiner in

the international work product along with copies of documents except U.S. patents or
U.S. patent application publications.

The request to participate in the PPH program and petition comply with the above
requirements. Accordingly, the above-identified application has been accorded
“special” status. R

The application is being forwarded to the examiner for action on the merits
commensurate with this decision.

Any inquiry regarding this decision should be directed to Christine Tierney, Quality
Assurance Specialist, at (571) 272-1055. A e e

All other inquiries concerning the examination or status of the application is accessible

- - . .- -y - e

“/Christine Tierney/ o .- Srie m -

Christine Tierney
Quality Assurance Specialist
Technology Center 1700
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In re Application of: TAIT, Jeremy
U.S. Application No.: 12/999,234 :
PCT Application No.: PCT/EP2009/057432 : DECISION ON PETITION
International Filing Date: 16 June 2009 : (37 CFR 1.182)
Priority Date: 17 June 2008 :
Attorney’s Docket No.: E036 P02173-US
For: FINANCIAL MANAGEMENT
SYSTEM

This decision is issued in response to the revised “PETITION UNDER 37 CFR.1.182”
filed on 12 April 2011. Applicants have paid the required petition fee.

BACKGROUND

On 07 February 2011, this Office mailed a communication indicating that a petition under
37 CFR 1.182 was required to clarify the record as to the correct international application
number for the present national stage application. The communication noted that the original
application submission on 15 December 2010 referenced two different international applications.
Specifically, while the ADS and preliminary amendment filed by applicant identified the
application as the U.S. national stage under 35 U.S.C. 371 of international application number
PCT/EP2009/057431, the information provided by applicant during the electronic filing process
identified the application as the U.S. national stage under 35 U.S.C. 371 of international
application PCT/EP2009/057432.

On 15 February 2011, applicant filed a petition under 37 CFR 1.182 in response to the
communication mailed on 07 February 2011. The petition asserted that the correct international
application number was PCT/EP2009/057432.

On 12 April 2011, applicant filed a revised petition under 37 CFR 1.182 requesting that
the previously filed petition be disregarded and asserting that the correct international application
number was in fact PCT/EP2009/057431.

DISCUSSION

The corrected petition filed on 12 April 2011 confirms that the correct international
application number for the present national stage application is PCT/EP2009/057431 and that the
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reference to PCT/EP2009/057432 during the electronic filing process (and in the petition filed on
15 February 2011) was erroneous. As noted in the previous communication, international
application number PCT/EP2009/057431 was listed in the original application materials filed on
15 December 2010, specifically, on the application data sheet (ADS) and the preliminary
amendment. Applicant has paid the required petition fee.

The corrected petition filed on 12 April 2011 satisfies the requirements for a grantable
petition under 37 CFR 1.182 to correct the inconsistency in the international application numbers
provided in the materials filed herein on 15 December 2010 (and in the petition filed on 15
February 2011). Accordingly, the application materials filed herein on 15 December 2010 will
be treated as the U.S national stage of PCT/EP2009/057431. Such materials, including payment
of the U.S. basic national fee, were filed prior to the expiration of thirty months from the priority
date of PCT/EP2009/057431, thereby avoiding abandonment of the international application
with respect to the United States.

CONCLUSION
The corrected petition under 37 CFR 1.182 filed 12 April 201 l'is‘G-R.ANTED.

The present épplication will be treated as the U.S. national stagé‘ under 35 U.S.C. 371 of
PCT/EP2009/057431. :

The application is being referred to the National Stage Processing Branch of the Office of
PCT Operations for further processing in accordance with this decision.

/RichardMRoss/

Richard M. Ross

Attorney Advisor

Office of PCT Legal Administration
Telephone:  (571) 272-3296
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In re application of : DECISION ON REQUEST TO
Marco Dezzani : PARTICIPATE IN PATENT
Application No. 12/999,237 : PROSECUTION HIGHWAY
_ Filed: December 15, 2010 : PROGRAM AND PETITION
For: IMPROVED SELF-LOCKING :  TO MAKE SPECIAL UNDER

NUT : 37 CFR 1.102(a)

This is a decision on the request to participate in the Patent Prosecution Highway (PPH)
program and the petition under 37 CFR 1.102(a), filed April 01, 2011, to make the
above-identified application special.

The request and petition are GRANTED.

A grantable request to participate in the PPH program and petition to make special
require:

(1) The U.S. application must validly claim priority under 35 U.S.C. 119(a) to one or
more applications filed in the EPO;

(2) Applicant must submit a copy of the allowable/patentable claim(s) from the EPO
application(s) along with an English translation thereof and a statement that the English
translation is accurate;

(3) Allthe claims in the U.S. application must sufficiently correspond or be amended to
sufficiently correspond to the allowable/patentable claim(s) in the EPO application(s);
(4) Examination of the U.S. application has not begun;

(5) Applicant must submit a copy of the latest Office action from each of the EPO
application(s) containing the allowable/patentable claim(s) along with an English
translation thereof and a statement that the English translation is accurate;

(6) Applicant must submit an IDS listing the documents cited by the EPO examiner in
the EPO Office action along with copies of documents except U.S. patents or U.S.
patent application publications.



In light of the preliminary amendment filed December 15, 2010. The request to
participate in the PPH pilot program complies with the above requirements. Therefore,
the above-identified application has been accorded “special” status.

All other inquiries concerning the examination or status of the application should be
directed to the Patent Application Information Retrieval (PAIR) system.

The application is being forwarded to the examiner for action on the merits
commensurate with this decision.

Any inquiry regarding this decision should be directed to Mikado Buiz, Quality
Assurance Specialist, at (571) 272-6578.

/ Mikado Buiz /
Mikado Buiz,
Quality Assurance Specialist
Technology Center 3600

MB/MB: 06/08/11
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BRINKS, HOFER, GILSON & LIONE '
P.0. BOX 110285 PCT LEGAL ADMINISTRATION
RESEARCH TRIANGLE PARK NC 27709

In re Application of: :
VON DEYN, Wolfgang, et al. : COMMUNICATION
U.S. Application No.: 12/999,349 :
PCT No.: PCT/EP2008/057531
International Filing Date: 17 June 2009
Priority Date: 18 June 2008
Attorney’s Docket No.: 13779-640
For: 1,2-BENZISOTHIAZOLE
COMPOUNDS USEFUL FOR
COMBATING ANIMAL PESTS

This application is before the Office of PCT Legal Administration for issues arising
under 35 U.S.C. 371.

BACKGROUND

On 16 December 2010, applicants filed papers to initiate the present U.S. national stage
application using the EFS-Web electronic filing system. This submission included, among other
materials, a Transmittal Letter (Form PTO-1390), an application data sheet (ADS), a preliminary
amendment, and payment of the basic national fee.

The ADS, Transmittal Letter, and preliminary amendment filed by applicant identified
the application as the U.S. national stage of international application PCT/EP2009/057531.
However, as evidenced by the Electronic Acknowledgement Receipt, the information provided
by applicant during the electronic filing process identified the application as the U.S. national
stage of international application PCT/EP2008/057531. Thus, the initial application materials
filed 16 December 2010 identified two different international application numbers to which the
national stage application was purportedly directed.

Based on the information entered by applicant during the electronic filing process, the
present application file was initiated in the USPTO PALM system as the national stage of
PCT/EP2008/057531.

On 11 January 2011, the United States Designated/Elected Office (DO/EO/US) mailed a
“Notification Of Missing Requirements” (Form PCT/DO/EO/905) requiring submission of an
oath or declaration in compliance with 37 CFR 1.497 and the surcharge for filing the oath or
declaration later than thirty months after the priority date.
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On 11 March 2011, applicants filed a response to the Notification Of Missing
Requirements that included payment of the required surcharge and a declaration directed to
PCT/EP2009/057531. The declaration was executed by eleven of the named inventors and on
behalf of deceased inventor Hassan OLOUMI-SADEGHI by Gale F. MATTHEWS, identified
on the declaration as “Assistant Secretary.”

On 29 March 2011, the DO/EO/US mailed a “Notification Of Acceptance” (Form
PCT/DO/EO/903) indicating that the requirements of 35 U.S.C. 371(c), including the declaration
requirement of 35 U.S.C. 371(c)(4), were satisfied as of 11 March 2011.

Also on 29 March 2011, a filing receipt was issued. The filing receipt identified the
application as the U.S. national stage of PCT/EP2009/057531, and it included a claim of foreign
priority directed to German application 10 2007 034 158.1, filed on 21 July 2007 (this German
application is the priority application in PCT/EP2008/05753 1).

On 15 April 2011, applicants filed a “Request For Corrected Filing Receipt” requesting
that the foreign priority claim be removed and that a domestic priority claim to U.S. provisional
application 61/073,574 be added (this provisional application is the priority application in
PCT/EP2009/057531).

On 04 August 2011, applicants filed a “Submission Under 37 C.F.R. 1.42” accompanied
by a revised declaration executed on behalf of the deceased inventor by his legal representative,
Faraneh OLOUMI.

DISCUSSION

1. Inconsistent International Application Numbers

As noted above, the initial application submission of 16 December 2010 identified two
different international application numbers to which the national stage application was
purportedly directed. Under such circumstances, a grantable petition under 37 CFR 1.182 is
required to correct the record with regard to the inconsistent international application numbers
provided by applicants. Such correction is necessary before the materials filed 16 December
2010, including the basic national fee payment, may be treated as having been directed to either
- of the listed international applications, as necessary to avoid abandonment of the appropriate
international application with respect to the United States.

A grantable petition must include the following: (1) payment of the $400 petition fee; (2)
a statement confirming the correct international application number; and (3) an indication that
the correct international application number was included somewhere in the national stage
application papers filed prior to the expiration of thirty months from the applicable priority date.

It is noted that the mailing of the Notification Of Missing Requirements, Notification Of
Acceptance, and filing receipt prior to the submission of a grantable petition under 37 CFR 1.182
to resolve the inconsistency in the international application numbers was premature. The



»?

Application No. 12/999,349 o 3

Notification Of Missing Requirements, Notification Of Acceptance, and filing receipt are
therefore appropriately vacated.

Because the filing receipt mailed on 29 March 2011 has been vacated, applicants’ request
for a corrected filing receipt is moot.

2. Submission Under 37 CFR 1.42

Applicants have filed herein declarations directed to PCT/EP2009/057531 that are
executed by the surviving inventors therein and on behalf of deceased co-inventor Hassan
OLOUMI-SADEGHI by his legal representative. Consideration of the declarations filed under
37 CFR 1.42 with respect to the deceased inventor is held in abeyance pending the filing of a
grantable petition under 37 CFR 1.182 to confirm the correct international application number.

CONCLUSION

As discussed above, a grantable petition under 37 CFR 1.182 is required to correct the
inconsistent international application numbers provided by applicants at the time the present
application was filed and thereby avoid abandonment of the applicable international application.

Applicants have TWO (2) MONTHS from the mail date of the present Communication
to file the required petition under 37 CFR 1.182, the requirements of which are set forth above.
Failure to file a timely and proper response will result in abandonment of the present application.
Extensions of time are available under 37 CFR 1.136(a).

The “Notification Of Missing Requirements” (Form PCT/DO/EO/905) mailed 11 January
2011 and the “Notification Of Acceptance” (Form PCT/DO/E0/903) and filing receipt mailed on
29 March 2011 are hereby VACATED. '

Consideration of applicants’ reqﬁest for status under 37 CFR 1.42 with respect to
deceased inventor Hassan OLOUMI-SADEGHI is HELD IN ABEYANCE pending submission
of the required petition under 37 CFR 1.182 to confirm the correct international application.

Any further correspondence with respect to this matter may be filed electronically via
EFS-Web selecting the document description "Petition for review and processing by the PCT
Legal Office" or by mail addressed to Mail Stop PCT, Commissioner for Patents, Office of PCT
Legal Administration, P.O. Box 1450, Alexandria, Virginia 22313-1450, with the contents of the
letter marked to the attention of the Office of PCT Legal Administration.

/RichardMRoss/

Richard M. Ross

Attorney Advisor

Office of PCT Legal Administration
Telephone:  (571) 272-3296
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In re Application of
VON DEYN et al. :
Application No.: 12/999,349 : DECISION

PCT No.: PCT/EP2009/057531

Int. Filing Date: 17 June 2009

Priority Date: 18 June 2008

Attorney's Docket No.: 13779-640

For: 1,2-BENZISOTHIAZOLE COMPOUNDS
USEFUL FOR COMBATING ANIMAL PESTS

This decision is in response to applicants’ petition under 37 CFR 1.182 filed 17 August
2011 and applicants’ request for status under 37 CFR 1.42 filed 04 August 2011.

BACKGROUND

On 16 December 2010, applicants filed national stage papers in the United States
Designated/Elected Office (DO/EO/US) electronically via EFS-Web. The submission included,
inter alia, a Transmittal Letter, an Application Data Sheet (ADS), and a preliminary amendment.
The international application number keyed into EFS-Web was PCT/EP08/57531. However, the
international application number appearing on the Transmittal Letter, the ADS, and the
preliminary amendment is PCT/EP2009/057531.

On 11 March 2011, applicants filed a submission which included, inter alia, a declaration
of the inventors with an indication in the declaration that inventor Hassan OLOUMI-SAEGHI is
deceased. This declaration was signed on behalf of the deceased inventor by Gale F. Matthews
who was listed as “Assistant Secretary” and whose mailing address was indicated as “BASF
Corporation”.

On 04 August 2011, applicants filed a second declaration of inventors with an indication
in the declaration that inventor Hassan OLOUMI-SAEGHI is deceased. This declaration was
signed on behalf of the deceased inventor by Faranch OLOUML.

On 12 August 2011, a Notification was issued indicating that a petition under 37 CFR
1.182, including the petition fee set forth in 37 CFR 1.17(f), to correct the above-stated error
regarding the international application number was required. The Notification also indicated that

Commissioner for Patents
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a decision on the request for status under 37 CFR 1.42 was held in abeyance until the above-
stated inconsistency involving the international application number is resolved.

On 17 August 2011, applicants filed a petition under 37 CFR 1.182.

DISCUSSION

Petition Under 37 CFR 1.182 _

The petition fee under 37 CFR 1.182 has been charged to Deposit Account 23-1925. A
review of the application file including counsel's statements in the instant submission reveals that
the present application should in fact be the national stage application of international application
PCT/EP2009/057531.

Request for Status under 37 CFR 1.42

The submission filed 04 August 2011 has been reviewed and has been found in
compliance with 37 CFR 1.42. (The original declaration filed on 31 March 2011 was not in
compliance with 37 CFR 1.42 because the person who executed the declaration on behalf of the
deceased inventor is an officer of the assignee rather than the legal representative of the deceased
inventor’s estate.)

Declaration of the Inventor
The declaration of the inventor filed 04 August 2011 is in compliance with 37 CFR

1.497(a)-(b).

CONCLUSION

For the reasons set forth above, the petition under 37 CFR 1.182 is GRANTED.
For the reasons set forth above, the requést for status under 37 CFR 1.42 is ACCEPTED.

This application is being forwarded to the National Stage Processing Branch of the Office
of PCT Operations to continue national stage processing of the application including preparation
and mailing of: '

(1) anew NOTICE OF ACCEPTANCE OF APPLICATION UNDER 35 U.S.C. 371
AND 37 CFR 1.495 (Form PCT/DO/EO/903) according the application a 35 U.S.C. 371(c)(1),
(€)(2), and (c)(4) date of 04 August 2011; and

(2) a new Filing Receipt
(2) indicating that the instant application is a 371 of PCT/EP09/57531 which
claims benefit of U.S. provisional application number 61/073,574 (and does not claim benefit of
German application 10 2007 034 158.1) and
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(b) changes the name of the legal representative of the deceased inventor to
Faranch OLOUMI.

/Danie} Stemmer/

Daniel Stemmer

Legal Examiner

PCT Legal Affairs

Office of Patent Cooperation Treaty
Legal Administration

Telephone (571) 272-3301



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office

P.O. Box 1450

Alexandria, VA 22313-1450

VENABLE LLP

P.0. BOX 34385 MAILED

WASHINGTON DC 20043-9998 NPT
NOV'2 12011

Applicants: Mathias Gehrmann, et al. OFFICE OF PETITIONS

Appl. No.: 12/999,406

International Filing Date: June 16, 2009

Title: MOLECULAR MARKERS FOR CANCER PROGNOSIS
Attorney Docket: 37998-293798

Pub. No.: US 20110172928 A1l

Pub. Date: July 14, 2011

This is a decision on the request for a corrected patent application publication under
37 CFR 1.221(b), received on August 25, 2011, for the -above-identified application.
The request is granted.

The corrected pétent application publication will be published in due course, unless the patent
issues before the application is republished.

Inquiries relating to this matter may be directed to Karen Creasy at (571) 272-3208.
/Christopher Bottorft/
Christopher Bottorff

Petitions Examiner
Office of Petitions

www.uspto.gov
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EDWARDS ANGELL PALMER & DODGE LLP MAILED
P.0. BOX 55874 :
BOSTON MA 02205 AUG.17 201

' OFFICE OF PETITIONS

In re Application

Chandra P. Khattak et al. :

Application No. 12/999,439 : NOTICE
Filed: May 24, 2011 :

Attorney Docket No. 69998US(42579)

This is a notice regarding your request for acceptance of a fee deficiency submission under 37
CFR 1.28 filed July 27, 2011. On September 1, 1998, the Court of Appeals for the Federal
Circuit held that 37 CFR 1.28(c) is the sole provision governing the time for correction of the
erroneous payment of the issue fee as a small entity. See DH Technology v. Synergystex
International, Inc. 154 F.3d 1333, 47 USPQ2d 1865 (Fed. Cir. Sept. 1, 1998).

The Office no longer investigates or rejects original or reissue applications under 37 CFR 1.56.
1098 Off. Gaz. Pat. Office 502 (January 3, 1989). Therefore, nothing in this Notice is intended
to imply that an investigation was done.

Your fee deficiency submission under 37 CFR 1.28 is hereby accepted. The petition is GRANTED.

This application is no longer entitled to small entity status. Accordingly, all future fees paid in this
application must be paid at the large entity rate.

This file is being forwarded to Technology 1714.

Telephone inquiries related to this decision should be directed to the Kimberly Inabinet at (571) 272-
4618. :

/Kimberly Inabinet/
Kimberly Inabinet
Petitions Examiner
Office of Petitions
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EXXONMOBIL CHEMICAL COMPANY
5200 BAYWAY DRIVE MAILED
P.O. BOX 2149 NOV 08 2011

BAYTOWN TX 77522-2149
PCT LEGAL ADMINISTRATION

In re Application of

HELTON, et al

Application No.: 12/999,466

PCT No.: PCT/US2009/050727 :

Int. Filing Date: 15 July 2009 : DECISION
Priority Date: 28 July 2008 :

Atty. Docket No.: 2009EM156

For: PROCESS OF MAKING

ALKYLAROMATICS USING EMM-12

This is a decision on applicants “COMMUNICATION?” filed in the U.S. Patent and Trademark
Office (USPTO) on 20 September 2011, which has been treated as a petition under 37 CFR
1.181 to vacate the previously mailed NOTIFICATION OF DEFECTIVE RESPONSE as well
as the subsequently mailed NOTIFICATION OF ABANDONMENT. The petition is hereby
GRANTED.

On 10 March 2011, the United States Designated/Elected Office (DO/EO/US) mailed a
NOTIFICATION OF DEFECTIVE RESPONSE (Form PCT/DO/EO/916) indicating that the
declaration filed 31 January 2011 was defective because identified an inventor in addition to the
sole inventor named in the international application. Subsequently, the DO/EO/US mailed a
NOTIFICATION OF ABANDONMENT (Form PCT/DO/EO/909) on 17 October 2011.

A review of the application file reveals that, during international stage processing, applicants
filed a request for recording of a change with the United States Receiving Office requesting that
Matthew J. Vincent as an inventor and that on 04 October 2010, the International Bureau issued
a form PCT/IB/306 approving the change.

Therefore, the NOTIFICATION OF DEFECTIVE RESPONSE and thus the subsequent
NOTIFICATION OF ABANDONMENT were mailed in error and are hereby VACATED, and
the abandonment of the application is hereby WITHDRAWN.
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A review of the application file also reveals that, with the 31 January 2011 filing of the
declaration naming and executed by Terry Helton and Matthew Vincent as inventors, applicants
have satisfied the requirements for entry into the national stage in the United States.

The application has an international filing date of 15 July 2009, under 35 U.S.C. 363, and a 35
U.S.C. 371(c)(1), (2), and (4) date of 31 January 2011.

This application is being forwarded to the National Stage Processing Branch of the International
Division for further processing in accordance with this decision.

ichard R. W .

Senior PCT Legal Examiner
Office of PCT Legal Administration

(571) 272-3281
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Document Description: Petition to make special under PCT-Patent Pros Hwy PTO/SBI20PCT-EP (05-10)

Approved for use through 01/31/2012. OMB 0851-0058
U.S. Patent and Trademark Office; U. S. DEPARTMENT OF COMMERCE
Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it displays a valid OMB control number.

REQUEST FOR PARTICIPATION IN THE PATENT COOPERATION TREATY ~ PATENT PROSECUTION
HiGHwWAY (PCT-PPH) PiLoT PROGRAM BETWEEN THE EUROPEAN PATENT OFFICE (EPO) AND
THE USPTO

Application No: 1 2/999,499 Fiing date: | N]arch 4, 2011

First Named Inventor: Patn ce Ga || Ia rd

Title of the

Invention: Method of Manufacturing Composite Conducting Fibres, Fibres Obtained by the Method, and Use of Such Fibres

THIS REQUEST FOR PARTICIPATION IN THE PCT-PPH PILOT PROGRAM ALONG WITH THE REQUIRED DOCUMENTS MUST BE
SUBMITTED VIA EFS-WEB. INFORMATION REGARDING EFS-WEB IS AVAILABLE AT
HTTP://IWWW.USPTO.GOV/EBC/EFS_HELP.HTML

APPLICANT HEREBY REQUESTS PARTICIPATION IN THE PCT-PPH PROGRAM AND PETITIONS TO MAKE THE
"ABOVE-IDENTIFIED APPLICATION SPECIAL UNDER THE PCT-PPH PROGRAM.

The above-identified application is (1) a national stage entry of the corresponding PCT application, or (2) a national stage entry
of another PCT application which claims priority to the corresponding PCT application, or (3) a national application that claims
domestic/ foreign priority to the corresponding PCT application, or (4) a national application which forms the basis for the
priority claim in the corresponding PCT application, or (5) a continuing application of a U.S. application that satisfies one of (1)
to (4) above, or (6) a U.S. application that claims domestic benefit to a U.S. provisional application which forms the basis for
the priority claim in the corresponding PCT application.

The corresponding PCT PCT/FR2009/051225

application number(s) is/are:

The international filing date of the corresponding
PCT application(s) is/are:
June 25, 2009

I. List of Required Documents:
a. A copy of the latest international work product (WO/ISA, WO/IPEA, or IPER) in the above~identified
corresponding PCT application(s)
Is attached

r_—l Is not attached because the document is already in the U.S. application.

b. A copy of all claims which were indicated as having novelty, inventive step and industrial applicability in the
above-identified corresponding PCT application(s).

|:| Is attached.

Ii] Is not attached because the document is already in the U.S. application.

c. English translations of the documents in a. and b. above are attached (if the documents are not in the English
language). A statement that the English translation is accurate is attached for the document in b. above.

[Page 1 of 2]
This collection of information is required by 35 U.S.C. 119, 37 CFR 1.55, and 37 CFR 1.102(d). The information is required to obtain or retain a benefit by the public, which is to file (and by
the USPTO to process) an application. Confidentiality is govemed by 35 U.S.C. 122 and 37 CFR 1.11 and 1.14. This collection is estimated to take 2 hours to complete, including gathering,
preparing, and submitting the completed application form to the USPTO. Time will vary depending upon the individual case. Any comments on the amount of time you require to complete this
form and/or suggestions for reducing this burden should be sent to the Chief Information Officer, U.S. Patent and Trademark Office, U.S. Department of Commerce, P.O, Box 1450,
Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS ADDRESS.
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Approved for use through 01/31/2012. OMB 0651-0058
U.S.Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE
Under the Paperwork Reduction Act of 1995, no persons are required fo respond to a collection of information unless it displays a valid OMB control number.

REQUEST FOR PARTICIPATION IN THE PCT-PPH PILOT PROGRAM
BETWEEN THE EPO AND THE USPTO

(continued)

Application No.: 12/999,499

First Named Inventor:| Patrice Gaillard

d. (1) An information disclosure statement listing the documents cited in the international work products (ISR,
WO/ISA, WO/IPEA, IPER) of the corresponding PCT application.
Is attached

December 16, 2010

Li_l Has already been filed in the above-identified U.S. application on

(2) Copies of all documents (except) for U.S. patents or U.S. patent application publications)

I:I Are attached.
December 16, 2010

I__!—_] Have already been filed in the above-identified U.S. application on

Il. Claims Correspondence Table:

Claims in US Application Eatentab!e Claim§ ; ;
in the corresponding Explanation regarding the correspondence
PCT Application
1,2,3 1,2,3 Substantially corresponds
4 4 Substantially corresponds to 4/1
5 5 Substantially corresponds to 5/1
6 6 Substantially corresponds to 6/1
7 7 Substantially correponds
8 8 Substantially corresponds to 8/1
9 9 Substantially corresponds to 9/7/6/1
10, 11 10, 11 Substantially corresponds
12 12 Substantially corresponds to 12/1
13 13 Substantially corresponds to 13/1
14, 15, 16, 17 14, 15, 16, 17 Substantially corresponds
18 18 Substantially corresponds to 18/16/15/14/13/1
19 19 Substantially corresponds to 19/13/1
20 20 Substantially corresponds to 20/13/1
21 21 Substantially corresponds

Ill. All the claims in the US application sufficiently correspond to the patentable claims in the
corresponding PCT application.

signature/ 17AVIS D. Boone/ bate 3 June 2011

F,ﬁ?ﬁﬁTyped)TraViS D Boone Registration Number521635

[Page 2 of 2]
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United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.0. Box 1450

Alexandria, Virginia 22313-1450

WWW.USpL0.gov

APPLICATION NO. FILING DATE FIRST NAMED INVENTOR | ATTORNEY DOCKET NO. | CONFIRMATION NO. J
12/999,499 03/04/2011 Patrice Gaillard 0078840-000001 5730
21839 7590 06/22/2011
EXAMINER
BUCHANAN, INGERSOLL & ROONEY PC | I
POST OFFICE BOX 1404 . NGUYEN, HAIDUNG D

ALEXANDRIA, VA 22313-1404

I ART UNIT I PAPER NUMBER I

1761

rNOTIFlCATION DATE l DELIVERY MODE I

06/22/2011 ELECTRONIC

Please find below and/or attached an Office communication concerning this application or proceeding.
The time period for reply, if any, is set in the attached communication.
Notice of the Office communication was sent electronically on above-indicated "Notification Date" to the

following e-mail address(es):

ADIPFDD@bipc.com
offserv@bipc.com

PTOL-90A (Rev. 04/07)
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In re application of : DECISION ON REQUEST TO
Patrice Gaillard et al. : PARTICIPATE IN PATENT
Serial No. 12/999,499 ; PROSECUTION HIGHWAY
Filed: March 4, 2011 : PROGRAM AND
For: METHOD OF MANUFACTURING : PETITION TO MAKE SPECIAL
COMPOSITE CONDUCTING FIBRES, : UNDER 37 CFR 1.102(a)

FIBRES OBTAINED BY THE METHOD
AND USE OF SUCH FIBRES

This is a decision on the request to participate in the PCT Patent Prosecution Highway
(PCT-PPH) pilot program and the petition under 37 CFR 1.102(a), filed June 3, 2011, to
make the above-identified application special.

The request and petition are DISMISSED.

A grantable request to participate in the PCT-PPH pilot program and petition to make
special require:

(1) The U.S. application must disclose an eligible relationship to one or more PCT
applications where the ISA or IPEA are the JPO, EPO, KIPO or USPTO;

(2) At least one claim in the PCT application has novelty, inventive step, and industrial
applicability and must be free of any observations in Box VIl in the latest work product
in the international stage or applicant must identify and explain why the claim(s) is/are
not subject to the observation in Box VI,

(3) Applicant must submit a copy of the claim(s) from the PCT application(s) that have
noveity, inventive step, and industrial applicability along with an English translation
thereof and a statement that the English translation is accurate, if the claims are not in
the English language;

(4) All the claims in the U.S. application must sufficiently correspond or be amended to
sufficiently correspond to the claim(s) that have novelty, inventive step, and industrial
applicability in the PCT application(s);
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(5) Examination of the U.S. application has not begun;

(6) Applicant must submit a copy of the latest international work product from the PCT
application indicating that the claim(s) have novelty, inventive step, and industrial
applicability along with an English translation thereof if the latest international work
product is not in the English language; and

(7) Applicant must submit an IDS listing the documents cited by the PCT examiner in
-the international work product along with copies of documents except U.S. patents or
U.S. patent application publications.

The request to participate in the PPH program and petition fail because Applicant has
failed to explain why the claim(s) is/are not subject to the observation in Box VIII of the
latest work product in the international stage.

Applicant is given a time period of ONE MONTH OR THIRTY DAYS, whichever is
longer, from the mailing date of this decision to correct the deficiencies. NO
EXTENSION OF TIME UNDER 37 CFR 1.136 IS PERMITTED. If the deficiencies are
not corrected within the time period given, the application will await action in its regular
turn.

Any inquiry regarding this decision should be directed to Walter D. Griffin, Supervisory
Patent Examiner, at (571) 272-1447.

All other inquiries concerning the examination or status of the application is accessible
in the PAIR system at http://www.uspto.gov/ebc/index.html.

MWalter D. Griffin/

Walter D. Griffin
Supervisory Patent Examiner
Technology Center 1700
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REQUEST FOR PARTICIPATION IN THE PATENT COOPERATION TREATY - PATENT PROSECUTION
HiIGHWAY (PCT-PPH) PiLor PROGRAM BETWEEN THE EUROPEAN PATENT OFFICE (EPO) AND
THE USPTO

Application No: 12/999,499 Filing date: MarCh 4, 201 1

First Named Inventor: Pa‘tnce Galllard

Title of the
Invention:

Method of Manufacturing Composite Conducting Fibres, Fibres Obtained by the Method, and Use of Such Fibres

THIS REQUEST FOR PARTICIPATION IN THE PCT-PPH PILOT PROGRAM ALONG WITH THE REQUIRED DOCUMENTS MUST BE
SUBMITTED VIA EFS-WEB. INFORMATION REGARDING EFS-WEB IS AVAILABLE AT
HTTP://WWW.USPTO.GOV/EBC/EFS_HELP.HTML

APPLICANT HEREBY REQUESTS PARTICIPATION IN THE PCT-PPH PROGRAM AND PETITIONS TO MAKE THE
ABOVE-IDENTIFIED APPLICATION SPECIAL UNDER THE PCT-PPH PROGRAM.

The above-identified application is (1) a national stage entry of the corresponding PCT application, or (2) a national stage entry
of another PCT application which claims priority to the corresponding PCT application, or (3) a national application that claims
domestic/ foreign priority to the corresponding PCT application, or (4) a national application which forms the basis for the
priority claim in the corresponding PCT application, or (5) a continuing application of a U.S. application that satisfies one of (1)
to (4) above, or (6) a U.S. application that claims domestic benefit to a U.S. provisional application which forms the basis for
the priority claim in the corresponding PCT application.

The corresponding PCT PCT/FR2009/051225

application number(s) is/are:

The international filing date of the corresponding

PCT application(s) isfare: | 25, 2009

l. List of Required Documents:
a. A copy of the latest international work product (WO/ISA, WO/IPEA, or IPER) in the above—-identified
corresponding PCT application(s)
Is attached

|:| Is not attached because the document is already in the U.S. application.

b. A copy of all claims which were indicated as having novelty, inventive step and industrial applicability in the
above-identified corresponding PCT application(s).

|:| Is attached.

|i| Is not attached because the document is already in the U.S. application.

c. English translations of the documents in a. and b. above are attached (if the documents are not in the English
language). A statement that the English translation is accurate is attached for the document in b. above.

[Page 1 of 2]
This collection of information is required by 35 U.S.C. 119, 37 CFR 1.55, and 37 CFR 1.102(d). The information is required to obtain or retain a benefit by the public, which is to file (and by
the USPTO to process) an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.11 and 1.14. This collection is estimated to take 2 hours to complete, including gathering,
preparing, and submitting the completed application form to the USPTO. Time will vary depending upon the individual case. Any comments on the amount of time you require to complete this
form and/or suggestions for reducing this burden should be sent to the Chief Information Officer, U.S. Patent and Trademark Office, U.S. Department of Commerce, P.O. Box 1450,
Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS ADDRESS.




PTO/SB/20PCT-EP (05-10)

Approved for use through 01/31/2012. OMB 0651-0058
U.S.Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE
Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it displays a valid OMB control number.

REQUEST FOR PARTICIPATION IN THE PCT-PPH PiLOT PROGRAM
BETwWEEN THE EPO AND THE USPTO

(continued)

Application No.: 12/999,499

First Named Inventor] Patrice Gaillard

d. (1) An information disclosure statement listing the documents cited in the international work products (ISR,
WOI/ISA, WO/IPEA, IPER) of the corresponding PCT application.
Is attached

December 16, 2010

|i| Has already been filed in the above-identified U.S. application on

(2) Copies of all documents (except) for U.S. patents or U.S. patent application publications)

Are attached.
L] December 16, 2010

|i| Have already been filed in the above-identified U.S. application on

Il. Claims Correspondence Table:

Claims in US Application | - 2tentable Claims - :
in the corresponding Explanation regarding the correspondence
PCT Application

1,2, 3 1,2, 3 Substantially corresponds
4 4 Substantially corresponds to 4/1
5 5 Substantially corresponds to 5/1
6 6 Substantially corresponds to 6/1
7 7 Substantially corresponds
8 8 Substantially corresponds to 8/1
9 9 Substantially corresponds to 9/7/6/1

10, 11 10, 11 Substantially corresponds
12 12 Substantially corresponds to 12/1
13 13 Substantially corresponds to 13/1

14, 15, 16, 17 14, 15, 16, 17 Substantially corresponds
18 18 Substantially corresponds to 18/16/15/14/13/1
19 19 Substantially corresponds to 19/13/1
20 20 Substantially corresponds to 20/13/1**
21 21 Substantially corresponds
** Claim 20 has been amended to remove the parenthetical that was subject to the
observation in Box VIII of the Written Opinion of the International Searching Authority

lll. All the claims in the US application sufficiently correspond to the patentable claims in the
corresponding PCT application.

signare/ 117AVIS D. Boone/ pate 20 July 2011

52635

omeeeq 1 1AVIS D. Boone

Registration Number

[Page 2 of 2]



Privacy Act Statement

The Privacy Act of 1974 (P.L. 93-579) requires that you be given certain information in connection with your
submission of the attached form related to a patent application or patent. Accordingly, pursuant to the requirements of
the Act, please be advised that: (1) the general authority for the collection of this information is 35 U.S.C. 2(b}(2); (2)
furnishing of the information solicited is voluntary; and (3) the principal purpose for which the information is used by the
U.S. Patent and Trademark Office is to process and/or examine your submission related to a patent application or
patent. If you do not furnish the requested information, the U.S. Patent and Trademark Office may not be able to
process and/or examine your submission, which may result in termination of proceedings or abandonment of the
application or expiration of the patent.

The information provided by you in this form will be subject to the following routine uses:

1.

The information on this form will be treated confidentially to the extent allowed under the Freedom of
Information Act (5 U.S.C. 552) and the Privacy Act (5 U.S.C 552a). Records from this system of records
may be disclosed to the Department of Justice to determine whether disclosure of these records is required

by the Freedom of Information Act.

A record from this system of records may be disclosed, as a routine use, in the course of presenting
evidence to a court, magistrate, or administrative tribunal, including disclosures to opposing counsel in the
course of settlement negotiations.

A record in this system of records may be disclosed, as a routine use, to a Member of Congress submitting
a request involving an individual, to whom the record pertains, when the individual has requested
assistance from the Member with respect to the subject matter of the record.

A record in this system of records may be disclosed, as a routine use, to a contractor of the Agency having
need for the information in order to perform a contract. Recipients of information shall be required to
comply with the requirements of the Privacy Act of 1974, as amended, pursuant to 5 U.S.C. 552a(m).

A record related to an International Application filed under the Patent Cooperation Treaty in this system of
records may be disclosed, as a routine use, to the International Bureau of the World Intellectual Property
Organization, pursuant to the Patent Cooperation Treaty.

A record in this system of records may be disclosed, as a routine use, to another federal agency for
purposes of National Security review (35 U.S.C. 181) and for review pursuant to the Atomic Energy Act (42
U.S.C. 218(c)).

A record frcﬁr’rz)this system of records may be disclosed, as a routine use, to the Administrator, General
Services, or his/her designee, during an inspection of records conducted by GSA as part of that agency's
responsibility to recommend improvements in records management practices and programs, under
authority of 44 U.S.C. 2904 and 2906. Such disclosure shall be made in accordance with the GSA
regulations governing inspection of records for this purpose, and any other relevant ( i.e., GSA or
Commerce) directive. Such disclosure shall not be used to make determinations about individuals.

A record from this system of records may be disclosed, as a routine use, to the public after either
publication of the application pursuant to 35 U.S.C. 122(b) or issuance of a patent pursuant to 35 U.S.C.
151. Further, a record may be disclosed, subject to the limitations of 37 CFR 1.14, as a routine use, to the
public if the record was filed in an application which became abandoned or in which the proceedings were
terminated and which application is referenced by either a published application, an application open to
public inspection or an issued patent.

A record from this system of records may be disclosed, as a routine use, to a Federal, State, or local law
enforcement agency, if the USPTO becomes aware of a violation or potential violation of law or regulation.



Patent
Attorney's Docket No. 0078840-000001

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
In re Patent Application of

Patrice GAILLARD et al. Group Art Unit: 1761

Application No.: 12/999,499 Examiner: HAIDUNG D NGUYEN

Filed: December 16, 2010 Confirmation No.: 5730

For: METHOD OF MANUFACTURING
COMPOSITE CONDUCTING FIBRES,
FIBRES OBTAINED BY THE METHOD,
AND USE OF SUCH FIBRES

N e N e e e N N N e N’ N’

RESPONSE TO:
DECISION ON REQUEST TO PARTICIPATE IN PATENT

PROSECUTION HIGHWAY PROGRAM AND PETITION TO MAKE

SPECIAL UNDER 37 CFR 1.102(a)

Commissioner for Patents
P.O. Box 1450

Alexandria, VA 22313-1450
Sir:

In the Decision on Request to Participate in Patent Prosecution Highway Program
and Petition to Make Special Under 37 CFR 1.102(a) ("Decision"), the Office indicates that
the request and petition are DISMISSED.

The Office indicates that the request to participate in the PPH program and petition
fail because Applicant has failed to explain why the claims are not subject to the observation
in Box VIII of the latest work product in the international stage.

Box VIII of the Written Opinion of the International Searching Authority states:

The terms between parentheses "(gloves, helmets, etc.)" used in
claim 20 cast doubt on whether the added features are limiting or not.
Consequently, the subject matter of said claim 20 is not clearly
defined and the application does not meet the requirements of PCT

Article 6.



Attorney's Docket No. 0078840-000001
Application No. 12/999.499
Page 2

Accordingly, by the accompanying Second Preliminary Amendment, submitted
contemporaneously herewith, claim 20 has been amended to remove the exemplary
description of protective clothing recited in a parenthetical. Accordingly, claim 20 is no
longer subject to the observation in Box VIII of the Written Opinion of the International
Searching Authority.

It is requested that the Request to Participate in Patent Prosecution Highway
Program and Petition to Make Special Under 37 CFR 1.102(a) now be granted.

After discussion with Supervisory Patent Examiner Walter D. Griffin, a new form
PTO/SB/20PCT-EP is also being submitted contemporaneously herewith.

Should any questions arise in connection with this application, it is respectfully
requested that the undersigned be contacted at the number indicated below.

Respectfully submitted,

BUCHANAN INGERSOLL & ROoNEY PC

/D BG:"'
Date: 20 July 2011 By: 5 .

Travis D. Boone
Registration No. 52635

Customer No. 21839
(703) 836-6620



UNITED STATES PATENT AND TRADEMARK OFFICE

UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450

Alexandria, Virginia 22313-1450

WWW.usplo.gov

APPLICATION NO. FILING DATE FIRST NAMED INVENTOR | ATTORNEY DOCKET NO. l CONFIRMATION NO. ]
12/999,499 03/04/2011 Patrice Gaillard 0078840-000001 5730
21839 7590 08/11/2011
EXAMINER

BUCHANAN, INGERSOLL & ROONEY PC r J
POST OFFICE BOX 1404 NGUYEN, HAIDUNG D
ALEXANDRIA, VA 22313-1404

[ ART UNIT I PAPER NUMBER J

1761
| NOTIFICATION DATE | DELIVERY MODE J
08/11/2011 ELECTRONIC

Please find below and/or attached an Office communication concerning this application or proceeding.
The time period for reply, if any, is set in the attached communication.
Notice of the Office communication was sent electronically on above-indicated "Notification Date" to the

following e-mail address(es):

ADIPFDD@bipc.com
offserv@bipc.com

PTOL-90A (Rev. 04/07)



Commissioner for Patents
United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
www.uspio.gov

age 11 208
WG
In re application of : DECISION ON REQUEST TO
Patrice Gaillard et al. ) PARTICIPATE IN PATENT
Serial No. 12/999,499 : PROSECUTION HIGHWAY
Filed: March 4, 2011 : PROGRAM AND
For: METHOD OF MANUFACTURING X PETITION TO MAKE SPECIAL
COMPOSITE CONDUCTING FIBRES, UNDER 37 CFR 1.102(a)

FIBRES OBTAINED BY THE METHOD, :
AND USE OF SUCH FIBRES :

This is a decision on the request to participate in the PCT Patent Prosecution Highway
(PCT-PPH) pilot program and the petition under 37 CFR 1.102(a), filed July 20, 2011, to
make the above-identified application special.

The request and petition are GRANTED. ~

A grantable request to participate in the PCT-PPH pilot program and petition to make
special require:

(1) The U.S. application must disclose an eligible relationship to one or more PCT
applications where the ISA or IPEA are the JPO, EPO, KIPO or USPTO,;

(2) At least one claim in the PCT application has novelty, inventive step, and industrial
applicability and must be free of any observations in Box VIil in the latest work product
in the international stage or applicant must identify and explain why the claim(s) is/are
not subject to the observation in Box VIII;

(3) Applicant must submit a copy of the claim(s) from the PCT application(s) that have
novelty, inventive step, and industrial applicability along with an English translation
thereof and a statement that the English translation is accurate, if the claims are not in
the English language;

(4) All the claims in the U.S. application must sufficiently correspond or be amended to
sufficiently correspond to the claim(s) that have novelty, inventive step, and industrial
applicability in the PCT application(s);



- Application No. 12/999,499

(5) Examination of the U.S. application has not begun;

(6) Applicant must submit a copy of the latest international work product from the PCT
application indicating that the claim(s) have novelty, inventive step, and industrial ’
applicability along with an English translation thereof if the latest international work
product is not in the English language; and '

(7) Applicant must submit an IDS listing the documents cited by the PCT examiner in
the international work product along with copies of documents except U.S. patents or
U.S. patent application publications.

The request to participate in the PPH program and petition comply with the above
requirements. Accordingly, the above-identified application has been accorded
“special” status.

The application is being forwarded to the examiner for action on the merits
commensurate with this decision.

Any inquiry regarding this decision should be directed to Walter D. Griffin, Supervisory
Patent Examiner, at (571) 272-1447.

All other inquiries concerning the examination or status of the application is accessible
in the PAIR system at http://www.uspto.gov/ebc/index.html.

MWalter D. Griffin/

Walter D. Griffin
Supervisory Patent Examiner
Technology Center 1700



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

Www.uspto.gov

SOFER & HAROUN LLP

317 MADISON AVENUE, SUITE 910 MAI LED
NEW YORK NY 10017 - BEC 19 2011
Applicants: Nassif, et al. OFFICE OF PETITIONS

Appl. No.: 12/999,507

International Filing Date: June 26, 2009

Title: BONE SUBSTITUTE AND METHOD FOR THE PREPARATION THEREOF
Attorney Docket: 1202-019

Pub. No.: US 20110250289 Al

Pub. Date: October 13, 2011

This is a decision on the request for a corrected patent application publication under
37 CFR 1.221(b), received on October 31, 2011, for the above-identified application.
The request is granted.

The corrected patent application publication will be published in due course, unless the patent
issues before the application is republished.

Inquiries relating to this matter may be directed to Karen Creasy at (571) 272-3208.
/Christopher Bottorff/
Christopher Bottorff

Petitions Examiner
Office of Petitions



Doc Code: PPH.PET.652 PTO/SB/20PCT-EP {05-10)
Document Description: Petition to make special under PCT-Patent Pros Hwy Approved for use through 01/31/20%2. OMB 0651-C058
U.8. Paten: and Trademark Office; U.S. DEPARTMENT OF COMMERCE

Under the Papeswork Reduction Act of 1985, no persens are required to respond to a collection of information unless i displays a valid OMB control aumber,

REQUEST FOR PARTICIPATION IN THE PATENT COOPERATION TREATY - PATENT PROSECUTION
HigHwAY (PCT-PPH) PiLOT PROGRAM BETWEEN THE EUROPEAN PATENT OFFIiCE (EPO) AND

THE USPTO
Application No.: 12/999.508 Filing Date: | December 16, 2010
First Named Inventor: | Craig ROBINSON et al.
Attorney Docket No.: 147926
Title of the AN APPARATUS AND A METHOD OF MEASURING EROSION OF AN EDGE OF A TURBOMACHINE AEROFOIL

Invention:

THIS REQUEST FOR PARTICIPATION IN THE PCT-PPH PILOT PROGRAM ALONG WITH THE REQUIRED DOCUMENTS MUST BE
SUBMITTED VIA EFS-WEB. INFORMATION REGARDING EFS-WEB IS AVAILABLE AT
HTTP/AWWW USPTO.GOV/EBC/EFS_HELP.HTML.

APPLICANT HEREBY REQUESTS PARTICIPATION IN THE PCT-PPH PROGRAM AND PETITIONS TO MAKE THE
ABOVE-IDENTIFIED APPLICATION SPECIAL UNDER THE PCT-PPH PROGRAM.

The above-identified application is {1) a national stage entry of the corresponding PCT application, or (2) a national stage entry
of another PCT application which claims priority fo the corresponding PCT application, or {3) a nationat application that claims
domestic/ foreign priority {o the corresponding PCT application, or (4) a national application which forms the basis for the
priority claim in the corresponding PCT application, or {5) a continuing application of a U.S. application that satisfies one of (1)
to (4) above, or (8) a U.S. application that claims demestic benefit to a U.S. provisional application which forms the basis for
the priority claim in the corresponding PCT application.

The corresponding PCT
application number(s) is/are: PCT/EP2009/004314

The international date of the corresponding
PCT application(s) is/are: June 16, 2009

L List of Required Documents:
a. A copy of the latest international work product (WO/ISA, WO/IPEA, or IPER) in the above-identified
corresponding PCT application(s)

B Is attached.
[1 Is not attached because the document is already in the U.S. application.

b. A copy of all claims which were indicated as having novelty, inventive step and industrial applicability in
the above-identified corresponding PCT application(s).

X s attached.

L1 Is not attached because the document is already in the U.S. application.

¢. English franslations of the documents in a. and b. above are attached (if the documents are not in the

English language). A statement that the English translation is accurate is attached for the document in
b. above,

[Page 1 of 2]
This coltection of information is required by 35 U.8.C. 119, 37 CFR 1.55, and 37 CFR 1.102{d). The information is required to obtain
or retain a benefit by the public, which is to file (and by the USPTO to process) an application. Confidentiality is governed by 35 U.S.C.
122 and 37 CFR 1.11 and 1.14, This collection is estimated to {ake 2 hours to complete, including gathering, preparing, and submiiting
the completed appiication form to the USPTO. Time wili vary depending upon the individual case. Any comments on the amount of
time you require to complete this form and/or suggestions for reducing this burden should be sent o the Chief Information Officer,
U.8. Patent and Trademark Office, U.S. Departiment of Commerce, P.O. Box 1450, Alexandria, VA 22313-1450. DO NOT SEND
FEES OR COMPLETED FORMS TO THIS ADDRESS.




PTO/SB/20PCT-ER {05-10)
Approved for use terough 01/31/2012. OMB 0851-C058
U.8. Patent and Trademark Office; U.8. DEPARTMENT OF COMMERCE

Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it displays a valid OMB confrol number.

REQUEST FOR PARTICIPATION IN THE PCT-PPH PiLOT PROGRAM
BETWEEN THE EPO AND THE USPTO

{continued)

Application No.:

12/969,508

First Named Inventor: | Craig ROBINSON et al.

d. (1) Aninformation disclosure statement listing the documents cited in the international work products
(ISR, WO/ISA, WO/IPEA, IPER) of the corresponding PCT application.

1 Is aftached.

X Has already been filed in the above-identified U.S. application on March 14. 2011

{2) Copies of all documents {except) for U.S. patents or U.S. patent application publications)

{1 Are attached.

4 Have already been filed in the above-identified U.S. application on March 14, 2011
li. Claims Correspondence Table:
Claims in US Application ;a::: t(?{?t"i%&?;ii:?ﬁsn 9 Explanation regarding the correspondence

PCT Application

1 1 US claim 1 is substantially identical to the PCT claim 1.
2 2 US claim 2 is substantially identical to the PCT claim 2.
3 3 US claim 3 is substantially identical to the PCT claim 3.
4 4 US claim 4 is substantially identical to the PCT claim 4.
5 5 US claim 5 is substantially identical to the PCT claim 5.
8 5] US claim 6 is substantially identical to the PCT claim 8.
7 7 US claim 7 is substantially identical o the PCT claim 7.
8 8 US claim 8 is substantially identical to the PCT claim 8.
9 g US claim 9 is substantially identical to the PCT claim 9.
10 10 US claim 10 is substantially identical fo the PCT claim 10.
11 11 US claim 11 Is substantially identical to the PCT claim 11.
12 12 US claim 12 is substantially identical {o the PCT claim 12.
13 13 US claim 13 is substantially identical to the PCT claim 13.
14 14 US claim 14 is substantially identical to the PCT claim 14.
15 15 US claim 15 is substantially identical to the PCT claim 15.
16 16 US claim 16 is substantially identical to the PCT claim 186.
17 17 US claim 17 is substantially identical fo the PCT claim 17.
18 18 US claim 18 is substantially identical to the PCT claim 18.
19 19 US claim 19 is substantially identical to the PCT claim 18.
20 20 U8 claim 20 is substantially identical to the PCT ¢laim 20.




Under the Paperwork Reduction Act of 1985, no persons are required to respond to & collection of information ualess i displays a valid OMB control number.

PTO/SB/20RPCT-EP (05-10)
Approved for use through 01/31/2012. OMB 0651-0058
1.8, Patent and Trademark Office; U.S, DEPARTMENT OF COMMERCE

corresponding,PCT application,

5. All the claims in the US application sufficiently correspond to the patentable claims in the

_Signature /é//% /&\

Date April 26, 2011

Name

(Print/Typed) James A, Oliff Registration Number 27,075
Name

(Print/Typed) Michelle K. Windom Registration Number 85,466

OLIFF & BERRIDGE, PLC

P.C. Box 320850

Alexandria, Virginia 22320-4850
Telephone; (703} B36-6400

[Page 2 of 2}

DEPOSIT ACCOUNT USE
AUTHORIZATION
Please grant any extension
necessary for entry of this filing;
Charge any fee due to our
Deposit Account No, 15-0461




Privacy Act Statement

The Privacy Act of 1974 (P.L. 93-579) requires that you be given certain information in connection with your
submission of the attached form related fo a patent application or patent. Accordingly, pursuant to the requirements of
the Act, please be advised that: (1) the general authority for the collection of this information is 35 U.8.C. 2(b)(2); (2)
furnishing of the information solicited is voluntary; and {3) the principal purpose for which the information is used by
the U.S. Patent and Trademark Office is to process and/or examine your submission refated to a patent application or
patent. If you do not furnish the requested information, the U.S. Patent and Trademark Office may not be able fo
process and/or examine your submission, which may result in termination of proceedings or abandonment of the
application or expiration of the patent.

The information provided by you in this form will be subject to the following routine uses:

1.

The information on this form will be treated confidentially fo the extent allowed under the Freedom of
information Act (5 U.S.C. 552) and the Privacy Act (5 U.S.C 552a). Records from this system of records
may be disclosed to the Department of Justice to determine whether disclosure of these records is required
by the Freedom of Information Act.

A record from this system of records may be disclosed, as a routine use, in the course of presenting
evidence to a court, magistrate, or administrative tribunal, including disclosures to opposing counsel in the
course of settlement negotiations.

A record in this system of records may be disclosed, as a routine use, to a Member of Congress submitting
a request involving an individual, to whom the record pertains, when the individual has requested
assistance from the Member with respect to the subject matier of the record.

A record in this system of records may be disclosed, as a routine use, to a contractor of the Agency having
need for the information in order to perform a contract. Recipients of information shall be required fo
comply with the requirements of the Privacy Act of 1974, as amended, pursuant to 5 U.S.C. 55Z2a{m).

A record related to an International Application filed under the Patent Cooperation Treaty in this system of
records may be disclosed, as a routine use, to the Intermational Bureau of the World Intelieciual Property
Organization, pursuant to the Patent Cooperation Treaty,

A record in this system of records may be disclosed, as a routine use, to another federal agency for
purposes of National Security review (35 U.5.C. 181) and for review pursuant to the Atomic Energy Act (42
U.S.C. 218(c)).

A record from this system of records may be disclosed, as a routine use, to the Administrator, General
Services, or his/her designee, during an inspection of records conducted by GSA as part of that agency's
responsibility 1o recommend improvements in records management practices and programs, under
authority of 44 14.8.C. 2904 and 2906. Such disclosure shall be made in accordance with the GSA
regulations governing inspection of records for this purpose, and any other relevant (i.e., GSA or
Commerce) directive. Such disclosure shall not be used to make determinations about individuals.

A record from this system of records may be disclosed, as a routine use, o the public after either
publication of the application pursuant to 35 U.8.C. 122(b) or issuance of a patent pursuant to 35 U.S.C.
151. Further, a record may be disclosed, subject to the limitations of 37 CFR 1.14, as a routine use, to the
public if the record was filed in an application which became abandoned or in which the proceedings were
terminated and which application is referenced by either a published application, an application open fo
public inspection or an issued patent.

A record from this system of records may be disclosed, as a routine use, to a Federal, State, or local law
enforcement agency, if the USPTO becomes aware of a violation or potential violation of law or regulation.



PCT

INTERNATIONAL PRELIMINARY REPORT ON PATENTABILITY
(Chapter I of the Patent Cooperation Treaty)

(PCT Rule 44bis)

Applicant’s or agent’s file reference FOR FURTHER ACTION See item 4 below
PAT/TAL/4104

International application No. International filing date (day'month/year) Priority date (day/month/yvear)
PCT/EP2009/G04314 18 June 2009 (16,06.2609) 09 July 2008 (09.07.2008)

International Patent Classification {8th edition unless older edition indicated)
See relevant information in Form PCT/ISA/237

Applicant
ROLLS-ROYCE PLC

1. This international preliminary report on patentability (Chapter I) is issued by the International Bureau on behalf of the
International Searching Authority under Rule 44 bis.1(a).
2. This REPORT consists of a total of 6 sheets, including this cover sheet.

In the attached sheets, any reference to the written opinion of the International Searching Authority should be read as a
reference to the inlernational preliminary report on patentability (Chapter I} instead.

3. This report contains indications relating to the following items:

}I{ Box No. I Basis of the report

D Box No. I Priority

[:] Box No. Il Non-establishment of opinion with regard to novelty, inventive step and industrial
applicability

D Box No. IV Lack of unity of invention

Box No. V Reasoned statement under Aﬂiclé 35(2) with regard to novelty, inventive step or
industrial applicability; citations and explanations supporting such statement

D Box No. VI Certain documents cited

D Box No. VI Certain defects in the international application

D Box No. VII Certain observations on the international application

4. The International Bureau will communicate this report to designated Offices in accordance with Rules 44bis.3(c) and 93bis 1
but not, except where the applicant makes an express request under Article 23(2), before the expiration of 30 months from
the priority date (Rule 44bis .2},

Date of issuance of this report
11 January 2011 (11.01.2011)

The Iternational Bureaun of WIPO Authorized officer

34, chemin des Colombettes ;
1211 Geneva 20, Switzerland Yolaine Cussac
Facsimile No. +41 22 338 82 70 e-mail: ptO3.pet@wipo.int

Form PCT/IB/373 (January 2004}



FRALTEIY] WA m I LAWY & lhi 0§D

From the
INTERNATIONAL SEARCHING AUTHORITY

To:

sge form PCTASAR20

PCT
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WRITTEN OPINION OF THE International application No.
INTERNATIONAL SEARCHING AUTHORITY PCT/EP2009004314

Box No.1 Basis of the opinion

1. With regard to the language, this opinion has been established on the basis of:
% the international application in the language in which it was filed

[ a translation of the international application into , which is the language of a transiation furnished for the
purposes of iniernational seatch (Rules 12.3{a} and 23.1 (b)).

2. 1 This opinion has been established taking into account the rectification of an obvious mistake authorized
by or notified to this Authority under Rule 81 (Rule 43bis.1{(a))

3. With regard to any nucleotide and/or amino acid sequence disclosed in the international application and
necessary to the claimed invention, this opinion has been established on the basis of:

a. type of material:
[J asequence listing
[0 table(s) related to the sequence listing

b. format of material:
O  on paper
O  in electronic form

c. time of filingfurnishing:
[0 contained in the international application as filed.
Il filed together with the international application in electronic form.
3 furnished subsequently to this Authority for the purposes of search.

4. I3 In addition, in the case that more than one version or copy of a sequence listing and/or table relating thereto
has been filed or furnished, the required statements that the information in the subsequent or additional

copies is identical to that in the application as filed or does not go beyond the application as filed, as
appropriate, were furnished.

5. Additional comments:
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Box No.V Reasoned statement under Rule 43bis.1(a)(i) with regard to novelty, inventive step or
industrial applicability; citations and explanations supporiing such statement

1.

Statement

Novelty (N}
Inventive step (I1S)

Industrial applicability {IA)

Citations and explanations

see separate sheet

Yes:

No:

Yes:

No:

Yes:

No:

Claims
Claims

Claims
Claims

Claims
Claims




WRITTEN OPINION OF THE International application No.
INTERNATIONAL SEARCHING
AUTHORITY (SEPARATE SHEET) PCT/EP2009/004314

Re item V
1. Prior Art .
The following documents are referred to:

D1: JP 63246637 A

D2: EP-A-1351038

D3: US-A-5570186

D4: RU-C1-2 089 878

D5: DATABASE WPl Week 199226 Thomson Scientific, London, GB; AN
1992-214617 XP002541002 -& SU 1 666 920 At

D6: HAMED A A ET AL: "Turbine Blade Surface Deterioration by Erosion”
TRANSACTIONS OF THE ASME: JOURNAL OF TURBOMACHINERY,
AMERICAN SOCIETY OF MECHANICAL ENGINEERS, US, vol. 127, no.
3, 1 July 2005 (2005-07-01), pages 445-453, XP008104715 ISSN: 0889-
504X

2. Technical Field
The application relates to measuring erosion of the edge of a turbine blade.

3. Novelty and Inventive Step (Article 33(1),(2),(3) PCT)
1. The subject-matter of claims 1, 6, 15 and 16 is novel and inventive for the following
reasons:

2. Diis considered 1o represent the closest prior art and discloses measuring erosion
of an edge of a turbomachine aerofoil by directing light on the edge of the aerofoil
and detecting and analysing the light reflected from the aerofoil to produce a profile
of the edge of the aerofoil.

3. The subject-matter of claims 1, 6, 15 and 16 differs from D1 in that local peaks are
detected in the distance of points from the ceniroid of the profile, the two local peaks
with the greatest distance there between are selected and these two peaks are used
to determine a distance (called D1 or D2) that is compared with a predetermined
distance to determine if the erosion is unacceptable. This enhances accuracy of the
quantification of the erosion and is neither disclosed nor hinted in D2-D6.

4. D2 and D3 are equally close to the application as D1 and are also about optically

Form PCT/ISA/237 {Separdte Sheel) (Sheet 1) (EPO-Aptdl 2005)




WRITTEN OPINION OF THE International application No.
INTERNATIONAL SEARCHING
AUTHORITY (SEPARATE SHEET) PCT/EP2009/004314

determining the profile of a turbine blade by illuminating the edge with light and
deteciing the reflected light. D4 and D5 describe optical techniques to establish blade
erosion, but not by directing light and detecting its reflections light to obtain an edge
profile. D6 does not disclose an optical method at all.

5.  Claims 2-5, 7-14 and 17-20 are dependent on claims 1, 6, 15 and/or 16 and as
such also meet the requirements of the PCT with respect to novelty and inventive
step.

4, Industrial Applicability (Article 33(1),(4) PCT)
The subject-matter of claims 1-20 is industrially applicable.

Other
1. Unity of invention is given between claims 1, 6, 15 and 16 through the use of the two
local peaks with the greatest distance there between to determine if erosion is
unacceptable.

2. In the description, the approach based on distance D1 and the approach based on
distance D2 are presented as aliernatives. 1f is understood that this is reflected by
separate independent claims 1 and 6 (with corresponding device claims 15 and 16).
Since it is inappropriate to cover both alternatives by a single independent claim, it
appears justified to have two independent claims in each category.

3. ltis unclear what is done with distance D1 in claim 1 (siep h) and claim 15.

4. The relevant background art disclosed in D1-D6 is not mentioned in the description,
nor are these documents identified therein (R.5.1(a)(il) PCT).

Form PCT/ISA/237 {Separate Sheet) (Sheet 2) (EPO-April 2005}
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PCT

INTERNATIONAL SEARCH REPORT

(PCT Article 18 and Rules 43 and 44)

Applicant's or agent’s file reference FOR FURTHER see Form PCT/ISA/220
PAT/TAL/4104 ACTION &s well as, where applicable, ltem 5 below.
International application No, International fliing date {day/month/year) (Earlfest) Priority Date {day/month/year)
PCT/EP2009/002314 16/06/2009 09/07/2008
Appiicant

ROLLS-ROYCE PLC

This Infemational search report has been prepared by this International Searching Authorlty and is fransmitted to the appilcant
accerding o Aricle 18. A copy Is being transmitted to the International Bureau.

This Internattonal search report consists of a total of 4 shaets.
Itis alsc accompanied by a copy of each prior art document clted in this report,

1. Basis of the report
a. With regard to the language, the International search was carrled out on the basis of:

the International application in the language in which it was fliled

a transiation of the International application Into , which is the language
of a transiation furnished for the purposes of iMernational search (Rules 12.3(a) and 23.14{b))

b D This international search report has been established taking into account the rectification of an obvious mistake
authorlzed by or notifled to this Authorlty under Rule 91 (Rule 43.6bis{a)).

¢, D With regard to any nucleotide andfor amino acid sequence disclosed in the international application, see Box No. 1.
2. D Certain claims were found unsearchable (See Box No. 11)
3. j:f Unity of invention is lacking (see Box No 11})

4. With regard fo the title,
the text is approved as submitied by the applicant
D the text has been established by this Authorlty 1o read as follows;

&, With regard to the abstract,
the text is approved as submittad by the applicant

[71  the toxt has been established, according to Rule 88.2(b), by this Authority as it appears In Box No. V. The appiicant
may, withler one month from the date of malllng of this international search report, submit comments to this Authority

8. With regard to the drawings,
a. the figure of the drawings 1o be published with the abstract is FlgureNo, 8~
[ ] assuggested by the apphicant
D as selected by this Authorlly, because the applicant falled to suggesta figure
as selected by this Authority, bacause this figure better characterizes the Invention
b. [T]  none ofthe figures Is to be published with the abstract

Form PCTASA/210 (first sheet) (April 2007}
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abstract; claims 1-6
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8 October 2003 (2003~10-08)

paragraphs [0006], [0010] - [0013]
abstract; figures 1,2

A US 5 570 186 A (SATZGER WILHELM [DEJ ET
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abstract; figures 1,2
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NII) 10 September 1997 (1997-09-10)

1-20

1-20
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abstract; figures 1-6

-

Further documents are listed in the continuation of Box C.
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A" document defining the general state of the art which isnot
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filing date
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*0* documment referting to an oral disclosure, use, exhibliion or
other means

*F* documeni published prior fo the international filing date but
tater than the prioslty dale claimed

"T* later document published after the international filng date
or priority date and not in confiict with the application but
clied 1o understand the principle or theory underlying fhe

invention

*X* document of particular relevance; the claimed Invention
cannot be consldered novel of cannot be considered to
involve an inventive step when the document is Taken alone

*Y* document of particular relevance; the claimed Invention
cannol be consldered fo Involve an lnventive step when the
docuirent s comblned with one or more other such doou-
[‘netztf‘lts. ?luch comblnation being obvious o a person skilled
in the art.

'&" document member of the same patert family

Date of the actual completion of the International search
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Date of mailing of the Intermational search report
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Eurepean Patent Offlce, P.B, 5818 Patentizan 2
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Autherized offlcer

Passier, Martinus
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CLAIMS

A method of measuring erosion of an edge (32) of a turbomachine aerofoil (30),

the method comprising the steps of:-

a) directing light from a source of light (42) in a plane across a position on
the edge (32) of the turbomachine aerofoil (30),

b) detecting the light (44) reflected from the position on the edge (32) of the
turbornachine aerofoil (30),

c) analysing the light (48) reflected from the position on the edge (32) of the

turbomachine aerofoil (30},

d} measuring (48) the distance from the light source to points on the edge
(32) of the turbomachine aerofoil (30} at the position on the edge (32) of
the turbomachine aerofoil (30) to produce a profile of the edge (32) at the
position on the edge (32) of the turbomachine aerofoil (30) in terms of x

and z coordinates,

e) calculating (48) the distances of points on the edge (32) of the
turbomachine aerofoil (30) from a centroid of the profile,

f) detecting (48) local peaks (P) in the distance of points from the centroid

of the profile,

Q) selecting (48) the two local peaks (P1,P2) with the greatest distance there
between,

h) determining (48) the distance (D1) between the two local peaks (P1,P2),



)
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fitting (48) a first straight line (L) between the two local peaks (P1,P2),

fitting (48) second and third straight lines (S1,52) onto both sides of the
profile of the edge (32) at the position on the edge (32) of the

_turbomachine aerofoil (30),

determining (48) the distance (D2) between the points of intersection
(11,12} between the first straight line (L) and the second and third straight
lines (81,82), and

comparing (48) the determined distance (D2} between the points of
intersection (I1,12) between the first straight line (L) and the second and
third straight lines (81,82) and a predetermined distance to determine if
the edge (32) of the turbomachine aerofoil (30) has unacceptable erosion.

A method as claimed in claim 1 wherein step i) comprises fitting (48) a straight

line (L) using a least squares method.

A method as claimed in claim 1 or claim 2 wherein step k) comprises using

Pythagoras theorem.

A method as claimed in any of claims 1 to 3 wherein steps a) to |) are repeated
at a plurality of positions on the edge (32) of the turbomachine aerofoil (30).

A method as claimed in any of claims 1 to 4 wherein steps a) to ) are repeated

for all positions on the edge (32) of the turbomachine aerofoil (30).



WO 2010/003512 PCT/EP2009/004314

-20-

A method of measuring erosion of an edge {32) of a turbomachine aerofoil (30),

the method comprising the steps of:-

a)

b)

d)

f

g)

h)

directing light from a source of light (42) in a plane across a position on
the edge (32) of the turbomachine aerofoil (30),

detecting (44) the light reflected from the position on the edge (32) of the
turbomachine aerofoil (30),

analysing (48) the light reflected from the position on the edge (32) of the

turbomachine aerofoil (30),

measuring (48) the distance from the light source to points on the edge
(32) of the turbomachine aerofoil (30) at the position on the edge (32) of
the turbomachine aerofoil (30) to produce a profile of the edge (32) at the
position on the edge (32) of the turbomachine aerofoil (30) in terms of x

and z coordinates,

calculating (48) the distances of points on the edge (32) of the
turbomachine aerofoil (30) from a centroid of the profile,

detecting (48) local peaks (P}in the distance of points from the centroid of
the profile, '

selecting (48) the two local peaks (P1,P2) with the greatest distance there

between,
determining (48) the distance (D1) between the two local peaks (P1,P2),
comparing {48) the determined distance (D1) between the two local

peaks (P1,P2) with a predetermined distance to determine if ihe edge
(32) of the turbomachine aerofoil (30) has unacceptable erosion.
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A method as claimed in claim 6 wherein steps a) to i) are repeated at a plurality
of positions on the edge (32) of the turbomachine aerofoil (30).

A method as claimed in claim 6 or claim 7 wherein steps a) to i} are repeated for
all positions on the edge (32) of the turbomachine aerofoil (30).

A method as claimed in any of claims 1 to 8 wherein steps a) to ¢) are repeated )
a plurality of times at the position on the edge (32} of the turbomachine aerofoil
(30) and in step d) a plurality of profiles are produced and the plurality of profiles
are averaged to produce a single averaged profile of the edge (32) at the
position on the edge (32) of the turbomachine aerofoil (30) in terms of x and z

coordinates.

A method as claimed in any of claims 1 to 8 wherein step a) comprises directing

laser light from a laser source.

A method as claimed in any of claims 1 to 10 wherein step e) comprises

converting the profile into polar coordinates.

A method as claimed in any of claims 1 to 11 wherein the turbomachine aerofoil

{30} is a rotor blade or a stator vane.

A method as claimed in any of claims 1 to 12 wherein the turbomachine aerofoil

(30) is a gas turbine aerofoil.

A method as claimed in claim 13 wherein the gas turbine aerofoil (30) is a fan

blade or a compressor blade.
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An apparatus (40) for measuring erosion of an edge (32) of a turbomachine
aerofoil (30), the apparatus (40) comprises a source of light (42) arranged to
direct light in a plane across a position on the edge {32) of the turbomachine
aerofoil (30), a detector (44) to detect the light reflected from the position on the
edge (32) of the turbomachine aerofoil (30), means (48) to analyse the light
reflected from the position on the edge (32) of the turbomachine aerofoil (30},
means (48) to measure the distance from the light source (42) to points on the
edge (32) of the turbomachine aerofoil (30) at the position on the edge (32) of
the turbomachine aerofoil (30) to produce a profile of the edge (32) at the
position on the edge (32) of the turbomachine aerofoil (30) in terms of x and z
coordinates, means (48) to calculate the distances of points on the edge (32) of
the turbomachine aerofoil (30) from a centroid of the profile, means (48) to
detect local peaks (P) in the distance of points from the centroid of the profile,
means (48) to select the two local peaks (P1,P2) with the greatest distance there
between, means (48) to determine the distance (D1) between the two local
peaks (P1,P2), means (48) to fit a first straight line (L) between the two local
peaks (P1,P2), means (48) to fit second and third straight lines (51,52) onto
both sides of the profile of the edge (32) at the position on the edge (32) of the
turbomachine aerofoil (30), means {48) to determine the distance (D2) between
the points of intersection (11,12) between the first straight line (L) and the second
and third straight lines (81,82) and means (48) to compare the determined
distance (D2) between the points of intersection (11,12) between the first straight
line (L) and the second and third straight lines (S1,52) and a predetermined
distance to determine if the edge (32) of the turbomachine aerofoil (30) has
unacceptable erosion.
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An apparatus (40) for measuring erosion of an edge (32} of a turbomachine
aerofoil (30), the apparatus (40) comprises a source of light (42) arranged to
direct light in a plane across a position on the edge (32) of the turbomachine
aerofoil (30), a detector (44) to detect the light reflected from the position on the
edge (32) of the turbomachine aerofoil (30), means (48) to analyse the light
reflected from the position on the edge (32) of the turbomachine aerofoil (30),
means {48) to measure the distance from the light source (42) to points on the
edge (32) of the turbomachine aerofoil (30) at the position on the edge (32) of
the turbomachine aerofoil (30) to produce a profile of the edge (32) at the
position on the edge (32) of the turbomachine aerofoil (30) in terms of x and z
coordinates, means (48) to calculate the distances of points on the edge (32) of
the turbomachine aerofoil (30) from a centroid of the profile, means (48} fo
detect local peaks (P) in the distance of points from the centroid of the profile,
means (48) to select the two local peaks (P1,P2) with the greatest distance there
between, means (48) to determine the distance between the two local peaks
(P1,P2) and means {48) to compare the determined distance (D1) between the
two local peaks (P1,P2) with a predetermined distance to determine if the edge
(32) of the turbomachine aerofoit (30) has unacceptable erosion.

An apparatus as claimed in claim 15 or claim 16 wherein the source of light (42)
comprises a laser source to direct laser light.

An apparatus as claimed in claim 15, claim 18 or claim 17 wherein the
turbomachine aerofoil {30) is a rotor blade or a stator vane.

An apparatus as claimed in claim 15, claim 16 or claim 17 wherein the
turbomachine aerofoil (30) is a gas turbine aerofoil.

An apparatus as claimed in claim 19 wherein the gas turbine aerofoil (30) is a

fan blade or a compressor blade.
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above-identified application special.
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Discussion

A grantable request to participate in the PCT-PPH pilot program and petition to make special
require:

(1) The U.S. application must have an eligible relationship to one or more PCT applications
where the ISA or IPEA are the JPO, EPO, KIPO, or USPTO;
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along with an English translation thereof and a statement that the English translation is accurate.
if the latest international work product is not in the English language;

(7) Applicant must submit an IDS listing the documents cited by the PCT examiner in the
international work product along with copies of documents except U.S. patents or U.S. patent
application publications.

The request to participate in the PCT-PPH pilot program and petition comply with the above
requirements. Accordingly, the above-identified application has been accorded “special” status.

Telephone inquiries concerning this decision should be directed to Lee W. Young at 571-272-
4549,

All other inquiries concerning the examination or status of the application is accessible in the
PAIR system at http://www.uspto.gov/ebc.index.html.

This application will be forwarded to the examiner for action on the merits commensurate with
this decision once this application’s formality reviews have been completed.

1~V Wﬂ/
Lee W. Ydtng

TQAS Technology Center 2800 - Semiconductors,
Electrical & Optical Systems & Components



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents
United States Patent and Trademark Office
P.0O. Box 1450

Alexandria, VA 22313-1450
www.uspto.gov

Birch Stewart Kolasch & Birch MAILED

PO Box 747
Falls Church, VA 22040-0747 MAR 07 2012

PCT LEGAL ADMINISTRATION

In re Application of:

GOUAULT et al.

Application No.: 12/999,543

PCT No.: PCT/FI12009/050561 :

Int. Filing Date: 24 June 2009 : DECISION
Priority Date: 25 July 2008 :

Atty. Docket No.: 0837-0284PUS1

For: HOIST COMBINATION

This decision.is in response to applicant’s “REQUEST FOR CORRECTED NOTICE OF
ACCEPTANCE?” filed 21 January 2011 in the United States Patent and Trademark Office
(USPTO). The request is being treated as a petition under 37 CFR 1.181 to assign a date of
completion of all 35 U.S.C. 371 requirements of 16 December 2010. No petition fee is
required.

On 21 January 2011, applicant was mailed a Form PCT/DO/E0O/903 which identified the 35
U.S.C. 371(c)(1), (c)(2) and (c)(4) date as 16 December 2010 and the date of completion of
all 35 U.S.C. 371 requirements as 25 December 2010. Applicant seeks correction of the
form to list a date of completion of all 35 U.S.C. 371 requirements of 16 December 2010.

A review of the application file finds that all three of the 35 U.S.C. 371 requirements (basic
national fee, copy of the international application, and executed declaration of the
inventors) were filed on 16 December 2010. In addition, applicant’s transmittal letter
(Form PTO-1390) included a check mark in box three indicating that the filing was an
express request to begin national examination procedures. The rules for national stage
commencement are set forth in the Manual of Patent Procedure (MPEP) section 1893.01::

Pursuant to 35 U.S.C. 371(f), the national stage may commence earlier than 30
months from the priority date, provided applicant makes an express request for early
processing and has complied with the applicable requirements under 35 U.S.C.
371(c).

As shown, applicant made a clear indication of desire for early processing of the
submission. Therefore, it is proper to GRANT applicant’s petition under 37 CFR 1.181 at

this time.

The Form PCT/DO/EO/903 mailed 14 January 2011 is hereby VACATED.



Application No.: 12/999,543

This application is being returned to the United States Designated/Elected Office
(DO/EO/US) for treatment in accordance with this decision; including the mailing of a
corrected Form PCT/DO/EQ/903 indicating a date of completion of all 35 U.S.C. 371
requirements as 16 December 2010.

g -

Anthony Smith

Attorney-Advisor

Office of PCT Legal Administration
Tel.: 571-272-3298

Facsimile: 571-273-0459



UNITED STATES PATENT AND TRADEMARK OFFICE

. Commissioner for Patents
United States Patent and Trademark Office

P.O. Box 1450
Alexandria, VA 22313-1450
www.usplo.gov
MAILED
MERCK e e
P.0. BOX 2000 FEg g7 Ul
RAHWAY NJ 07065-0907 | PCT LEGAL ADMINISTRATION
In re Application of :
FANG, et al. : DECISION ON PETITION
Application No.: 12/999,547 :
PCT No.: PCT/US2009/040652 : UNDER 37 CFR 1.137(b)

Int. Filing Date: 15 April 2009

Priority Date: 15 April 2008

Atty. Docket No.: PD2009.6813US-PCT

For: HIGH DENSITY COMPOSITIONS CONTAININ G
POSACONAZOLE AND FORMULATIONS
COMPRISING THE SAME

The petition to revive under 37 CFR 1.137(b) filed 16 December 2010 in the above-captioned
application is hereby GRANTED as follows:

Applicant's statement that "the entire delay in filing the required reply form the due date for the
required reply until the filing of a grantable petition under 37 CFR 1.137(b) was unintentional"
and the prompt filing of the petition satisfies the requirement of 37 CFR 1.137(b)(3).

A review of the application file reveals that applicant has provided the proper reply in the form of
payment of the full, U.S. Basic National Fee. Therefore, the request to revive the application
abandoned under 35 U.S.C. 371(d) is granted as to the National stage in the United States of
America.

This application is being returned to the United States Designated/Elected Office (DO/EOQ/US)
for treatment in accordance with this decision.

7L @

Derek A. Putonen

Attorney Advisor

Office of PCT Legal Administration
Tel: (571) 272-3294



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

www.uspto.gov

LANDO & ANASTASI, LLP -

ONE MAIN STREET, SUITE 1100 MAILED

CAMBRIDGE, MA 02142 OCT 19 2011
PCT LEGAL ADMINISTRATION

In re Application of QIAN et al

U.S. Application No.: 12/999,548 :

PCT Application No.: PCT/CN2009/071739 : DECISION
Int. Filing Date: 12 May 2009 :

Priority Date Claimed: 20 June 2008

Attorney Docket No.: T2048-7000US

For: CYCLONE CLEANER

This is in response to applicant's petition under 37 CFR 1.182 filed 02 June 2011.

BACKGROUND

On 12 May 2009, applicant filed international application PCT/CN2009/071739, which
claimed priority of an earlier China application filed 20 June 2008. A copy of the international
application was communicated to the USPTO from the International Bureau on 23 December
2009. The thirty-month period for paying the basic national fee in the United States expired on
20 December 2010. '

On 16 December 2010, applicant filed national stage papers in the United States
Designated/Elected Office (DO/EO/US) via the EFS-Web electronic filing system of the
USPTO. The submission identified “PCT/US09/71739” as the international application number.

On 02 June 2011, applicant filed the present petition under 37 CFR 1.182

DISCUSSION

The petition states that applicant entered the incorrect international application number
when submitting the present application. The correct international application number
PCT/CN2009/071739 is present on at least one of the documents filed on 16 December 2010.
Accordingly, correction of the application is permissible. Applicant’s explanation for the error is
accepted.



Application Number: 12/999,548 - -2-

CONCLUSION

For the reasons above, the petition under 37 CFR 1.182 is GRANTED.

The application has an International Filing Date under 35 U.S.C. 363 of 12 May 2009,
and a date under 35 U.S.C. 371(c)(1), (c)(2), and (c)(4) of 16 December 2010.

This application is being forwarded to the United States Designated/Elected Office
(DO/EO/US) for further processing in accordance with this decision.

Bryanlbna
Bryan Lin

PCT Legal Examiner
PCT Legal Office

Telephone: 571-272-3303
Facsimile: 571-273-0459



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents
United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
www.uspto.gov

CHOATE, HALL & STEWART LLP

TWO INTERNATIONAL PLACE MA'LED
BOSTON MA 02110 0CT 14 2011

In re Application of : PCT LEGAL ADMINISTRATION

DECKER, Stephen R., et al.
Application No.: 12/999,590
PCT No.: PCT/US2009/048153 :
Int. Filing Date: 22 June 2009 : DECISION
Priority Date: 20 June 2008 :
Attorney Docket No.: 2002647-0070
For: PROCESSING CELLULOSIC
BIOMASS

This decision is in response to applicants’ statement under MPEP 1893.01(e), filed in the
United State Patent and Trademark Office on 12 August 2011.

BACKGROUND

On 19 January 2011, the Office mailed Notification of Missing Requirements (Form
PCT/DO/EO/905) indicating, inter alia, that a declaration in compliance with 37 CFR 1.497(a)-
(b) and the surcharge for late filing of the search fee examination fee or oath or declaration were
required.

On 19 July 2011, applicants filed a declaration of the inventors and the surcharge.

On 25 July 2011, the Office mailed Notification of Defective Response (Form
PCT/DO/EO/916) indicating that name of the second inventor on the declaration did not match
the international publication and that a new oath or declaration was required.

On 12 August 2011, applicants filed this statement under 1893.01(e).

DISCUSSION

Applicants state the second inventor’s name is “Michael J. Selig” as stated in the

declaration, and that the name in the international application contained a typographical error.

The correction of the error in the inventor’s name is accepted under MPEP 1893.01(e). The
declaration complies with 37 CFR 1.497(a)-(b).

CONCLUSION

For the above reasons, applicant’s statement under 1893.01(e) is GRANTED.



Application No. 12/999,590 -2-

This application is being referred to the National Phase Processing Branch of the Office
of Patent Application Processing for further action consistent with this decision.
/Erin P. Thomson/
Erin P. Thomson
Attorney Advisor

PCT Legal Administration

Telephone:  571-272-3292



Doc Code: PPH.PCT.652

Document Description: Petition to make special under PCT-Patent Pros Hwy PTO/SBI20PCT-KR (06-10)

Approved for use through 01/31/2012. OMB 0651-0058
U.S. Patent and Trademark Office; U. S. DEPARTMENT OF COMMERCE
Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it displays a valid OMB control number.

REQUEST FOR PARTICIPATION IN THE PATENT COOPERATION TREATY - PATENT PROSECUTION
HiIGHWAY (PCT-PPH) PiLOT PROGRAM BETWEEN THE KOREAN INTELLECTUAL PROPERTY
OFFICE (KIPO) AND THE USPTO

Application No: Filing date: | Concurrently Herewith

First Named Inventor: | Robert J. Jannarone et al.

Title of th
|n|\,2n(iion;e SYSTEM AND METHOD FOR TIME SERIES FILTERING AND DATA REDUCTION

THIS REQUEST FOR PARTICIPATION IN THE PCT-PPH PILOT PROGRAM ALONG WITH THE REQUIRED DOCUMENTS MUST BE
SUBMITTED VIA EFS-WEB. INFORMATION REGARDING EFS-WEB IS AVAILABLE AT
HTTP://WWW.USPTO.GOV/EBC/EFS_HELP.HTML

APPLICANT HEREBY REQUESTS PARTICIPATION IN THE PCT-PPH PROGRAM AND PETITIONS TO MAKE THE
ABOVE-IDENTIFIED APPLICATION SPECIAL UNDER THE PCT-PPH PROGRAM.

The above-identified application is (1) a national stage entry of the corresponding PCT application, or (2) a national stage entry
of another PCT application which claims priority to the corresponding PCT application, or (3) a national application that claims
domestic/ foreign priority to the corresponding PCT application, or (4) a national application which forms the basis for the
priority claim in the corresponding PCT application, or (5) a continuing application of a U.S. application that satisfies one of (1)
to (4) above, or (6) a U.S. application that claims domestic benefit to a U.S. provisional application which forms the basis for
the priority claim in the corresponding PCT application.

The corresponding PCT PCT/US2010/028501
application nhumber(s) is/are:

The international date of the corresponding
PCT application(s) is/are: 24 March 2010

l. List of Required Documents:
a. A copy of the latest international work product (WO/ISA, WO/IPEA, or IPER) in the above—-identified
corresponding PCT application(s)
Is attached.

|:| Is not attached because the document is already in the U.S. application.

b. A copy of all claims which were indicated as having novelty, inventive step and industrial applicability in the
above-identified corresponding PCT application(s).

|i| Is attached.

|:| Is not attached because the document is already in the U.S. application.

€. English translations of the documents in a. and b. above are attached (if the documents are not in the English
language). A statement that the English translation is accurate is attached for the document in b. above.

[Page 1 of 2]
This collection of information is required by 35 U.S.C. 119, 37 CFR 1.55, and 37 CFR 1.102(d). The information is required to obtain or retain a benefit by the public, which is to file (and by
the USPTO to process) an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.11 and 1.14. This collection is estimated to take 2 hours to complete, including gathering,
preparing, and submitting the completed application form to the USPTO. Time will vary depending upon the individual case. Any comments on the amount of time you require to complete this
form and/or suggestions for reducing this burden should be sent to the Chief Information Officer, U.S. Patent and Trademark Office, U.S. Department of Commerce, P.O. Box 1450,
Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS ADDRESS.




PTO/SB/20PCT-KR (06-10)

Approved for use through 01/31/2012. OMB 0651-0058
U.S.Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE
Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it displays a valid OMB control number.

REQUEST FOR PARTICIPATION IN THE PCT-PPH PIiLOT PROGRAM
BeTweEEN THE KIPO AND THE USPTO

(continued)

Application No.:

First Named Inventor] Robert J. Jannarone et al.

d. (1) An information disclosure statement listing the documents cited in the international work products (ISR,

WOI/ISA, WO/IPEA, IPER) of the corresponding PCT application.
Is attached

|:| Has already been filed in the above-identified U.S. application on

(2) Copies of all documents (except) for U.S. patents or U.S. patent application publications)
|i| Are attached.

Have already been filed in the above-identified U.S. application on

Il. Claims Correspondence Table:

Claims in US Application Patentable Claims

in the corresponding Explanation regarding the correspondence
PCT Application
2-8,10-16, 18-20 2-8,10-16, 18-20 Same claims. Claims 2-8, 10-16, 18-20 in U.S. application

are rewritten in independent form.

lll. All the claims in the US application sufficiently correspond to the patentable claims in the
corresponding PCT application.

signature  /Stephen C. Beuerle/ Date December 16, 2010
Name
(Print/Typed) Stephen C. Beuerle Registration Number 38,380

[Page 2 of 2]



Privacy Act Statement

The Privacy Act of 1974 (P.L. 93-579) requires that you be given certain information in connection with your
submission of the attached form related to a patent application or patent. Accordingly, pursuant to the requirements of
the Act, please be advised that: (1) the general authority for the collection of this information is 35 U.S.C. 2(b)(2); (2)
furnishing of the information solicited is voluntary; and (3) the principal purpose for which the information is used by the
U.S. Patent and Trademark Office is to process and/or examine your submission related to a patent application or
patent. If you do not furnish the requested information, the U.S. Patent and Trademark Office may not be able to
process and/or examine your submission, which may result in termination of proceedings or abandonment of the
application or expiration of the patent.

The information provided by you in this form will be subject to the following routine uses:

1.

The information on this form will be treated confidentially to the extent allowed under the Freedom of
Information Act (5 U.S.C. 552) and the Privacy Act (5 U.S.C 552a). Records from this system of records
may be disclosed to the Department of Justice to determine whether disclosure of these records is required
by the Freedom of Information Act.

A record from this system of records may be disclosed, as a routine use, in the course of presenting
evidence to a court, magistrate, or administrative tribunal, including disclosures to opposing counsel in the
course of settlement negotiations.

A record in this system of records may be disclosed, as a routine use, to a Member of Congress submitting
a request involving an individual, to whom the record pertains, when the individual has requested
assistance from the Member with respect to the subject matter of the record.

A record in this system of records may be disclosed, as a routine use, to a contractor of the Agency having
need for the information in order to perform a contract. Recipients of information shall be required to
comply with the requirements of the Privacy Act of 1974, as amended, pursuant to 5 U.S.C. 552a(m).

A record related to an International Application filed under the Patent Cooperation Treaty in this system of
records may be disclosed, as a routine use, to the International Bureau of the World Intellectual Property
Organization, pursuant to the Patent Cooperation Treaty.

A record in this system of records may be disclosed, as a routine use, to another federal agency for
purposes of National Security review (35 U.S.C. 181) and for review pursuant to the Atomic Energy Act (42
U.S.C. 218(c)).

A record from this system of records may be disclosed, as a routine use, to the Administrator, General
Services, or his/her designee, during an inspection of records conducted by GSA as part of that agency's
responsibility to recommend improvements in records management practices and programs, under
authority of 44 U.S.C. 2904 and 2906. Such disclosure shall be made in accordance with the GSA
regulations governing inspection of records for this purpose, and any other relevant ( i.e., GSA or
Commerce) directive. Such disclosure shall not be used to make determinations about individuals.

A record from this system of records may be disclosed, as a routine use, to the public after either
publication of the application pursuant to 35 U.S.C. 122(b) or issuance of a patent pursuant to 35 U.S.C.
151. Further, a record may be disclosed, subject to the limitations of 37 CFR 1.14, as a routine use, to the
public if the record was filed in an application which became abandoned or in which the proceedings were
terminated and which application is referenced by either a published application, an application open to
public inspection or an issued patent.

A record from this system of records may be disclosed, as a routine use, to a Federal, State, or local law
enforcement agency, if the USPTO becomes aware of a violation or potential violation of law or regulation.



Doc Code: PPH.PCT.652

Document Description: Petition to make special under PCT-Patent Pros Hwy PTO/SB/20PCT-EP (05-10)

Approved for use through 01/31/2012. OMB 0651-0058
U.S. Patent and Trademark Office; U. S. DEPARTMENT OF COMMERCE
Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it displays a valid OMB control number.

REQUEST FOR PARTICIPATION IN THE PATENT COOPERATION TREATY - PATENT PROSECUTION
HiGHwAY (PCT-PPH) PiLoT PROGRAM BETWEEN THE EUROPEAN PATENT OFFICE (EPO) AND
THE USPTO

Application No: 1 2/999,652 Filing date: December 1 7, 201 O

First Named Inventor: ROdney JoneS

memor. POWER CONVERTING DEVICE AND POWER SUPPLY APPARATUS

THIS REQUEST FOR PARTICIPATION IN THE PCT-PPH PILOT PROGRAM ALONG WITH THE REQUIRED DOCUMENTS MUST BE
SUBMITTED VIA EFS-WEB. INFORMATION REGARDING EFS-WEB IS AVAILABLE AT
HTTP://WWW.USPTO.GOV/EBC/EFS_HELP.HTML

APPLICANT HEREBY REQUESTS PARTICIPATION IN THE PCT-PPH PROGRAM AND PETITIONS TO MAKE THE
ABOVE-IDENTIFIED APPLICATION SPECIAL UNDER THE PCT-PPH PROGRAM.

The above-identified application is (1) a national stage entry of the corresponding PCT application, or (2) a national stage entry
of another PCT application which claims priority to the corresponding PCT application, or (3) a national application that claims
domestic/ foreign priority to the corresponding PCT application, or (4) a national application which forms the basis for the
priority claim in the corresponding PCT application, or (5) a continuing application of a U.S. application that satisfies one of (1)
to (4) above, or (6) a U.S. application that claims domestic benefit to a U.S. provisional application which forms the basis for
the priority claim in the corresponding PCT application.

The corresponding PCT PCT/EP2009/063541

application nhumber(s) is/are:

The international filing date of the corresponding
PCT application(s) is/are:
October 16, 2009

l. List of Required Documents:
a. A copy of the latest international work product (WO/ISA, WO/IPEA, or IPER) in the above—-identified
corresponding PCT application(s)
Is attached

|:| Is not attached because the document is already in the U.S. application.

b. A copy of all claims which were indicated as having novelty, inventive step and industrial applicability in the
above-identified corresponding PCT application(s).

|:| Is attached.

|i| Is not attached because the document is already in the U.S. application.

c. English translations of the documents in a. and b. above are attached (if the documents are not in the English
language). A statement that the English translation is accurate is attached for the document in b. above.

[Page 1 of 2]
This collection of information is required by 35 U.S.C. 119, 37 CFR 1.55, and 37 CFR 1.102(d). The information is required to obtain or retain a benefit by the public, which is to file (and by
the USPTO to process) an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.11 and 1.14. This collection is estimated to take 2 hours to complete, including gathering,
preparing, and submitting the completed application form to the USPTO. Time will vary depending upon the individual case. Any comments on the amount of time you require to complete this
form and/or suggestions for reducing this burden should be sent to the Chief Information Officer, U.S. Patent and Trademark Office, U.S. Department of Commerce, P.O. Box 1450,
Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS ADDRESS.




PTO/SB/20PCT-EP (05-10)

Approved for use through 01/31/2012. OMB 0651-0058
U.S.Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE
Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it displays a valid OMB control number.

REQUEST FOR PARTICIPATION IN THE PCT-PPH PiLOT PROGRAM
BeETweEEN THE EPO AND THE USPTO

(continued)

Application No.: 12/999,652

First Named Inventor] Rodney Jones

d.

|i| Has already been filed in the above-identified U.S. application on

|:| Are attached.

|i| Have already been filed in the above-identified U.S. application on

Il. Claims Correspondence Table:

(1) An information disclosure statement listing the documents cited in the international work products (ISR,
WOI/ISA, WO/IPEA, IPER) of the corresponding PCT application.
Is attached

December 17, 2010

(2) Copies of all documents (except) for U.S. patents or U.S. patent application publications)

December 17, 2010

Claims in US Application | " atentable Claims - -

in the corresponding Explanation regarding the correspondence

PCT Application
13 1 According to Preliminary Amendment filed Dec. 17, 2010
14 2 According to Preliminary Amendment filed Dec. 17, 2010
15 3 According to Preliminary Amendment filed Dec. 17, 2010
16 4 According to Preliminary Amendment filed Dec. 17, 2010
17 5 According to Preliminary Amendment filed Dec. 17, 2010
18 6 According to Preliminary Amendment filed Dec. 17, 2010
19 7 According to Preliminary Amendment filed Dec. 17, 2010
20 8 According to Preliminary Amendment filed Dec. 17, 2010
21 9 According to Preliminary Amendment filed Dec. 17, 2010
22 10 According to Preliminary Amendment filed Dec. 17, 2010
23 12,1 According to Preliminary Amendment filed Dec. 17, 2010
24 12,2 According to Preliminary Amendment filed Dec. 17, 2010
25 12,3 According to Preliminary Amendment filed Dec. 17, 2010

lll. All the claims in the US application sufficiently correspond to the patentable claims in the
corresponding PCT application.

signawre/J@NEL D. Hood/ saedanuary 10, 2011

Name

e danet D. Hood

61,142

Registration Number

[Page 2 of 2]



Privacy Act Statement

The Privacy Act of 1974 (P.L. 93-579) requires that you be given certain information in connection with your
submission of the attached form related to a patent application or patent. Accordingly, pursuant to the requirements of
the Act, please be advised that: (1) the general authority for the collection of this information is 35 U.S.C. 2(b)(2); (2)
furnishing of the information solicited is voluntary; and (3) the principal purpose for which the information is used by the
U.S. Patent and Trademark Office is to process and/or examine your submission related to a patent application or
patent. If you do not furnish the requested information, the U.S. Patent and Trademark Office may not be able to
process and/or examine your submission, which may result in termination of proceedings or abandonment of the
application or expiration of the patent.

The information provided by you in this form will be subject to the following routine uses:

1.

The information on this form will be treated confidentially to the extent allowed under the Freedom of
Information Act (5 U.S.C. 552) and the Privacy Act (5 U.S.C 552a). Records from this system of records
may be disclosed to the Department of Justice to determine whether disclosure of these records is required

by the Freedom of Information Act.

A record from this system of records may be disclosed, as a routine use, in the course of presenting
evidence to a court, magistrate, or administrative tribunal, including disclosures to opposing counsel in the
course of settlement negotiations.

A record in this system of records may be disclosed, as a routine use, to a Member of Congress submitting
a request involving an individual, to whom the record pertains, when the individual has requested
assistance from the Member with respect to the subject matter of the record.

A record in this system of records may be disclosed, as a routine use, to a contractor of the Agency having
need for the information in order to perform a contract. Recipients of information shall be required to
comply with the requirements of the Privacy Act of 1974, as amended, pursuant to 5 U.S.C. 552a(m).

A record related to an International Application filed under the Patent Cooperation Treaty in this system of
records may be disclosed, as a routine use, to the International Bureau of the World Intellectual Property
Organization, pursuant to the Patent Cooperation Treaty.

A record in this system of records may be disclosed, as a routine use, to another federal agency for
purposes of National Security review (35 U.S.C. 181) and for review pursuant to the Atomic Energy Act (42
U.S.C. 218(c)).

A record from this system of records may be disclosed, as a routine use, to the Administrator, General
Services, or his/her designee, during an inspection of records conducted by GSA as part of that agency's
responsibility to recommend improvements in records management practices and programs, under
authority of 44 U.S.C. 2904 and 2906. Such disclosure shall be made in accordance with the GSA
regulations governing inspection of records for this purpose, and any other relevant (  i.e., GSA or
Commerce) directive. Such disclosure shall not be used to make determinations about individuals.

A record from this system of records may be disclosed, as a routine use, to the public after either
publication of the application pursuant to 35 U.S.C. 122(b) or issuance of a patent pursuant to 35 U.S.C.
151. Further, a record may be disclosed, subject to the limitations of 37 CFR 1.14, as a routine use, to the
public if the record was filed in an application which became abandoned or in which the proceedings were
terminated and which application is referenced by either a published application, an application open to
public inspection or an issued patent.

A record from this system of records may be disclosed, as a routine use, to a Federal, State, or local law
enforcement agency, if the USPTO becomes aware of a violation or potential violation of law or regulation.
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Please find below and/or attached an Office communication concerning this application or proceeding.

The time period for reply, if any, is set in the attached communication.
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UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.0. Box 1450

Alexandria, VA 22313-1450

www.uspto.gov

SIEMENS CORPORATION
INTELLECTUAL PROPERTY DEPARTMENT
170 WOOD AVENUE SOUTH
ISELIN NJ 08830
In re Application of
Jones et al. , : DECISION ON REQUEST TO
Application No.: 12/999,652 : PARTICIPATE IN THE PATENT
Filed: 17 December 2010 : PROSECUTION HIGHWAY
Attorney Docket No.: 2009P07507WOUS : PROGRAM AND PETITION
For: POWER CONVERTING DEVICE : TO MAKE SPECIAL UNDER
.AND POWER SUPPLY APPARATUS :37 CFR 1.102(a)

This is a decision on the request to participate in the PCT Patent Prosecution Highway (PCT-
PPH) pilot program and the petition under 37 CFR 1.102(a), filed 10 January 2011, to make the
above-identified application special.

The request and petition are DISMISSED.
Discussion

A grantable request to participate in the PCT-PPH pilot program and petition to make special
require:

(1) The U.S. application must have an eligible relationship to one or more PCT applications
where the ISA or IPEA are the JPO, EPO, KIPO, IPAU, Russia, Spam Finland, Austria, or
USPTO;

(2) At least one claim in the PCT application has novelty, inventive step, and industrial
applicability and must be free of any observations in Box VIII in the latest work product in the
international stage or applicant must identify and explain why the claim(s) is/are not subject to -~
the observation in Box VIII;

| (3) Applicant must submit a copy of the claim(s) from the PCT application(s) that have novelty,
inventive step, and industrial applicability along with an English translation thereof and a
statement that the English translation is accurate, if the claims are not in the English language;

@) All the claims in the U.S. application must sufficiently correspond or be amended to
sufficiently correspond to the claim(s) that have novelty, mventlve step, and industrial

applicability in the PCT applxcatlon(s)

(5) Examination of the U.S. application has not begun;



(6) Applicant must submit a copy of the latest international work product from the PCT
application indicating that the claim(s) have novelty, inventive step, and industrial applicability
along with an English translation thereof and a statement that the English translation is accurate
if the latest international work product is not in the English language;

(7) Applicant must submit an IDS listing the documents cited by the PCT examiner in the
international work product along with copies of documents except U.S. patents or U.S. patent
application publications.

Requirements (1) and (3-6) above are considered to have been met. However, the request to
participate in the PPH pilot program and petition fails meet requirement (2).

Regarding the requirement of condition (7), applicant has failed to submit copies of the
documents cited by the PCT examiner in the international work product. These documents were
cited on an IDS but no copies were received.

Applicant is given ONE opportunity within a time period of ONE MONTH or THIRTY
DAYS, whichever is longer, from the mailing date of this decision to correct the deficiencies.
NO EXTENSION OF TIME UNDER 37 CFR 1.136 IS PERMITTED. If the deficiencies are
not corrected with the time period given, the application will await action in its regular turn.

‘Response must be filed via the Electronic Filing System (EFS) using the document description:
Petition to make special under PCT — Patent Pros Hwy. Any preliminary amendments and IDS
submitted with the PPH documents must be separately indexed as a preliminary amendment and
IDS, respectively.

Telephone inquiries concerning this decision should be directed to Lee W. Young at 571-272-
4549.

All other inquiries concerning the examination or status of the application is accessible in the
PAIR system at http://www.uspto.gov/ebc/index.html.

b

Lee W. You
TQAS Technology Center 2800 - Semiconductors,
Electrical & Optical Systems & Components
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In re Application of:

Inventor: R. Jones et al. ) Confirmation No: 7247
)

Serial No.:  12/999,652 ) Examiner: Monica Lewis
)

Filed: December 17, 2010 ) Group Art Unit: 2838

Title POWER CONVERTING DEVICE AND POWER SUPPLY APPARATUS

Commissioner For Patents
P.O. Box 1450
Alexandria, VA 22313-1450

Sir:
RESPONSE TO DECISION ON REQUEST TO PARTICIPATE IN THE PCT-PPH AND
PETITION TO MAKE SPECIAL UNDER 37 CFR 1.102(A)




Serial No.: 12/999,652
Atty. Doc. No. : 2009P07507WOUS

According to the decision mailed March 24, 2011, Applicant has failed to submit copies
of the documents cited by the PCT examiner in the international work product. These documents
were cited on an IDS but no copies were received. In response, Applicant electronically
submitted copies of said documents on April 7, 2011. It is therefore believed that Applicant has
met all of the requirements to participate in the PPH pilot program.

The commissioner is hereby authorized to charge any appropriate fees due in connection

with this paper or credit any overpayments to Deposit Account No. 19-2179.

Respectfully submitted,

Dated:%\&o R 20| By: Qf/ﬂﬂ’} /(0 Mﬁd

Janet D. Hood
Registration No 61,142
(407) 736-4234

Siemens Corporation
Intellectual Property Department
170 Wood Avenue South

Iselin, New Jersey 08830

09P07507WOUS 24Mar] 1PPHDecision JDH.1tf Page 2 of 2
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Please find below and/or attached an Office communication concerning this application or proceeding.

The time period for reply, if any, is set in the attached communication.
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UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

www.uspto.gov

SIEMENS CORPORATION

INTELLECTUAL PROPERTY DEPARTMENT
170 WOOD AVENUE SOUTH
ISELIN NJ 08830
In re Application of

Jones et al. : DECISION ON REQUEST TO
Application No.: 12/999,652 : PARTICIPATE IN THE PATENT
Filed: 17 December 2010 : PROSECUTION HIGHWAY
Attorney Docket No.: 2009P07507WOUS : PROGRAM AND PETITION
For: POWER CONVERTING DEVICE : TO MAKE SPECIAL UNDER
AND POWER SUPPLY APPARATUS :37 CFR 1.102(a)

This is a decision on the request to participate in the PCT Patent Prosecution Highway (PCT-
PPH) pilot program and the petition under 37 CFR 1.102(a), filed 10 January 2011 and renewed
on 22 April 2011, to make the above-identified application special.

The request and petition are GRANTED.
Discussion

A grantable request to participate in the PCT-PPH pilot program and petition to make special
require: '

(1) The U.S. application must have an eligible relationship to one or more PCT appllcatlons
where the ISA or IPEA are the JPO, EPO, KIPO, or USPTO;

(2) At least one claim in the PCT application has novelty, inventive step, and industrial
applicability and must be free of any observations in Box VIII in the latest work product in the
international stage or applicant must identify and explain why the claim(s) is/are not subject to
the observation in Box VIII;

(3) Applicant must submit a copy of the claim(s) from the PCT application(s) that have novelty,
inventive step, and industrial applicability along with an English translation thereof and a
statement that the English translation is accurate, if the claims are not in the English language;

(4) All the claims in the U.S. application must sufficiently correspond or be amended to
sufficiently correspond to the claim(s) that have novelty, inventive step, and industrial
applicability in the PCT application(s);

(5) Examination of the U.S. application has not begun;

(6) Applicant must submit a copy of the latest international work product from the PCT
application indicating that the claim(s) have novelty, inventive step, and industrial applicability



along with an English translation thereof and a statement that the English translation is accurate
if the latest international work product is not in the English language;

(7) Applicant must submit an IDS listing the documents cited by the PCT examiner in the
international work product along with copies of documents except U.S. patents or U.S. patent .
application publications.

The request to participate in the PCT-PPH pilot program and petition comply with the above
requirements. Accordingly, the above-identified application has been accorded “special” status.

Telephone inquiries concerning this decision should be directed to Lee W. Young at 571-272-
4549. ‘

All other inquiries concerning the examination or status of the application is accessible in the
PAIR system at http://www.uspto.gov/ebc.index.html.

This application will be forwarded to the examiner for action on the merits commensurate with
this decision once this application’s formality reviews have been completed.

.

Lee W. Y.
TQAS Technology Center 2800 - Semiconductors,
Electrical & Optical Systems & Components
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Commissioner for Patents
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OSHA LIANG LLP

TWO HOUSTON CENTER

909 FANNIN, SUITE 3500 |
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Applicant: Yasuhiro Kajihara et al FEB 10 2012
Appl. No.: 12/999,654 - OFFICE OF PETITIONS
International Filing Date: June 15, 2009

Title: GLYCOSYLATED GLP-1 PEPTIDE

Atty. Docket No. 17563/012001

Pub. No.: US 20110195897 Al

Pub. Date: August 11, 2011

This is a decision on the request for a corrected patent application publication under
37 CFR 1.221(b), received on November 28, 2011, for the above-identified application.

- Applicant requests that the application be republished because the patent application publication
contains material error in the specification.

~

The request is DISMISSED. -

The request is untimely, as it is not filed within two months of August 11, 2011, the date of the
patent application publication.

Further, 37 CFR 1.221 (b) is applicable “only when the Office makes a material mistake which
is apparent from Office records.... Any request for a corrected publication or revised patent
application publication other than provided as provided in paragraph (a) of this section must be
filed within two months from the date of the patent application publication. This period is not
extendable.” (Emphasis added) A material mistake must affect the public’s ability to appreciate
the technical disclosure of the patent application publication, to determine the scope of the patent
application pubhcatlon or to determine the scope of the provisional rights that an applicant may
seek to enforce upon issuance of a patent.'

The identified errors are due to faulty optical character recognition and are, in this case, not
Office errors. The errors are due to the quality of the text, which makes it difficult to
“electronically reproduce by digital imaging and optical character recognition. See 37 CFR
1.52(a)(1)(v), which states that all papers that are to become a permanent part of Office records
must be presented “in a form having sufficient clarity and contrast between the paper and the
writing to permit . . . electronic capture by use of digital imaging and optical character
recognition.” As set forth at MPEP 1121, “applications with poor quality text, which may be

'Changes to Implement Eighteen-Month Publication of Patent Applications, 65 FR 57023, 57038 (Sept. 20, 2000),
1239, Off. Gaz. Pat. Office Notices 63, 75 (Oct. 10, 2000) (final rule).
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acceptable for scanning and examination purposes, may lead to errors in the patent application
publication. Correction of these errors and inclusion of any desired amendments into the text of
the originally-filed specification and drawings will only occur if applicant files a request for
republication under 37 CFR 1.221(a). They will not be corrected by the Office in a corrected
publication under 37 CFR 1.221(b).”

The applicant is advised that a “request for republication of an application previously published”
may be filed under 37 CFR 1.221 (a). Such a request for republication “must include a copy of
the application compliance with the Office’s electronic filing system requirements and be
accompanied by the publication fee set forth in § 1.18 (d) and the processing fee set forth in §
1.17 (i).” If the request for republication does.not comply with the electronic filing system
requirements, the republication will not take place and the publication fee set forth in § 1.18 (d)
will be refunded. The processing fee will be retained.

A guide for filing a request for a Pre-Grant Publication, such as a request for republication, may
be found on the link below:

http://www.usbto. gov/patents/process/tile/efs/guidance/index.jsp
OR
http://www.uspto.gov/ebc/portal/efs/pgpub gquickstart.pdf

Any request for republication under 37 CFR 1.221(a), must be submitted via the EFS system, as
a “Pre-Grant Publication” and questions or request for reconsideration of the decision, should be
addressed as follows:

By mail to:  Mail Stop PGPUB
Commissioner for Patents
P.O. Box 1450
Alexandria, Va. 22313-1450

Inquiries relating to this matter may be directed to Karen Creasy at (571) 272-3208.
/Christopher Bottorff/
Christopher Bottorff

Petitions Examiner
Office of Petitions
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JAY P. SBROLLINI JUN 21201
GORDON & JACOBSON, P.C.
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STAMFORD, CT 06902

In re Application of: :

FREEMAN, Christopher et al. : COMMINICATION
PCT Application No.: PCT/GB2009/001548 :

US Application No.: 12/999,681

Int. Filing Date: 19 June 2009

Priority Date claimed: 23 June 2008

Atty Docket No.: UDL-181

For:  TIDAL TURBINE SYSTEM

This decision is in response to applicants’ “SUBMITTAL OF DECLARATION AND
POWER OF ATTORNEY AND ADDITIONAL FEE” received on 22 March 2011.

BACKGROUND

On 17 December 2010, applicants filed national stage papers in the United States
Designated/Elected Office (DO/EO/US). The submission included, inter alia, the basic national
fee and a transmittal letter. The transmittal letter indicates the international application number
as PCT/GB09/001548.

Applicants, however, did not provide an executed oath or declaration as required under
35 U.S.C. 371(c)(4).

On 29 December 2010, the United States Designated/Elected Office (DO/EO/US) mailed
a "NOTIFICATION OF MISSING REQUIREMENTS UNDER 35 U.S.C. 371 IN THE
UNITED STATES DESIGNATED/ELECTED OFFICE (DO/EO/US)" (Form PCT/DO/EO/905)
which informed applicant, inter alia, that an "Oath or Declaration of the inventors, in compliance

. with 37 CFR 1.497(a) and (b), identifying the application by the International application

number and international filing date." It also stated that items set forth above must be submitted
within two months from date of this Notice or by 32 months from the priority date, whichever is
later. Failure to properly respond will result in abandonment.
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On 22 March 2011, applicants submitted an explanation in support of the difference in
the spelling of inventor Christopher FREEMAN.

DISCUSSION

MPEP § 201.03 states,

“Where a typographical or transliteration error in the spelling of an inventor’s name is
discovered, the Office should simply be notified of the error. A new oath or declaration is not
required. See MPEP § 605.04(g). Reference to the notification will be made on the previously
filed oath or declaration.”

According to applicant, a spelling error occurred during international stage in inventor

Christopher Freeman’s last name. Since the error was typographical, the new declaration has
been accepted with the correct spelling of Mr. Freeman’s last name.

CONCLUSION

This application is being referred to the National Stage Processing (DO/EO/US) for
further processing in accordance with this decision.

Shian Luong Boris Milef
PCT Special Programs Examiner Senior PCT Legal Examiner
Office of PCT Legal Administration Office of PCT Legal Administration

Telephone: (571) 272-4557
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COATS & BENNETT, PLLC '
1400 Crescent Green, Suite 300
Cary, NC 27518

In re Application of
BLOM et al
Application No.: 12/999,695
PCT No.: PCT/SE2008/050733 ;
Int. Filing Date: 19 June 2008 : DECISION
Priority Date: None ;
Docket No.: 4015-7204
For: METHOD AND A DEVICE FOR
PROTECTING PRIVATE CONTENT

This is a decision on the declaration filed in the international application pursuant
to PCT Rule 4.17(iv) which has been treated as a petition under 37 CFR 1.42. No fee
is required.

BACKGROUND

On 17 December 2010, applicants filed papers to enter the national stage of
PCT/SE2008/050733 which was accompanied by, inter alia, a copy of a declaration
submitted in the international application pursuant to PCT Rule 4.17(iv).

DISCUSSION

37 CFR 1.42 When the Inventor is Dead, states, in part:

In case of the death of the inventor, the legal representative (executor,
administrator, etc.) of the deceased inventor may make the necessary
oath or declaration, and apply for and obtain the patent.

The declaration filed in the international application is signed by two of the three
named inventors. The third inventor, Steinar DAHLIN, is listed on the declaration as
deceased. This declaration is not acceptable.

The citizehship of Mr. DAHLIN must be recorded on the declaration pursuant to
37 CFR 1.497(a)(3). Moreover, a legal representative must sign the declaration for the
deceased inventor. See MPEP § 409.01(a).

It is also noted that 37 CFR 1.497(b)(2) requires the citizenship, residence, and
mailing address of the legal representative must also be listed on the declaration.
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CONCLUSION

Applicants’ petition under 37 CFR 1.42 is DISMISSED without prejudice.

Applicants are required to provide an oath or declaration in compliance with 37
CFR 1.497(a) and (b) within a time limit of TWO (2) MONTHS from the mail date of this
decision. Extension of time may be granted under 37 CFR 1.136(a).

Failure to timely respond will result in the abandonment of the application.

Any further correspondence with respect to this matter may be filed electronically
via EFS-Web selecting the document description “Petition for review and processing by
the PCT Legal Office” or by mail addressed to Mail Stop PCT, Commissioner for
Patents, Office of PCT Legal Administration, P.O. Box 1450, Alexandria, Virginia
22313-1450, with the contents of the letter marked to the attention of the Office of PCT
Legal Administration.

Hrnann

ames Thomson
Attorney Advisor
Office of PCT Legal Administration

Tel.: (571) 272-3302
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PCT LEGAL ADMINISTRATION
In re Application of
BLOM et al
Application No.: 12/999,695
PCT No.: PCT/SE2008/050733 :
Int. Filing Date: 19 June 2008 : DECISION
Priority Date: None X
Docket No.: 4015-7204
For: METHOD AND A DEVICE FOR
PROTECTING PRIVATE CONTENT

This is a decision on applicants’ response filed 27 May 2011 which has been
treated as a renewed petition under 37 CFR 1.42. No fee is required.

BACKGROUND

On 13 April 2011, a decision dismissing applicants’ petition under 37 CFR 1.42
was mailed. Applicants were given two months to respond with extensions of time
available. - _

On 27 May 2011, applicants filed the subject response which was accompanied
by, inter alia, a declaration signed by the legal representative of a deceased inventor.

DISCUSSION

The declaration filed in the international application was unacceptable as the
citizenship of the deceased inventor was not recorded on the declaration, and a legal
representative did not sign the declaration for the deceased inventor.

In the renewed response, applicants provided a declaration consisting of a copy
of the first page of the declaration previously submitted and a new continuation sheet.
This declaration was signed by inventors, Goran SELANDER and Rolf BLOM, and by
Clara Hallberg DAHLIN as the legal representative of deceased inventor, Steinar
DAHLIN.

However, this declaration is not acceptable for the following reason.
37 CFR 1.497(a)(3) requires that the citizenship of each inventor be listed on the

declaration. 37 CFR 1.497(b)(2) states that the citizenship, residence, and mailing
address of the legal representative of an inventor must also be recorded on the
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declaration.
Here, the citizenship, residence and mailing address information of the legal
representative, Clara Hallberg DAHLIN, was recorded on the declaration along with the

name of the deceased inventor. However, the citizenship of Steinar DAHLIN is not
listed anywhere.

Accordingly, the declaration does not comply with 37 CFR 1.497(a)(3).

CONCLUSION

For the reason listed above, applicants’ petition under 37 CFR 1.42 is
DISMISSED without prejudice. 4

If reconsideration on the merits of this petition is desired, a proper response
must be filed within TWO (2) MONTHS from the mail date of this decision. Extensions
of time under 37 CFR 1.136(a) are available. '

Failure to timely respond will result in the abandonment of the application.

Any further correspondence with respect to this matter may be filed electronically
via EFS-Web selecting the document description “Petition for review and processing by
the PCT Legal Office” or by mail addressed to Mail Stop PCT, Commissioner for
Patents, Office of PCT Legal Administration, P.O. Box 1450, Alexandria, Virginia
22313-1450, with the contents of the letter marked to the attention of the Office of PCT
Legal Administration. '

ames Thomson
Attorney Advisor
Office of PCT Legal Administration

Tel.: (671) 272-3302
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In re Application of PCT LEGAL ADMINISTRATION

BLOM et al
Application No.: 12/999,695
PCT No.: PCT/SE2008/050733 :
Int. Filing Date: 19 June 2008 X DECISION
Priority Date: None :
Docket No.: 4015-7204
For. METHOD AND A DEVICE FOR
PROTECTING PRIVATE CONTENT

This is a decision on the renewed petition under 37 CFR 1.42 filed 20 September
2011. No fee is required. :

BACKGROUND

On 02 August 2011, a decision dismissing applicants’ petition under 37 CFR
1.42 was mailed. Applicants were given two months to respond with extensions of time
available.

On 20 September 2011, applicants filed the subject response which was
accompanied by, inter alia, a copy of the continuation sheet of the declaration
previously submitted with alterations that were initialed and dated by the legal
representative of a deceased inventor.

DISCUSSION

The original declaration filed pursuant to PCT Rule 4.17(iv) was unacceptable.
The citizenship of the deceased inventor was not recorded on the declaration,and a
legal representative did not sign the declaration for the deceased inventor, Steinar
DAHLIN. Applicants provided a new declaration on 27 May 2011; however, this
declaration was still not acceptable. See Decision 02 August 2011.

In the subject response, applicants resubmitted the prior declaration and added
citizenship information to the continuation sheet which was previously signed by the
- legal representative of Steinar DAHLIN. The change was initialed and dated, but the
legal representative did not reexecute the declaration.

This is considered an alteration to the declaration after execution and is not
acceptable. See MPEP § 605.04(a).
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A new declaration executed by the legal representative of Steinar DAHLIN is
required.

CONCLUSION

Applicants’ renewed petition under 37 CFR 1.42 is DISMISSED without
prejudice.

If reconsideration on the merits of this petition is desired, a proper response
must be filed within TWO (2) MONTHS from the mail date of this decision. Extensions
of time under 37 CFR 1.136(a) are available.

Failure to timely respond will result in the abandonment of the application.

Any further correspondence with respect to this matter may be filed electronically
via EFS-Web selecting the document description “Petition for review and processing by
the PCT Legal Office” or by mail addressed to Mail Stop PCT, Commissioner for
Patents, Office of PCT Legal Administration, P.O. Box 1450, Alexandria, Virginia
22313-1450, with the contents of the letter marked to the attention of the Office of PCT
Legal Administration.

0

James Thomson
ttorney Advisor
Office of PCT Legal Administration

Tel.: (571) 272-3302
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In re Application of
BLOM et al
Application No.: 12/999,695
PCT No.: PCT/SE2008/050733 :
Int. Filing Date: 19 June 2008 _ : DECISION
Priority Date: None :
Docket No.: 4015-7204
For. METHOD AND A DEVICE FOR

PROTECTING PRIVATE CONTENT

This is a decision on the renewed petition under 37 CFR 1.42 filed 30 November
2011.

BACKGROUND

On 04 November 2011, a decision dismissing applicants’ renewed petition under
37 CFR 1.42 was mailed. Applicants were given two months to respond with
extensions of time available.

On 30 November 2011, applicants filed the subject response which was
accompanied by, inter alia, a copy of the continuation sheet of the declaration
previously submitted executed by the legal representative of a deceased inventor.

DISCUSSION

In the renewed response, applicants provided a substitute declaration signed by
the legal representative of inventor, Steinar DAHLIN. The continuation sheet includes
citizenship information for the deceased inventor as required. The declaration also
records the name, citizenship and mailing address of the legal representative as
required.

This declaration meets the requirements of 37 CFR 1.497(a) and (b).

CONCLUSION

The papers filed under 37 CFR 1.42 are ACCEPTED.
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Applicants have completed the requirements for acceptance under 35 U.S.C.
371(c). The application has an international filing date of 19 June 2008 under 35
U.S.C. 363, and a 35 U.S.C. 371 date of 30 November 2011.

This application is being forwarded to the National Stage Processing Division of
the Office of PCT Operations for continued processing.

% Je‘OYV‘S'OV\
ames Thomson

Attorney Advisor
Office of PCT Legal Administration

Tel.: (671) 272-3302
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In re Application of

WEBER et al

U.S. Application No.: 12/999,705

PCT No.: PCT/US2009/049582

Int. Filing Date: 02 July 2009

Priority Date: 02 July 2008

Attorney Docket No.: 016222-083410US

For: SYSTEM AND METHOD OF
PROVIDING ENHANCED
TRANSACTION

Commissioner for Patents
United States Patent and Trademark Office
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MAILED
AUG 10 2011
PCT LEGAL ADMINISTRATION

DECISION

This decision is in response to applicants’ petition under 37 CFR 1.47(a) filed 15

June 2011.

BACKGROUND

On 25 January 2011, a Notification of Missing Requirements (Form
PCT/DO/EO/905) was mailed requesting an oath or declaration in compliance with 37
CFR 1.497(a) and (b) and a $130.00 surcharge fee. Applicants were given two months
to respond with extensions of time available under 37 CFR 1.136(a).

On 15 June 2011, applicants filed the subject petition which was accompanied
by, inter alia, a $130.00 surcharge fee; a $200.00 petition fee; a three-month extension
and fee; and documentary evidence in support of the petition (Exhibits A - ).

DISCUSSION

Applicants claim that two of the three named inventors (Christina GOELLNER
and Newton SAKO), refuse to cooperate and have filed the subject petition under 37

CFR 1.47(a).

A petition under 37 CFR 1.47(a) requires: (1) the petition fee; (2) factual proof
that the nonsigning joint inventors cannot be located or refuse to cooperate; (3) a
statement of the last known addresses of the nonsigning joint inventors; (4) and an oath
or declaration executed by the signing joint inventor on their behalf and on behalf of the

nonsigning joint inventors.

Applicants submitted a $200.00 petition fee. The last known addresses of both
nonsigning inventors are listed in the petition. A declaration signed by one of the three
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named inventors (Exh. A) was provided. This declaration complies with 37 CFR
1.497(a) and (b) and satisfies the requirements of MPEP § 409.03(a)(A).

Therefore, items (1), (3) and (4) of 37 CFR 1.47(a) are satisfied.

Regarding item (2) of 37 CFR 1.47(a), applicants claim that both inventors
received a complete copy of the subject application (including a declaration) and that
their lack of a response constitutes a refusal to cooperate.

In support of this claim, applicants provided declarations of Matthew Balun and
Patrick Jewik (Exh. B, C) listing the steps taken to obtain the signatures of the two
nonsigning inventors. Applicants submitted other documentary evidence (Exh. D - 1) in
support of the petition.

MPEP § 409.03(d)(1l) requires that for a refusal to be accepted, the 37 CFR
1.47(a) applicants must show that a complete copy of the application, including
specification, claims and drawings, were presented (or attempted to be presented ) to
the nonsigning inventor. The lack of a response by an inventor could constitute a
refusal to cooperate by conduct.

In this case, the 37 CFR 1.47(a) applicants submitted evidence showing that a
complete copy of the subject application was sent to the last known addresses of the
two nonsigning inventors on 05 April 2011. Copies of these documents (Exh. G, H)
were provided. In addition, another copy of the application was sent to an email
address for Christina GOELLNER on 11 May 2011 (Exh. l). This email address was
obtained from co-inventor, Katia WEBER (Exh. F) on 01 April 2011, and is (purportedly)
the work email of Ms. GOELLNER'’s consulting company, Syntonie Consultoria.

However, there is no evidence that the documents mailed 05 April 2011 to Ms.
GOELLNER and Mr. SAKO were received by the nonsigning inventors. Moreover,
there is also no evidence that the documents sent by email on 11 May 2011 to Ms.
GOELLNER were received. .

Mr. Jewik states in paragraph four of his declaration that he received a copy of
the international registered mail receipt sent to Mr. Sako, but it was signed for by
another individual. Applicants made no further attempts to obtain the signature for Mr.
SAKO, or to verify if this is still a proper address. Therefore, a refusal to cooperate
cannot be shown for Mr. SAKO.

With regards to Ms. GOELLNER, Mr. Jewik states in paragraph five of his
declaration that he has not received the international registered mail receipt for the
documents mailed to her. Applicants did attempt to contact Ms. GOELLNER using the
email address obtained from Ms. WEBER. Mr. Balun states in paragraph nine of his
declaration that he sent a copy of the application to the email address associated with
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Ms. GOELLNER's consulting company on 11 May 2011. A copy of this email was
provided (Exh. I). However, a return receipt was not provided, and there is no other
correspondénce’ with Ms. GOELLNER using that email address. As such, a refusal by
Ms. GOELLNER also cannot be shown. '

For these reasons, item (2) of 37 CFR 1.47(a) is not yet satisfied.
CONCLUSION
Applicants’ petition under 37 CFR 1.47(a) is DISMISSED without prejudice.

If reconsideration on the merits of this petition is desired, a proper response
must be filed within TWO (2) MONTHS from the mail date of this decision. Extensions
of time under 37 CFR 1.136(a) are available.

Failure to timely respond will result in the abandonment of the application.

Any further correspondence with respect to this matter may be filed electronically
via EFS-Web selecting the document description “Petition for review and processing by
the PCT Legal Office” or by mail addressed to Mail Stop PCT, Commissioner for-
Patents, Office of PCT Legal Administration, P.O. Box 1450, Alexandria, Virginia
22313-1450, with the contents of the letter marked to the attention of the Office of PCT
Legal Administration.

Jromson

ames Thomson
Attorney Advisor A
Office of PCT Legal Administration

Tel.: (671) 272-3302

! Communication with Ms. GOELLNER using this email address would be sufficient to demonstrate that the documents
sent 11 May 2011 were received.
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KILPATRICK TOWNSEND AND STOCKTON LLP/VISA

Two Embarcadero Center, Eighth Floor MA"_ED
San Francisco, CA 94111 DEC 15 2011

In re Application of PCT LEGAL ADMINISTRATION

WEBER et al
U.S. Application No.: 12/999,705
PCT No.: PCT/US2009/049582
Int. Filing Date: 02 July 2009 :
Priority Date: 02 July 2008 : DECISION
Attorney Docket No.: 016222- O83410US
For: SYSTEM AND METHOD OF’
PROVIDING ENHANCED
TRANSACTION

This decision is in response to applicants’ renewed petition under 37 CFR
1.47(a) filed 10 November 2011.

BACKGROUND

On 10 August 2011, a decision dismissing applicants’ petition under 37 CFR
1.47(b) was mailed. Applicants were given two months to respond with extensions of
time available under 37 CFR 1.136(a).

On 10 November 2011, applicants filed a renewed response which was
accompanied by, inter alia, a $200.00 petition fee, a one-month extension fee, and
documentary evidence in support of the petition (Exhibits A - X).

DISCUSSION

Applicants claim that the lack of a response by Christina GOELLNER and
Newton SAKO constitutes a refusal to cooperate. In the alternative, applicants argue
that the co-inventors could not be reached despite a diligent effort made.

As previously noted, a petition under 37 CFR 1.47(a) requires: (1) the petition
fee; (2) factual proof that the missing joint inventor cannot be located or refuses to
cooperate; (3) a statement of the last known address of the nonsigning joint inventor;
(4) and an oath or declaration executed by the signing joint inventors on their behalf
and on behalf of the nonsigning joint inventor.’

! Items (1), (3) and (4) of 37 CFR 1.47(a) were completed in the initial petition.



12/999,705 Page 2

Regarding item (2) of 37 CFR 1.47(a), applicants provided updated declarations
of Matthew Balun (Exh. B) and Patrick Jewik (Exh. C) detailing the further efforts to
locate and contact the nonsigning inventors along with extensive documentary evidence
in the renewed petition. The declarations were signed on 10 November 2011.

A review of the evidence shows that after diligently locating a valid address for the
two inventors, applicants provided a complete copy of the subject application and a
declaration (Exh. S) to the last known address of Christina GOELLNER on 05 October
2011. These documents were delivered by FedEx on 07 October 2011 and signed for
by a to a “E. GOELLNER” (Exh. U). No response has been received.

Applicants also provided a complete copy of the subject application and a
declaration (Exh. T) to the last known address of Newton SAKO on 05 October 2011
which was delivered by FedEx to a “Fabio” at the front desk of the apartment complex
on 07 October 2011 (Exh. V).2 No response has been received from Mr. SAKO either.

The lack of a response constitutes a refusal to cooperate by conduct as
contemplated by MPEP § 409.03(d)(ll). Item (2) of 37 CFR 1.47(a) is now satisfied.

CONCLUSION

Applicants’ renewed petition under 37 CFR 1.47(a) is hereby GRANTED.

Applicants have completed the requirements for acceptance under 35 U.S.C.
371(c). The application has an international filing date of 02 July 2009 under 35 U.S.C.
363, and a 35 U.S.C. 371 date of 15 June 2011.

As provided in 37 CFR 1.47(a), a notice of the filing of this application will be
forwarded to the nonsigning inventor at his last known address of record and will be
published in the Official Gazette.

This application is being forwarded to the National Stage Processing Division of
the Office of PCT Operations for continued processing

Sa~

ames Thomson
Attorney Advisor
Office of PCT Legal Administration

Tel.: (571) 272-3302

2 It is noted that when packages are delivered and accepted for another person, delivery to the person the package is
addressed is presumed unless there is evidence to the contrary.
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Cristina Goellner M
Rua Capitao Otavio Machado 232 AILED
04718-000 Chacara Santo Antonio - SP DEC 15 2011
Brazil

PCT LEGAL ADMINISTRATION

In re Application of

WEBER et al

U.S. Application No.: 12/999,705

PCT No.: PCT/US2009/049582

Int. Filing Date: 02 July 2009

Priority Date: 02 July 2008

Attorney Docket No.: 016222-083410US

For: SYSTEM AND METHOD OF
PROVIDING ENHANCED
TRANSACTION

Ms. Goellner:

You are named as an inventor in the above-captioned United States national stage
application, filed under the provisions of 37 CFR 1.47(a) and 35 U.S.C. 116. Should a
patent be granted, you will be designated as an inventor.

As a named inventor, you are entitled to inspect any paper in the file wrapper of the
application, order copies of all or any part thereof (at a prepaid cost per 37 CFR 1.19)
or to make your position of record in the application. Alternatively, you may arrange to
do any of the preceding through a registered patent agent or attorney presenting written
authorization from you. The counsel for the applicant is listed below. Joining in the
application would entail the filing of an appropriate oath or declaration by you pursuant
to 37 CFR 1.63.

Hrowse

James Thomson
Attorney Advisor
Office of PCT Legal Administration

Tel.: (671) 272-3302
KILPATRICK TOWNSEND AND STOCKTON LLP/VISA

Two Embarcadero Center, Eighth Floor
San Francisco, CA 94111
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Newton Sako
Av. lrere, 2.047, Apto. 62
04064-005 Planalto Paulista - SP MAILED
Brazil ) o
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in re Application of PCT LEGAL
WEBER ef af CT LEGAL ADMINISTRATION

U.S. Application No.: 12/999,705

PCT No.: PCT/US2009/049582

Int. Filing Date: 02 July 2009

Priority Date: 02 July 2008

Attorney Docket No.: 016222-083410US

For: SYSTEM AND METHOD OF
PROVIDING ENHANCED
TRANSACTION

Mr. Sako:

You are named as an inventor in the above-captioned United States national stage
application, filed under the provisions of 37 CFR 1.47(a) and 35 U.S.C. 116. Should a
patent be granted, you will be designated as an inventor.

As a named inventor, you are entitled to inspect any paper in the file wrapper of the
application, order copies of all or any part thereof (at a prepaid cost per 37 CFR 1.19)
or to make your position of record in the application. Alternatively, you may arrange to
do any of the preceding through a registered patent agent or attorney presenting written
authorization from you. The counsel for the applicant is listed below. Joining in the
-application would entail the filing of an appropriate oath or declaration by you pursuant
to 37 CFR 1.63.

Hoson

ames Thomson
Attorney Advisor
Office of PCT Legal Administration

Tel.: (671) 272-3302
KILPATRICK TOWNSEND AND STOCKTON LLP/VISA

Two Embarcadero Center, Eighth Floor
San Francisco, CA 94111
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) PCT LEGAL ADMINISTRATION
In re Application of
- ALIAKBARZADEH et al. :
Application No.: 12/999,712 : DECISION ON PETITION

PCT No.: PCT/EP2009/063920 : - UNDER 37 CFR 1.182
Int. Filing Date: 22 October 2009 :
Priority Date: 19 November 2008
Attorney Docket No.: 78857.105864
For: DEVICE FOR OPERATING AN
INTERNAL COMBUSTION ENGINE

This decision is issued in response to applicant’s “Response to Notification of
Missing Requirements under 35 U.S.C. 371 in the United States Designated/Elected Office
(DO/EO/US)” filed 06 May 2011 treated herein as a petition to change an inventor’s name
under 37 CFR 1.182. Applicant is requesting to change the name of the sole inventor from
Reza Aliakbarzadeh to Reza AZADEH. The $400 petition fee will be charged to counsel's
Deposit Account No. 50-4871.

DISCUSSION

In the published international application, the sole inventor was identified as Reza
Aliakbarzadeh. On the declaration filed 17 December 2010, this inventor was identified as
Reza AZADEH. Section 1893.01(e) of the Manual Of Patent Examining Procedure
(“MPEP”) states the following:

Where ... the name of an inventor indicated in the
international application during the international phase has
changed such that the inventor's name is different from the
corresponding name indicated in an oath or declaration
submitted under 37 CFR 1.497, for example, on account of
marriage, then a petition under 37 CFR 1.182 will be required
to accept the oath or declaration with the changed name. See
MPEP § 605.04(c).

Applicant is requesting to change the name of the sole inventor from Reza
Aliakbarzadeh to Reza AZADEH. Accordingly, the present submission has been treated as
a petition under 37 CFR 1.182 to correct the name of the sole inventor. For such a petition
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to be grantable, MPEP § 605.04(c) states that “the petition must include an appropriate
petition fee and an affidavit signed with both names and setting forth the procedure
whereby the change of name was effected, or a certified copy of the court order.”

Here, applicant’s submission included the authorization to charge Deposit Account
No. 50-4871 for required fees. Based on this authorization, Deposit Account No. 50-4871
will be charged the requisite petition fee of $400, satisfying the petition fee requirement.
However, applicant has not submitted the required statement from the inventor (or court
order) confirming the name change and the procedure whereby the name was changed (for
example, by marriage).

~ Therefore, item (2) has not been satisfied, and thus the petition may not be granted
at this time.

CONCLUSION

For the reasons above, the petition under 37 CFR 1.182 is DISMISSED without
prejudice.

If reconsideration on the merits of this petition is desired, a proper response must
be filed within TWO (2) MONTHS from the mail date of this decision. Any reconsideration
request should include a cover letter entitled “Renewed Petition Under 37 CFR 1.182.” No
additional petition fee is required. Extensions of time may be obtained under 37 CFR
1.136(a).

Any further correspondence with respect to this matter may be filed electronically
via EFS-Web selecting the document description "Petition for review and processing by the
PCT Legal Office" or by mail addressed to Mail Stop PCT, Commissioner for Patents, Office
of PCT Legal Administration, P.O. Box 1450, Alexandria, Virginia 22313-1450, with the
contents of the letter marked to the attention of the Office of PCT Legal Administration.

bty §—

Anthony Smith

Attornéy-Advisor

Office of PCT Legal Administration
Tel:  (571) 272-3298

Fax: (571) 273-0459
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PCT LEGAL ADMINISTRATION
In re Application of
Reza AZADEH :
Application No.: 12/999,712 : DECISION ON PETITION

PCT No.: PCT/EP2009/063920 : UNDER 37 CFR 1.182
Int. Filing Date: 22 October 2009 :
Priority Date: 19 November 2008
Attorney Docket No.: 78857.105864
For: DEVICE FOR OPERATING AN
INTERNAL COMBUSTION ENGINE

This decision is issued in response to applicant’s “Renewed Petition under 37 CFR
1.182” filed 03 August 2011. Applicant is requesting to change the name of the sole
inventor from Reza Aliakbarzadeh to Reza AZADEH: The $400 petition fee has been
submitted.

DISCUSSION

In the published international application, the sole inventor was identified as Reza
Aliakbarzadeh. On the declaration filed 17 December 2010, this inventor was identified as
Reza AZADEH. Section 1893.01(e) of the Manual Of Patent Examining Procedure
(“MPEP”) states the following: ‘

Where ... the name of an inventor indicated in the
international application during the international phase has
changed such that the inventor's name is different from the
corresponding name indicated in an oath or declaration
submitted under 37 CFR 1.497, for example, on account of
marriage, then a petition under 37 CFR 1.182 will be required
to accept the oath or declaration with the changed name. See
MPEP § 605.04(c).

Applicant is requesting to change the name of the sole inventor from Reza
Aliakbarzadeh to Reza AZADEH. Accordingly, the present submission has been treated as
a petition under 37 CFR 1.182 to correct the name of the sole inventor. For such a petition
to be grantable, MPEP § 605.04(c) states that “the petition must include an appropriate
petition fee and an affidavit signed with both names and setting forth the procedure
whereby the change of name was effected, or a certified copy of the court order.”
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Here, applicant’s previous submission included the required fees, satisfying the
petition fee requirement. As for the affidavit requirement or copy of the court order,
applicant has submitted an “Affidavit” regarding the name change. This affidavit states
that the inventor’s surname was changed, and that his name was legally changed to Reza
AZADEH. Therefore, item (2) has been satisfied.

Based on applicant’s statements herein, it is accepted that the correct full name for
the sole inventor herein is Reza AZADEH, as set forth on the declaration filed 17 December
2010.

CONCLUSION

Applicants’ petition under 37 CFR 1.182 to correct the name of record for the sole
inventor herein is GRANTED.

This application is being forwarded to the United States Designated/Elected Office
for further processing and for review of the national stage papers submitted 17 December
2010.

Anthony Smith

Attorney-Advisor

Office of PCT Legal Administration
Tel: (571) 272-3298

Fax: (571) 273-0459
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In re Application of: :

FILIPOWICZ, Witold, et al. : DECISION ON PETITION UNDER
U.S. Application No.: 12/999,744 : 37 CFR 1.182

PCT No.: PCT/EP2009/058045

International Filing Date: 26 June 2009

Priority Date: 27 June 2008

Attorney’s Docket No.: PAT052675-US-PCT

For: PREDICTION OF ANTIVIRAL
THERAPY RESPONSE

" This decision is issued in response to the “Response To Notification Of Missing
Requirements Mailed January 27, 2011 And Petition Under 37 CFR §1.182 To Effect Inventor .
Name Changes” filed 24 May 2011. Applicants have paid the required petition fee.

BACKGROUND

The procedural background for the present application was set forth in the
communication mailed 02 May 2011. The communication indicated that a petition under 37
CFR 1.182 was required to correct the names of record for two of the inventors to correspond to
the names of these inventors as listed on the declaration filed herein.

On 24 May 2011, applicants filed the petition under 37 CFR 1.182 considered below.

DISCUSSSION

The present petition confirms that the correct names of the two inventors at issue are
Ilona KROL and Magdalena FILIPOWICZ, as listed on the executed declarations filed herein on
11 March 2011. The petition also includes statements executed by these two inventors
confirming that their names had changed as a result of changes in their marital status. Finally,
the petition included the required petition fee.

The present submission satisfies the requirements for a grantable petition under 37 CFR
1.182 to correct the names of record for inventor llona MARKIEWICZ to Ilona KROL and for
inventor Magdalena SARASIN-FILIPOWICZ to Magdalena FILIPOWICZ. In view of these
corrections, the declarations filed on 11 March 2011 are no longer defective for failure to
properly identify the inventors of record herein. The declarations may therefore be accepted
under 37 CFR 1.497.
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It is noted that the present petition was also accompanied by a supplemental application
data sheet (ADS) containing the correct names of the inventors.

CONCLUSION

Applicant’s petition under 37 CFR 1.182 to correct the names of record for inventor Ilona
MARKIEWICZ to Ilona KROL and for inventor Magdalena SARASIN-FILIPOWICZ to
Magdalena FILIPOWICZ is GRANTED.

In view of this correction, the executed declarations filed 11 March 2011 are now
acceptable in compliance with 37 CFR 1.497.

This application is being referred to the National Stage Processing Branch of the Office
of PCT Operations for further processing in accordance with this decision. The date under 35
U.S.C. 371(c)(1), (c)(2), and (c)(4) is 11 March 2011.

/RichardMRoss/

‘Richard M. Ross

Attorney Advisor

Office of PCT Legal Administration
Telephone:  (571) 272-3296
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In re Application of : DECISION ON REQUEST TO
WATANABE ET AL. : PARTICIPATE IN PATENT
Application No. 12/999,767 : PROSECUTION HIGHWAY
Filed: December 17,2010 : PROGRAM AND PETITION

Attorney Docket No. SHI-027-USA-PCT TO MAKE SPECIAL UNDER
. : 37 CFR 1.102(a)

This is a decision on the request to participate in the Patent Prosecution Highway (PPH) program
and the petition under 37 CFR 1.102(a), filed December 22, 2010, to make the above- 1dent1f1ed

application special.
The request and petition are DISMISSED.
A grantable request to participate in the PPH program and petition to make special require:

(1) The U.S. application is (a) a Paris Convention application which either (i) validly claims
priority under 35 U.S.C. 119(a) and 37 CFR 1.55 to one or more applications filed in the JPO, or

stage application under the PCT (an application which entered the national stage in the U.S. from
a PCT international application after compliance with 35 U.S.C. 371), which PCT application (i)
validly claims priority to an application filed in the JPO, or (ii) validly claims priority to a PCT
application that contains no priority claims, or (iii) contains no priority claim, or (c) a so-called
bypass application filed under 35 U.S.C. 111(a) which validly claims benefit under 35 U.S.C.
120 to a PCT application, which PCT application (i) validly claims priority to an application
filed in the JPO, or (ii) validly claims priority to a PCT application that contains no priority
claims, or (iii) contains no priority claim,;

(2) The JPO application(s) have at least one claim that was determmed by the JPO to be
allowable/patentable;

(3) All the claims in each U.S. application for which a request for participation in the PPH
program is made must sufficiently correspond or be amended to sufficiently correspond to the
allowable/patentable claims in the JPO application(s);

(4) Examination of the U.S. application has not begun;

(5) Applicant must submit a copy of the Office action from the JPO application just prior to the
"Decision to Grant a Patent" (e.g., the latest "Notification of Reasons for Refusal") from each of
the JPO application(s) containing the allowable/patentable claims that are the basis for the
request, along with an English translation thereof and a statement that the English translation is
accurate;

==(ii)-validly-claims-prierity-to-a-PET-application-that-contains-no-priority-claims;-or.(b)-a national==__- == ==



(6) Applicant must submit a copy of the allowable/patentable claims from the JPO application(s)
" along with an English translation thereof and a statement that the English translation is

accurate;

(7) Applicant must submit a claim correspondence table in English; and

(8) Applicant must submit an information disclosure statement (IDS) listing the documents cited

by the JPO examiner in the JPO office action (unless such an IDS has already been filed in the

U.S. application).

The request to participate in the PPH program and petition fails to comply with the requirement
because:

Applicant did submit a copy of the allowable/patentable claims from the JPO application(s)
along with an English translation thereof and a statement that the English translation is
Accurate. The acceptance of the machine translation into the English language does not apply to
the copy of the JPO claims.

Applicant is given a time period of ONE MONTH or THIRTY DAYS, whichever is longer, to
correct the deficiencies. NO EXTENSION OF TIME UNDER 37 CFR 1.136 IS
PERMITTED. If the deficiencies are not corrected with the time period given, the application
will await action in its regular turn.

Response must be submitted via EFS-Web with the document description: Petition to make
special under Patent Pros Hwy. Information regarding EFS-Web is available at
http://www.uspto.gov/ebc/efs_help.html.

Telephone inquiries concerning this decision should be directed to Cecilia Tsang at 571-272-

All other inquiries concerning the examination or status of the application should be directed to
Patent Application Information Retrieval (PAIR) system.

Von e
Cocll Ter—s
Cecilia Tsang

Supervisory Patent Examiner
TC 1600
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U.S. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE
Under the Paperwork Reduction Act of 1995, no persons are required fo respond to a collection of information unless it

displays a valid OMB control number.

REQUEST FOR PARTICIPATION IN THE PATENT COOPERATION TREATY - PATENT PROSECUTION
HiIGHWAY (PCT-PPH) PiLOT PROGRAM BETWEEN THE EUROPEAN PATENT OFFICE (EPO) AND
THE USPTO

Application No.: 12/999,813 Filing Date: | December 17, 2010

First Named Inventor: Martinus Wilhelmus Maria Gemma PETERS

Attorney Docket No.: 147782

Title of the PROCESS FOR MANUFACTURING POLYOLEFIN FILMS
Invention:

THIS REQUEST FOR PARTICIPATION IN THE PCT-PPH PILOT PROGRAM ALONG WITH THE REQUIRED DOCUMENTS MUST BE
SUBMITTED VIA EFS-WEB. INFORMATION REGARDING EFS-WEB IS AVAILABLE AT
HTTP:/IWWW.USPTO.GOV/EBC/EFS_HELP.HTML.

APPLICANT HEREBY REQUESTS PARTICIPATION IN THE PCT-PPH PROGRAM AND PETITIONS TO MAKE THE
ABOVE-IDENTIFIED APPLICATION SPECIAL UNDER THE PCT-PPH PROGRAM.

The above-identified application is (1) a national stage entry of the corresponding PCT application, or (2) a national stage entry
of another PCT application which claims priority to the corresponding PCT application, or (3) a national application that claims
domestic/ foreign priority to the corresponding PCT application, or (4) a national application which forms the basis for the
priority claim in the corresponding PCT application, or (5) a continuing application of a U.S. application that satisfies one of (1)
to (4) above, or (6) a U.S. application that claims domestic benefit to a U.S. provisional application which forms the basis for
the priority claim in the corresponding PCT application.

The corresponding PCT
application number(s) is/are: PCT/EP2009/057614

The international date of the corresponding
PCT application(s) is/are: 06/18/2009

1. List of Required Documents:
a. A copy of the latest international work product (WO/ISA, WO/IPEA, or IPER) in the above-identified
corresponding PCT application(s)

0 Is attached.

X Is not attached because the document is already in the U.S. application.

b. A copy of all claims which were indicated as having novelty, inventive step and industrial applicability in
the above-identified corresponding PCT application(s).

[] Is attached.

X Is not attached because the document is already in the U.S. application.

c. English translations of the documents in a. and b. above are attached (if the documents are not in the

English language). A statement that the English translation is accurate is attached for the document in
b. above.

[Page 1 of 2]
This collection of information is required by 35 U.S.C. 119, 37 CFR 1.55, and 37 CFR 1.102(d). The information is required to obtain
or retain a benefit by the public, which is to file (and by the USPTO to process) an application. Confidentiality is governed by 35 U.S.C.
122 and 37 CFR 1.11 and 1.14. This collection is estimated to take 2 hours to complete, including gathering, preparing, and submitting
the completed application form to the USPTOQ. Time will vary depending upon the individual case. Any comments on the amount of
time you require to complete this form and/or suggestions for reducing this burden should be sent to the Chief Information Officer,
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Commissioner for Patents
United States Patent and Trademark Office
P.O. Box 1450
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April 11, 2011
In re application of ' : DECISION ON REQUEST TO
Martinus W. Peters : PARTICIPATE IN PATENT
Serial No. 12/999,813 : PROSECUTION HIGHWAY
Filed: December 17, 2010 : - PROGRAM AND
For: PROCESS FOR MANUFACTURING PETITION TO MAKE SPECIAL

POLYOLEFIN FILMS : : UNDER 37 CFR 1.102(a)

This is a decision on the request to participate in the PCT Patent Prosecution Highway
(PCT-PPH) pilot program and the petition under 37 CFR 1.102(a), filed December 30,
2010, to make the above-identified application special.

The request and petition are GRANTED.

A grantable request to participate in the PCT-PPH pilot program and petition to make
special require:

(1) The U.S. application must disclose an eligible relationship to one or more PCT |
applications where the ISA or IPEA are the JPO, EPO, KIPO or USPTO;

(2) At least one claim in the PCT application has novelty, inventive step, and industrial
applicability and must be free of any observations in Box VIII in the latest work product
in the international stage or applicant must identify and explain why the claim(s) is/are
not subject to the observation in Box VIII;

(3) Applicant must submit a copy of the claim(s) from the PCT application(s) that have
novelty, inventive step, and industrial applicability along with an English translation

thereof and a statement that the English translation is accurate, if the claims are not in
the English language; - ‘

(4) All the claims in the U.S. application must sufficiently correspond or be amended to
sufficiently correspond to the claim(s) that have novelty, inventive step, and industrial
applicability in the PCT application(s);

(5) Examination of the U.S. application has not begun;

www.uspto.gov
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(6) Applicant must submit a copy of the latest international work product from the PCT
application indicating that the claim(s) have novelty, inventive step, and industrial

.applicability along with an English translation thereof if the latest international work

product is not in the English language; and

(7) Applicant must submit an IDS listing the documents cited by the PCT examiner in
the international work product along with copies of documents except U.S. patents or
U.S. patent application publications.

The request to participate in the PPH program and petition comply with the above
requirements. Accordingly, the above-identified application has been accorded
“special” status.

The application is being forwarded to the examiner for action on the merits
commensurate with this decision.

Any inquiry regarding this decision should be directed to Walter D. Griffin, Supervisory
Patent Examiner, at (571) 272-1447.

All other inquiries concerning the examination or status of the application is accessible
in the PAIR system at http://www.uspto.gov/ebc/index.html.

Malter D. Griffin/

Walter D. Griffin
Supervisory Patent Examiner
Technology Center 1700
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PCT LEGAL ADMINISTRATION

YOUNG & THOMPSON
209 Madison Street

Suite 500

Alexandria VA 22314

In re Application of

BROWN et al. :

Application No.: 12/999,829 : DECISION
PCT No.: PCT/F12008/050383 :

Int. Filing Date: 23 June 2008

Priority Date: 25 June 2007

Attorney Docket No.: 3505-1050

For: FIBROUS NETWORKS AND A METHOD

AND APPARATUS FOR CONTINUOUS OR BATCH

FIBROUS NETWORK PRODUCTION

This decision is in response to applicants’ submission filed 17 December in the United
States Patent and Trademark Office (USPTO).

BACKGROUND

On 23 June 2008, applicants filed international application PCT/FI2008/050383 which
designated the U.S. and claimed a priority date of 25 June 2007. A copy of the international
application was communicated to the USPTO from the International Bureau on 31 December
2008. The thirty-month period for paying the basic national fee in the United States expired at
midnight on 28 December 2009 (25 December 2009 being a Federal holiday and 26 December
2009 being a Saturday).

On 17 December 2010, applicants filed a transmittal letter for entry into the national stage
in the United States, which was accompanied by, inter alia, the Basic National Fee and a petition
under 37 CFR 1.137(b) to revive the application.

DISCUSSION
A petition to revive the present application under 37 CFR 1.137(b) must include:
(1) The required reply;
(2) The petition fee;

(3) A statement that the entire delay in filing the required reply from the due date for the
reply until the filing of a grantable petition was unintentional.
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As to item (1), applicant submitted the basic national fee on 17 December 2010.

As to item (2), applicant submittéd the petition fee on 17 December 2010.

As to item (3), the required statement has been provided.

A review of the application file reveals that, with the filing of the present petition and

accompanying papers, a proper response has been submitted and all of the requirements of 37
CFR 1.137(b) for revival have been satisfied and revival is therefore appropriate.

CONCLUSION

The petition under 37 CFR 1.137(b) is GRANTED for the reasons set forth above.

This application is being forwarded to the National Stage Processing Branch of the Office
of PCT Operations to continue national stage processing of the application including preparing
and mailing a NOTIFICATION OF MISSING REQUIREMENTS (Form PCT/DO/EO/905)
requiring an executed oath or declaration of the inventor in compliance with 37 CFR 1.497(a)-

(b).
/Daniel Stemmer/

Daniel Stemmer

Legal Examiner

PCT Legal Affairs

Office of Patent Cooperation Treaty
Legal Administration

Telephone: (571) 272-3301
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Claims
1. A communication device (500, 800), comprising:
a communication entity (502, 802);

a further communication entity (504, 804) communicatively coupled to
the communication entity (502, 802) in accordance with a Digital Radio

Frequency protocol;

wherein the communication entity (502, 802) comprises a protocol
layer (516), the further communication entity (504, 804) comprises a
protocol layer (514), and the protocol layers (516, 514) of the
communication entity (502, 802) and of the further communication entity
(504, 804) are connected via a protocol-physical interface (512, 513) which

provides for a parallel bidirectional signal interfacing;

wherein the protocol-physical interface (512, 513) is adapted for
selectively connecting the protocol layers (516, 514) directly or via physical
layers (503, 508).

2. The communication device (500, 800) according to claim 1, wherein the
protocol-physical interface (512, 513) comprises handshake signal lines
(520) adapted for transporting handshake signals capable of selectively
connecting the protocol layers (514, 516) directly or via physical layers (503,
508).

3. The communication device (500, 800) according to claim 2, wherein the
handshake signal lines (520) are adapted for transporting a first handshake
signal (tx_data_valid) and a second handshake signal (rx_data_valid)
downstream the first handshake signal (tx_data_valid) which are indicative

of a timing of a frame to be transmitted.

4. The communication device (500, 800) according to claim 2 or 3, wherein
the handshake signal lines (520) are adapted for transporting a third
handshake signal (tx_burst_req) indicative of a burst request and a fourth
handshake signal (tx_burst_ack) in opposite direction and indicative of an

acknowledgement of a burst.



10

15

20

25

30

P29550WO01 -33-

5. The communication device (800) according to any one of claims 1 to 4,
wherein the communication entity (802) and the further communication
entity (804) are free of physical layers (503, 508).

6. The communication device (800) according to claim 4, wherein the
communication entity (802) and the further communication entity (804) are
free of physical layers (503, 508) and the handshake signal lines (520)
adapted for transporting the third handshake signal (tx_burst_req) and the
fourth handshake signal (tx_burst_ack) are short-circuited to be directed
from one of the protocol layers (514) back to this one of the protocol layers
(514).

7. The communication device (800) according to claim 3, wherein the
communication entity (802) and the further communication entity (804) are
free of physical layers (503, 508) and the handshake signal lines (520)
adapted for transporting the first handshake signal (tx_data_valid) and the
second handshake signal (rx_data_valid) are directly connected to one
another to be directed from one of the protocol layers (514) to the other one
of the protocol layers (516).

8. The communication device (800) according to any one of claims 1 to 7,
wherein each of the communication entity (802) and the further
communication entity (804) comprises a layer sequence having a protocol
layer (514, 516) as lowest layer.

9. The communication device (800) according to any one of claims 5 to 8,
wherein the communication entity (802) and the further communication

entity (804) are integrated in a common die.

10. The communication device (800) according to any one of claims 5 to 9,
wherein the communication entity (802) and the further communication
entity (804) are integrated in separate dice which are housed in a common
package.

11. The communication device (800) according to any one of claims 5 to 10,
wherein the communication entity (802) and the further communication

entity (804) are coupled to a common reference clock (812).
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12. The communication device (500) according to any one of claims 1 to 4,
wherein the communication entity (502) comprises a physical layer (508),
the further communication entity (504) comprises a physical layer (503), and
each of the protocol layers (514, 516) of the communication entities (502,
504) is connected via the protocol-physical interface (512, 513) to a
respective one of the physical layers (503, 508).

13. The communication device (500, 800) according to any one of the
preceding claims, wherein the protocol-physical interface (512, 513)

comprises at least one of the group of the following lines:
- a clock line adapted for providing a clock signal;

- a plurality of data word transmission lines adapted for transmitting

data words;

- a code indication line adapted for providing a signal indicative of a

code type of a data word;

- a burst request line adapted for requesting a burst from a coupled
layer.

14. The communication device (500) according to any one of the preceding
claims, wherein the protocol-physical interface (512, 513) comprises a

configuration interface (540, 542).

15. The communication device (500, 800) according to any one of the
preceding claims, wherein the communication entity (502, 802) comprises a

radio frequency integrated circuit.

16. The communication device (500, 800) according to any one of the
preceding claims, wherein the further communication entity (504, 804)
comprises a base band integrated circuit.

17. A communication method (900), comprising:

communicatively coupling (910) a communication entity (502, 802) to
a further communication entity (504, 804) in accordance with a Digital Radio

Frequency protocol;
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connecting (920) a protocol layer (516) of the communication entity
(502, 802) and a protocol layer (514) of the further communication entity
(504, 804) via a protocol-physical interface (512, 513) which provides for a
parallel bidirectional signal interfacing;

wherein the protocol-physical interface (512, 513) is adapted for
selectively connecting the protocol layers (514, 516) directly or via physical
layers (503, 508).

18. A communication entity (100) for communicating with a further
communication entity (200) selectively in accordance with a first version of a
Digital Radio Frequency protocol or in accordance with a second version of
the Digital Radio Frequency protocol, the communication entity (100)

comprising:

a first layer sequence (110) adapted for communicating in accordance
with the first version of the Digital Radio Frequency protocol;

a second layer sequence (120) adapted for communicating in

accordance with the second version of the Digital Radio Frequency protocol;

a compliance layer (130) above the first layer sequence (110), coupled
to the second layer sequence (120), and being adapted for at least partially
compensating for differences between the first version and the second

version.

19. The communication entity (100) according to claim 18, wherein the
compliance layer (130) is adapted to provide a logical interface (128) to a
programming model layer (126) of the second layer sequence (120) which
logical interface (128) is identical to an interface between a protocol layer
(124) and the programming model layer (126) of the second layer sequence
(120).

20. The communication entity (100) according to claim 18 or 19, wherein the
compliance layer (130) is adapted to map signals propagating from at least
one upper layer (126) of the second layer sequence (120) via the compliance
layer (130) towards the first layer sequence (110) so that the mapped

signals appear to the first layer sequence (110) as signals in accordance with
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the first version.

21. The communication entity (100) according to any one of claims 18 to 20,
wherein the compliance layer (130) is adapted to provide logical channels to
a programming model layer (126) of the second layer sequence (120) which
logical channels are equivalent to logical channels provided by a protocol
layer (124) of the second layer sequence (120).

22. The communication entity (100) according to any one of claims 18 to 21,
wherein the compliance layer (130) is adapted to adjust a frame length of
signals propagating from the second layer sequence (120) via the compliance
layer (130) to the first layer sequence (110) to render the frame length
compatible with the first version.

23. The communication entity (100) according to claim 22, wherein the
compliance layer (130) is adapted to adjust the frame length by adding one
or more fill bits to the signal to extend the frame length to a length which is
compatible with the first version.

24. The communication entity (100) according to claim 23, wherein the
compliance layer (130) is adapted to add information to a header of the
signal indicative of a number of added fill bits.

25. The communication entity (100) according to any one of claims 18 to 24,
wherein the compliance layer (130) is adapted to segment a signal
propagating from the second layer sequence (120) via the compliance layer
(130) to the first layer sequence (110) into a plurality of separate frames to
render a frame length compatible with a maximum frame length supported
by the first version.

26. The communication entity (100) according to any one of claims 18 to 25,
wherein the compliance layer (130) is adapted to, in the event of a TAS
request (310), delay a transmission of a TAS message (320) by a time
interval (330) which is equal to or larger than a transmission time of a frame
(340) having a predefined maximum frame length.

27. The communication entity (100) according to any one of claims 18 to 26,
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wherein at least one of the first layer sequence (110) and the second layer
sequence (120) comprises a physical layer (122, 112) and a protocol layer
(124, 114) sandwiching a protocol-physical interface (123, 113) which
provides for a parallel bidirectional signal interfacing.

28. The communication entity (100) according to any one of claims 18 to 27,
adapted as one of the group consisting of a radio frequency integrated circuit

and a base band integrated circuit.

29. The communication entity (100) according to any one of claims 18 to 28,
wherein the first version of the Digital Radio Frequency protocol is DigRF v3,

and the second version of the Digital Radio Frequency protocol is DigRF v4.

30. A communication device (210), comprising:
a communication entity (100) according to any one of claims 18 to 29;

the further communication entity (200) being communicatively coupled
to the communication entity (100).

31. The communication device (210) according to claim 30, wherein the
communication entity (100) is a radio frequency integrated circuit, and the
further communication entity (200) is a base band integrated circuit
supporting the second version but not the first version of the Digital Radio

Frequency protocol.

32. The communication device according to claim 30, wherein the
communication entity (100) is a radio frequency integrated circuit, and the
further communication entity (200) is a base band integrated circuit
supporting the first version but not the second version of the Digital Radio
Frequency protocol and having a compliance layer adapted for at least
partially compensating for differences between the first version and the

second version.

33. The communication device according to any one of claims 1 to 16,
comprising a communication entity (100) of any one of claims 18 to 29.

34. The communication device according to claim 33, wherein the
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communication entity (502, 802) and/or the further communication entity
(504, 804) is/are a communication entity (100) of any one of claims 18 to
29.

35. A method (400) of communicating between a communication entity (100)
and a further communication entity (200) selectively in accordance with a
first version of a Digital Radio Frequency protocol or in accordance with a
second version of the Digital Radio Frequency protocol, the method (400)

comprising:

communicating (410) in accordance with the first version of the Digital
Radio Frequency protocol by a first layer sequence (110) of the
communication entity (100), or communicating in accordance with the
second version of the Digital Radio Frequency protocol by a second layer

sequence (120) of the communication entity (100);

at least partially compensating (420) for differences between the first
version and the second version by a compliance layer (130) of the
communication entity (100) above the first layer sequence (110) and coupled
to the second layer sequence (120).

36. A computer-readable medium, in which a computer program of
communicating between a communication entity (100) and a further
communication entity (200) selectively in accordance with a first version of a
Digital Radio Frequency protocol or in accordance with a second version of
the Digital Radio Frequency protocol is stored, which computer program,
when being executed by a processor (100), is adapted to control a method

according to claim 35.

37. A program element of communicating between a communication entity
(100) and a further communication entity (200) selectively in accordance
with a first version of a Digital Radio Frequency protocol or in accordance
with a second version of the Digital Radio Frequency protocol, which program
element, when being executed by a processor (100), is adapted to control a
method according to claim 35.



Doc Code: PPH.PCT.652

Document Description: Petition to make special under PCT-Patent Pros Hwy PTO/SB/20PCT-EP (05-10)

Approved for use through 01/31/2012. OMB 0651-0058
U.S. Patent and Trademark Office; U. S. DEPARTMENT OF COMMERCE
Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it displays a valid OMB control number.

REQUEST FOR PARTICIPATION IN THE PATENT COOPERATION TREATY - PATENT PROSECUTION
HiIGHWAY (PCT-PPH) PiLor PROGRAM BETWEEN THE EUROPEAN PATENT OFFICE (EPO) AND
THE USPTO

Application No: 12/999,837 Filing date: | hecember 17, 2010

First Named Inventor: Steffen Reinhardt

Title of th . .
I,ng,fﬁon:e Scalable DigRF Architecture

THIS REQUEST FOR PARTICIPATION IN THE PCT-PPH PILOT PROGRAM ALONG WITH THE REQUIRED DOCUMENTS MUST BE
SUBMITTED VIA EFS-WEB. INFORMATION REGARDING EFS-WEB IS AVAILABLE AT
HTTP://WWW.USPTO.GOV/EBC/EFS_HELP.HTML

APPLICANT HEREBY REQUESTS PARTICIPATION IN THE PCT-PPH PROGRAM AND PETITIONS TO MAKE THE
ABOVE-IDENTIFIED APPLICATION SPECIAL UNDER THE PCT-PPH PROGRAM.

The above-identified application is (1) a national stage entry of the corresponding PCT application, or (2) a national stage entry
of another PCT application which claims priority to the corresponding PCT application, or (3) a national application that claims
domestic/ foreign priority to the corresponding PCT application, or (4) a national application which forms the basis for the
priority claim in the corresponding PCT application, or (5) a continuing application of a U.S. application that satisfies one of (1)
to (4) above, or (6) a U.S. application that claims domestic benefit to a U.S. provisional application which forms the basis for
the priority claim in the corresponding PCT application.

The corresponding PCT PCT/EP2010/052407
application number(s) is/are:

The international date of the corresponding
PCT application(s) is/are: February 25, 2010

l. List of Required Documents:
a. A copy of the latest international work product (WO/ISA, WO/IPEA, or IPER) in the above—-identified
corresponding PCT application(s)

Is attached

|:| Is not attached because the document is already in the U.S. application.

b. A copy of all claims which were indicated as having novelty, inventive step and industrial applicability in the
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|:| Have already been filed in the above-identified U.S. application on

Il. Claims Correspondence Table:

Claims in US Application Patentable Claims

in the corresponding Explanation regarding the correspondence
PCT Application
1-26 1-26 US claims have been amended to remove unnecessary

parentheticals

lll. All the claims in the US application sufficiently correspond to the patentable claims in the
corresponding PCT application.

5 /Todd A. Cason, Reg No 54,020/ December 17, 2010
ignature Date

Name

(Print/Typed)TOdd A. Cason Registration Number54’020

[Page 2 of 2]



Privacy Act Statement

The Privacy Act of 1974 (P.L. 93-579) requires that you be given certain information in connection with your
submission of the attached form related to a patent application or patent. Accordingly, pursuant to the requirements of
the Act, please be advised that: (1) the general authority for the collection of this information is 35 U.S.C. 2(b}(2); (2)
furnishing of the information solicited is voluntary; and (3) the principal purpose for which the information is used by the
U.S. Patent and Trademark Office is to process and/or examine your submission related to a patent application or
patent. If you do not furnish the requested information, the U.S. Patent and Trademark Office may not be able to
process and/or examine your submission, which may result in termination of proceedings or abandonment of the
application or expiration of the patent.

The information provided by you in this form will be subject to the following routine uses:

1.

The information on this form will be treated confidentially to the extent allowed under the Freedom of
Information Act (5 U.S.C. 552) and the Privacy Act (5 U.S.C 552a). Records from this system of records
may be disclosed to the Department of Justice to determine whether disclosure of these records is required
by the Freedom of Information Act.

A record from this system of records may be disclosed, as a routine use, in the course of presenting
evidence to a court, magistrate, or administrative tribunal, including disclosures to opposing counsel in the
course of settlement negotiations.

A record in this system of records may be disclosed, as a routine use, to a Member of Congress submitting
a request involving an individual, to whom the record pertains, when the individual has requested
assistance from the Member with respect to the subject matter of the record.

A record in this system of records may be disclosed, as a routine use, to a contractor of the Agency having
need for the information in order to perform a contract. Recipients of information shall be required to
comply with the requirements of the Privacy Act of 1974, as amended, pursuant to 5 U.S.C. 552a(m).

A record related to an International Application filed under the Patent Cooperation Treaty in this system of
records may be disclosed, as a routine use, to the International Bureau of the World Intellectual Property
Organization, pursuant to the Patent Cooperation Treaty.

A record in this system of records may be disclosed, as a routine use, to another federal agency for
purposes of National Security review (35 U.S.C. 181) and for review pursuant to the Atomic Energy Act (42
U.S.C. 218(c)).

A record frcgrrz)this system of records may be disclosed, as a routine use, to the Administrator, General
Services, or his/her designee, during an inspection of records conducted by GSA as part of that agency's
responsibility to recommend improvements in records management practices and programs, under
authority of 44 U.S.C. 2904 and 2906. Such disclosure shall be made in accordance with the GSA
regulations governing inspection of records for this purpose, and any other relevant ( i.e., GSA or
Commerce) directive. Such disclosure shall not be used to make determinations about individuals.

A record from this system of records may be disclosed, as a routine use, to the public after either
publication of the application pursuant to 35 U.S.C. 122(b) or issuance of a patent pursuant to 35 U.S.C.
151. Further, a record may be disclosed, subject to the limitations of 37 CFR 1.14, as a routine use, to the
public if the record was filed in an application which became abandoned or in which the proceedings were
terminated and which application is referenced by either a published application, an application open to
public inspection or an issued patent.

A record from this system of records may be disclosed, as a routine use, to a Federal, State, or local law
enforcement agency, if the USPTO becomes aware of a violation or potential violation of law or regulation.
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APPLICATION NO. [ FILING DATE ] FIRST NAMED INVENTOR | ATTORNEY DOCKETNO. | CONFIRMATION NO. l
12/999,837 02/14/2011 Steffen Reinhardt P29550 8505
27045 7590 0512712011

EXAMINER

ERICSSON INC. | I
6300 LEGACY DRIVE
M/S EVR 1-C-11 I ART UNIT | PAPER NUMBER |
PLANO, TX 75024 . . 2611

I NOTIFICATION DATE ] DELIVERY MODE ]

05/27/2011 ELECTRONIC

Please find below and/or attached an Office communication concerning this application or proceeding.
The time period for reply, if any, is set in the attached communication.

Notice of the Office communication was sent electronically on above-indicated "Notification Date" to the
following e-mail address(es): '

kara.coffman@ericsson.com
jennifer.hardin@ericsson.com
melissa.rhea@ericsson.com

PTOL-90A (Rev. 04/07)
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ERICSSON INC.

6300 LEGACY DRIVE
M/S EVR 1-C-11
PLANO TX 75024

In re Application of :
REINHARDT, STEFFEN et al. : DECISION ON REQUEST. TO

Application No. 12/999,837 : PARTICIPATE IN PATENT

Filed: December 17, 2010 : PROSECUTION HIGHWAY

Attorney Docket No. P29550 ;. PROGRAM AND PETITION
: TO MAKE SPECIAL UNDER

37 CFR 1.102(a)

This is a decision on the request to participate in the PCT Patent Prosecution Highway (PPH)
pilot program and the petition under 37 CFR 1.102(a), filed December 17, 2010 to make the
above-identified application special.

The request and petition are GRANTED.

A grantable request to participate in the PCT-PPH pilot program and petition to make special
require:

(1) The U.S. application be (a) a national stage entry of the corresponding PCT application, or
(b) a national stage entry of another PCT application which claims priority to the corresponding
PCT application, or (c) a national stage application that claims domestic/foreign priority to the
corresponding PCT application, (d) a national application which forms the basis for the priority
claim in the corresponding PCT application, or (e) a continuation application of the U.S.
application which satisfies one of the above (a) to (d) scenarios.

(2) A copy of the latest international work product (WO/ISA, WO/IPEA, or IPER) in the
corresponding PCT application(s) which indicates at least one claim in the PCT application has
novelty, inventive step, and industrial applicability.

(3) A copy of all claims which were indicated as having novelty, inventive step and industrial
applicability in the corresponding PCT application(s).

(4) English translations of the documents in (2) and (3) (if the documents are not in the English
language). '

(5) All the claims in the U.S. application must sufficiently correspond or be amended to
sufficiently correspond to the claims which were indicated as having novelty, inventive step, and
industrial applicability in the corresponding PCT application(s).

(6) Examination of the U.S. application has not begun; and

(7) An information disclosure statement listing the documents cited in the international work
products (ISR, WO/ISA. WO/IPEA, IPER) of the corresponding PCT application(s).



The request to participate in the PCT-PPH pilot program and petition comply with the above
requirements. Accordingly, the above-identified application has been accorded “special” status.

Telephone inquiries concerning this decision should be directed to Michael Horabik at 571-272-
3068. '

All other inquiries concerning the examination or status of the application should be directed to
Patent Application Information Retrieval (PAIR) system.

The application is being forwarded to the examiner for action on the merits commensurate with
this decision.

/Michael Horabik/

Michael Horabik

Quality Assurance Specialist
Technology Center 2600
Communications
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WESTERMAN, HATTORI, DANIELS & ADRIAN, LLP MA”'ED
1250 CONNECTICUT AVENUE, NW MAR 30 2011
SUITE 700 ‘
WASHINGTON DC 20036 PCT LEGAL ADMINISTRATION
In re Application of: :
MATSUMOTO, Tsuyoshi, et al. : DECISION
.U.S. Application No.: 12/999,854 : (37 CFR 1.181)

Receipt Date: December 17, 2010

Attorney’s Docket No.: 101514

For: MICRO-MIRRO ARRAY AND
OPTICAL SWITCH

This decision is issued in response to applicants’ “PETITION TO CONFIRM THE
FILING TYPE AS CONTINUATION OF PCT APPLICATION?” filed January 25, 2011,
considered herein as a petition under 37 CFR 1.181 to treat the present application as a filing
under 35 U.S.C. 111(a). No petition fee is required.

BACKGROUND

On December 17, 2010, applicants filed materials to initiate the present application using
the EFS-Web electronic filing system. The submission included, among other materials, a
“Request For Filing A Continuation Or Division Of An International Application” (Form
PTO/SB/13/PCT), a specification, claims, drawings, and abstract, an appllcatlon data sheet
(ADS), an executed declaration, and fee payment.

The Form PTO/SB/13/PCT Transmittal letter, the ADS, and the first line of the
specification filed by applicants on December 17, 2010 identified the application as a
continuation of international application PCT/JP2009/003084. However, as evidenced by the
Electronic Acknowledgement Receipt, during the electronic filing process applicants identified
the application as the U.S. national stage under 35 U.S.C. 371 of PCT/JP2009/003084.

Based on the information entered by applicants during the electronic filing process, the
present application was established in the USPTO PALM system as a national stage application
filed under 35 U.S.C. 371.

On January 25, 2011, applicants filed the petition considered herein. The petition
requests that present application be treated as a continuation of PCT/JP2009/003084 filed under
. 35 U.S.C. 111(a), rather than as a national stage filed under 35 U.S.C. 371.
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DISCUSSION

Any intended filing of an international application as a national stage application must
clearly and unambiguously be identified as such and must satisfy all of the conditions set forth in
35 U.S.C. 371(c). See 37 CFR 1.495(g):

The documents and fees submitted ... must be clearly identified as a submission
to enter the national stage under 35 U.S.C. 371, otherwise the submission will be
considered as being made under 35 U.S.C. I11.

In addition, section 1893.03(a) of the MPEP states the following:

If there are any conflicting instructions as to whether the filing is under 35
U.S.C. 111(a) or 35 U.S.C. 371, the application will be accepted as filed under
35U.S.C. 111(a).

The MPEP goes on to state that “conflicting instruction will be present, for example,
where applicant includes in the initial submission under 35 U.S.C. 371 ... a benefit claim under
35 U.S.C. 120 to the international application.” Here, although the application was identified as
a national stage application during the electronic filing process, the specification, ADS, and
Form PTO/SB/13/PCT Transmittal Letter included with the original submission all contain a
domestic benefit claim identifying the present application as a continuation of the international
application. The inclusion of the domestic benefit claim is inconsistent with the intent to enter
the national stage under.35 U.S.C. 371 and, as set forth in the MPEP, constitutes a conflicting
instruction.

Based on the above, as requested in the present petition, the original papers filed on
December 17, 2010 are properly treated as a continuation application filed under 35 U.S.C.
111(a), not a national stage application filed under 35 U.S.C. 371.

CONCLUSION

The petition filed on January 25, 2011 is GRANTED to the following extent:
!

The present application will be treated as a continuation of international application
PCT/JP2009/003084 filed under 35 U.S.C. 111(a).

The application is being referred to the Office Of Patent Application Processing (OPAP)
for further processing as an application filed under 35 U.S.C. 111(a) with a filing date of
December 17, 2010.

/RichardMRoss/

Richard M. Ross

Attorney Advisor

Office of PCT Legal Administration
Telephone:  (571) 272-3296
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Hamilton, Brook, Smith & Reynolds, P.C.

530 Virginia Road - AUG 3 T 20t

P.O. Box 9133 PCT LEGAL ADMINISTRATION

Concord, MA 07142-9133

In re Application of : DECISION ON

REDDY et al :

Application No.: 12/999,911

PCT No.: PCT/IB2009/005831 :

Filing Date: 3 June 2009 : PETITION UNDER
Priority Date: 19 June 2008 :

Attorney's Docket No.: 3989.1005-000 :

For: A Transmucosal Delivery System : 37CFR 1.137(b)

This decision is issued in response to the “Request to Correct Inventorship” filed 13 June
2011, treated herein as a request under 37 CFR 1.497(d). Applicants have paid the required
processing fee of $130.00.

BACKGROUND

On 3 June 2009, applicants filed international application PCT/IB2009/005831 claiming
an earlier priority date of 19 June 2008. The deadline for submission of the basic national fee is
thirty months from the priority date, i.e. 19 December 2010. The published international
application identified three applicant/inventors for the United States: Deshika REDDY, Viness
PILLAY, and Yahya CHOONARA.

On 17 December 2010, applicants filed a Transmittal Letter for entry into the national
stage in the United States accompanied by payment of the national fee. No executed declaration
or oath was filed.

On 14 January 2011, the United Stated Designated/Elected Office (DO/EO/US) mailed a
“Notification of Missing Requirements” (Form PCT/DO/EQ/905) requiring submission of an
oath or declaration in compliance with 37 CRF 1.497(a) and (b). The notification set a two
months time limit or 32 months from the priority date for the application, whichever is later to
respond, and that failure to properly respond will result in abandonment.

On 13 June 2011, applicants filed a response to the Notification of Missing Requirements
that included a declaration and a “REQUEST FOR CORRECTION/AMENDMENT OF
INVENTORSHIP UNDER 37 CFR 1.497(d) ” by adding a joint-inventor, Oluwatoyin
Ayotomilola ADELEKE to aforementioned application.

DISCUSSION

A submission under 37 CFR 1.497(d) must include:
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¢)) a statement from each person being added as an inventor and from each person
being deleted as an inventor that the error in inventorship occurred without
deceptive intention on his or her part;

(2)  thefeeset forthin § 1.17(i); and

(3)  If an assignment has been executed by any of the original named inventors, the
written consent of the assignee (see 37 CFR §3.73(b) of this chapter).

A review of the application file reveals that applicants have satisfied items (1) - (3) under
37 CFR 1.497(d).

With respect to item (1), the statement submitted by Oluwatoyin Ayotomilola ADELEKE
is sufficient because the statement states that the error in inventorship occurred without a
deceptive intent.

With respect to item (2), the processing fee of $130.00 has been submitted.

With respect to item (3), the University of the Witwatersrand, Johannesburg, the
assignee, consents to the correction of inventorship to the above application. Professor Helen
Laburn has been authorized to act on behalf of the university. The assignee has filed the
requisite papers, the assignment, establishing their right to take action under 37 CFR §3.73(b).

Accordingly, the request is deemed to satisfy requirements (1), (2), and (3) under 37 CFR
1.497(d).

DECISION
The petition under 37 CFR 1.497(d) is GRANTED.

This application is being returned to the United States Designated/Elected Office
(DO/EO/US) for continued processing.

%@M

Ra acares Jeremy Barton
PCT Legal Examiner

PCT Legal Office

Telephone: (571) 272-3276

Facsimile: (571) 273-0459
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Flash Intellectual Property, Inc.
Attn. Cheng-Ju Chiang PCT LEGAL ADMINISTRATION
P.O. Box 766
Chino CA 91708

In re Application of
ZHANG, Jilin, et al. :
Application No.: 13/000,000 : DECISION
PCT No.: PCT/CN2008/071133 :
Int. Filing Date: 29 May 2008 : ON PETITION UNDER
Priority Date: None _ :
Docket No.: DEQUAN-00005 : 37 CFR 1.137(b)
For: SPINAL THREE-DIMENSIONAL
ORTHOPEDIC EQUIPMENT

. Applicant’s Petition For Revival Under 37 CFR 1.137(b), filed in the above-captioned
application on 17 December 2010 is GRANTED.

Applicant states that the entire delay in filing the required reply from the due date for the
required reply until the filing of a grantable petition under 37 CFR 1.137(b) was unintentional, as
required by 37 CFR 1.137(b)(3). The basic national fee and petition fee have been paid. A
terminal disclaimer is not required as the application was filed on or after 08 June 1995.
Accordingly, all requirements under 37 CFR 1.137(b) have been satisfied.

The processing fee for furnishing the translation after 30 months and the surcharge for
filing the search fee, examination fee or oath or declaration after 30 months will be charged to
deposit account no. 50-4937.

This application is being forwarded to the National Stage Processing Branch of the
Office of Patent Application Processing for further action consistent with this decision.

/Erin P. Thomson/
Erin P. Thomson
Attorney Advisor

PCT Legal Administration

Telephone:  571-272-3292

] Commissioner for Patents

( United States Patent and Trademark Office
MAILED - _ P.O. Box 1450

Alexandria, VA 22313-1450

www.uspto.gov
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APPLICATION NO. FILING DATE FIRST NAMED INVENTOR I ATTORNEY DOCKET NO. CONFIRMATION NO. I
13/000,025 12/20/2010 Sharon Belenzon 50254 1109
67801 7590 06/01/2011 I EXAMINER I

MARTIN D. MOYNIHAN d/b/a PRTSI, INC.

P.O. BOX 16446
ARLINGTON, VA 22215

ABEL JALIL, NEVEEN

l ART UNIT I PAPER NUMBER l
2165
I MAIL DATE I DELIVERY MODE I
06/01/2011 PAPER

Please find below and/or attached an Office communication cohcerning this application or proceeding.

The time period for reply, if any, is set in the attached communication.

PTOL-90A (Rev. 04/07)
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Martin D. Moynihan
d/b/a PRTSI, INC.
P.O. Box 16446
Arlington, VA 22215

In re Application of:

Sharon BELENZON, et al. \ DECISION ON PETITION
Application No. 13/000,025 UNDER 37 C.F.R. § 1.84(a)(2)
Filed: December 20, 2010 TO ACCEPT COLOR

For: SEARCH ENGINE AND DRAWINGS

METHODOLOGY, PARTICULARLY
APPLICABLE TO PATENT LITERATURE

This is a decision on the petition under 37 C.F.R. § 1.84(a)(2), filed on 20 December 2010,
requesting acceptance of color drawings.

The petition requests that the color drawings, although not specifically identified but noted as,
Figures 1-2, 7-8 and 12-17 be accepted in lieu of black and white drawings. :

A grantable petition under 37 C.F.R. § 1.84(a)(2) must be accompanied by a fee set forth under
37 C.F.R. § 1.17(h), one (1) set of the color drawings in question if the color drawings were
submitted via EFS-Web, and the specification must contain, or be amended to contain, the
following language as the first paragraph in that portion of the specification relating to the brief
description of the drawings:

"the file of this patent contains at least one drawing executed in color. Copies of this patent with
color drawing(s) will be provided by the Patent and Trademark Office upon request and payment of the
necessary fee." :

The pétition was filed with the required fee and was filed with one (1) set of color drawings of
Figures 1-2, 7-8 and 12-17. The specification did contain the required notification described
above. '

The petition is GRANTED.

/Vincent N. Trans/
Vincent N. Trans, SPRE/QAS
Technology Center 2100
Computer Architecture and Software
(571) 272-3613
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APPLICATION NO. I FILING DATE FIRST NAMED INVENTOR l ATTORNEY DOCKET NO. l CONFIRMATION NO. —I
13/000,026 12/20/2010 Yaniv David Solnik 50175 1114
67801 7590 07152011 '
EXAMINER

MARTIN D. MOYNIHAN d/b/a PRTSI, INC. I I
P.O. BOX 16446 KOENIG, ANDREW Y
ARLINGTON, VA 22215

L ART UNIT l PAPER NUMBER J

2423
l MAIL DATE I DELIVERY MODE I
. ’ 07/15/2011 PAPER

Please find below and/or attached an Office communication concerning this application or proceeding.

The time period for reply, if any, is set in the attached communication.

PTOL-90A (Rev. 04/07)
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Jason H. Rosenblum M A| LED

c/o Martin D. Moynihan
PRTSI, Inc.

P.O. Box 16446 ' JuL 15201
Arlington, VA 22215 DIRECTOR OFFICE
TECHNOLOGY CENTER 2400
In re Application of:
Solnik et al DECISION ON PETITION UNDER 37

Application No. 13/000,026
Attorney Docket No. 50175
Filed: December 20, 2010

For: METHODS AND SYSTEMS FOR
MANAGING VIEWING AT CLIENT TERMINALS

C.F.R. > 1.84(a)(2) TO ACCEPT COLOR
DRAWINGS

N s e N N’

This is a decision on the petition under 37 C.F.R. 1.84(a)(2), filed December 20, 2010,
requesting acceptance of color drawings.

The petition is GRANTED.

REGULATIONS AND PRACTICE

37 C.F.R. § 1.84(a)(2) states:

(2) Color. On rare occasions, color drawings may be necessary as the only practical medium by
which to disclose the subject matter sought to be patented in a utility or design patent application
or the subject matter of a statutory invention registration. The color drawings must be of
sufficient quality such that all details in the drawings are reproducible in black and white in the
printed patent. Color drawings are not permitted in international applications (see PCT Rule
11.13), or in an application, or copy thereof, submitted under the Office electronic filing system.
The Office will accept color drawings in utility or design patent applications and statutory
invention registrations only after granting a petition filed under this paragraph explaining why
the color drawings are necessary. Any such petition must include the following:

(i) The fee set forth in § 1.17(h);

(i1) Three (3) sets of color drawings;

(iii) An amendment to the specification to insert (unless the specification contains or has
been previously amended to contain) the following language as the first paragraph of the brief
description of the drawings:



The patent or application file contains at least one drawing executed in color. Copies of
this patent or patent application publication with color drawing(s) will be provided by
the Office upon request and payment of the necessary fee.

DECISION

The petition and preliminary amendment, satisfies conditions (i) - (iii) above;
therefore, the petition is GRANTED.

The application file is being forwarded to the Examiner of record.

Any inquiry regarding this decision should be directed the undersigned whose
telephone number is (571) 272-7527.

/Brian T. Pendleton/

Brian T. Pendleton
Supervisory Patent Examiner
Technology Center 2400
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MAILED
BUCHANAN, INGERSOLL & ROONEY PC 2
POST OFFICE BOX 1404 AUG 02 2011
ALEXANDRIA VA 22313-1404 : PCT LEGAL ADMINISTRATION

In re Application of

KOCH et al. :

Application No.: 13/000,069 : DECISION
PCT No.: PCT/EP2009/004503 :

Int. Filing Date: 17 June 2009

Priority Date: 20 June 2008

Attorney's Docket No.: 1033300-000236

For: CURRENT SENSOR ARRAY FOR

MEASURING CURRENTS IN A PRIMARY

CONDUCTOR

This decision is in response to applicants’ petition under 37 CFR 1.182 filed 27 May
2011.

BACKGROUND

On 20 December 2010, applicants filed national stage papers in the United States
Designated/Elected Office (DO/EO/US) electronically via EFS-Web. The submission included,
inter alia, a Transmittal Letter (Form PTO-1390) and an Application Data Sheet (ADS). The
international application number keyed into EFS-Web was PCT/EP09/04502. This international
application number also appears in the Transmittal Letter. However, the international
application number appearing in the ADS is PCT/EP2009/004503.

On 25 March 2011, a Notification was issued indicating that a petition under 37 CFR
1.182, including the petition fee set forth in 37 CFR 1.17(f), to correct the above-stated error

regarding the international application number was required.

On 27 May 2011, applicants submitted the instant petition under 37 CFR 1.182.

DISCUSSION

The petition fee has been paid. A review of the application file including counsel's
statements in the instant submission reveals that the present application should in fact be the
national stage application of international application PCT/EP2009/004503.
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CONCLUSION

For the reasons set forth above, the petition under 37 CFR 1.182 is GRANTED.

This application is being forwarded to the National Stage Processing Branch of the Office
of PCT Operations to continue national stage processing of the application.

/Daniel Stemmer/

Daniel Stemmer

Legal Examiner

PCT Legal Affairs

Office of Patent Cooperation Treaty
Legal Administration

Telephone: (571) 272-3301
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APPLICATION NO. l FILING DATE I FIRST NAMED INVENTOR I ATTORNEY DOCKET NO. I CONFIRMATION NO. ]
13/000,070 12/20/2010 Reiji Yamada 252036-1020 1301
24504 7590 03/22/2011 ' l EXAMINER ]
THOMAS, KAYDEN, HORSTEMEYER & RISLEY, LLP

600 GALLERIA PARKWAY, S.E.
STE 1500 | ART UNIT ] PAPER NUMBER I
ATLANTA, GA 30339-5994

3725

I © MAIL DATE | DELIVERY MODE I o

03/22/2011 PAPER

Please find below and/or attached an Office communication concerning this application or proceeding.

The time period for reply, if any, is set in the attached communication.

PTOL-90A (Rev. 04/07)
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THOMAS, KAYDEN, HORSTEMEYER & RISLEY, LLP
600 GALLERIA PARKWAY, S.E.

STE 1500

ATLANTA GA 30339-5994

In re Application of: | - : ]
YAMADA, REIJ] et al . DECISION ON REQUES

: TO PARTICIPATE IN
Serial No.: 13/000,070 PATENT PROSECUTION
Filed: Dec. 20, 2010 HIGHWAY (PPH) AND
Docket: 252036/1020 PETITION TO MAKE
Title: HORIZONTAL HOTPRESS SPECIAL UNDER 37 CFR

SYSTEM 1.102(a)

This is a decision on the request to participate in the Patent Prosecution Highway (PPH) program
and the petition under 37 CFR 1.102(a), filed March 8, 2011, to make the above-identified
application special.

The request and petition are DISMISSED.
A grantable request to participate in the PPH program and petition to make épecial require:

(1) The U.S. application must validly claim priority under 35 U.S.C. 119(a) to one or more
corresponding application(s) filed in the JPO or to a PCT application that does not contain any
priority claim, or the U.S. application must be a national stage entry of a PCT application that
does not contain any priority claim;

(2) Applicant must submit a copy of the allowable/patentable claim(s) from the JPO
application(s) along with an English translation thereof and a statement that the English
translation is accurate;

(3) All the claims in the U.S. application must sufficiently correspond or be amended to
sufficiently correspond to the allowable/patentable claim(s) in the JPO application(s);

(4) Examination of the U.S. application has not begun;

(5) Applicant must submit a copy of all the office actions from each of the JPO application(s)
containing the allowable/patentable claim(s) along with an English translation thereof and a
statement that the English translation is accurate; and '

(6) Applicant must submit an IDS listing the documents cited by the JPO examiner in the JPO
office action along with copies of documents except U.S. patents or U.S. patent-application
publications.



The request to participate in the PPH program and petition met all conditions except Item #6
above.

The request to participate in the PPH program and petition fail to include a copy of the JPO cited
references, namely, Japanese patent document No. 3-74163; 3-39444; 3-77761 and 4-40120.

Applicant is encouraged to cite and submit all relevant prior art references, if any, to facilitate
examination in this application.

Applicant is given a time period of ONE MONTH or THIRTY DAYS, whichever is longer,
from the mailing date of this decision to correct the deficiencies. NO EXTENSION OF TIME
UNDER 37 CFR 1.136 IS PERMITTED. If the deficiencies are not corrected with the time
period given, the application will await action in its regular turn. Response must be filed via
EFS-Web. :

Telephone inquiries concerning this decision should be directed to Henry C. Yuen at 571-272-
4856. ‘

Petition is dismissed.

/Henry C. Yuen/

Henry C. Yuen, Special Programs Examiner
Technology Center 3700 — Mechanical Engineering,
Manufacturing and Products

571-272-4856
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Please find below and/or attached an Office communication concerning this application or proceeding.

The time period for reply, if any, is set in the attached communication.
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THOMAS, KAYDEN, HORSTEMEYER & RISLEY, LLP
600 GALLERIA PARKWAY, S.E.

STE 1500

ATLANTA GA 30339-5994

In re Application of: A :
YAMADA, REDI et al : DECISION ON REQUEST

: TO PARTICIPATE IN
Serial No.: 13/000,070 PATENT PROSECUTION
Filed: Dec. 20, 2010 HIGHWAY (PPH) AND
Docket: 252036/1020 PETITION TO MAKE
Title: HORIZONTAL HOTPRESS SPECIAL UNDER 37 CFR

SYSTEM 1.102(2)

This is a decision on the request to participate in the Patent Prosecution Highway (PPH) program
and the petition under 37 CFR 1.102(a), filed April 15, 2011, to make the above-identified
application special.

The request and petition are granted.
A grantable request to participate in the PPH program and petition to make special require:

(1) The U.S. application must validly claim priority under 35 U.S.C. 119(a) to one or more
corresponding application(s) filed in the JPO or to a PCT application that does not contain any
priority claim, or the U.S. application must be a national stage entry of a PCT application that
does not contain any priority claim; '

(2) Applicant must submit a copy of the allowable/patentable claim(s) from the JPO
application(s) along with an English translation thereof and a statement that the English
translation is accurate;

(3) All the claims in the U.S. application must sufficiently correspond or be amended to
sufficiently correspond to the allowable/patentable claim(s) in the JPO application(s);

(4) Examination of the U.S. application has not begun;

(5) Applicant must submit a copy of all the office actions from each of the JPO application(s)
containing the allowable/patentable claim(s) along with an English translation thereof and a
statement that the English translation is accurate; and

(6) Applicant must submit an IDS listing the documents cited by the JPO examiner in the JPO
office action along with copies of documents except U.S. patents or U.S. patent application
publications. )



In light of the petition being properly submitted, the request to participate in the PPH program
and the petition comply with the above requirements. Accordingly, the above-identified
application has been accorded “‘special” status. :

The applicant is encouraged to cite and submit all relevant prior art references, if any, to
facilitate examination in this application.

Other inquiries concerning the examination or status of the application should be directed to
Dana Ross, the SPE of Art Unit 3725 at 571-272-4524 for Class 100/50 and also accessible in
the PAIR system at http://www.uspto.gov/ebc.index.html.

All other inquiries concerning the examination or status of the application should be directed to
the Patent Application Information Retrieval (PAIR) system.

This application will be forwarded and docketed to an examiner for action on the merits
commensurate with this decision.

Telephone inquiries concerning this decision should be directed to Henry C. Yuen, at 571-272-
4856. ‘

The petition is granted.

/Henry C. Yuen/

Henry C. Yuen, Special Programs Examiner
Technology Center 3700 — Mechanical Engineering,
Manufacturing and Products

571-272-4856
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CST

April 25, 2011
In re application of : DECISION ON REQUEST TO
Reiji Yamada et al : PARTICIPATE IN PATENT
Serial No. 13/000,074 : PROSECUTION HIGHWAY
Filed: December 20, 2010 : PROGRAM AND
For: HORIZONTAL HOTPRESS : PETITION TO MAKE SPECIAL

SYSTEM X UNDER 37 CFR 1.102(a)

This is a decision on the request to participate in the Patent Prosecution Highway (PPH)
program filed March 1, 2011.

The request and petition are GRANTED.

A grantable request to participate in the PPH program and petition to make special
require:

(1) The U.S. application must validly claim priority under 35 U.S.C. 119(a) to one or
more applications filed in the JPO, note where the JPO application with similar claims is
not the same application from which the U.S. application claims priority that the
applicant must identify the relationship between the JPO application with similar claims
and the JPO priority application;

(2) Applicant must submit a copy of:

a. The allowable/patentable claim(s) from the JPO application(s) or if a copy of the
allowable/patentable claims is available via the Dossier Access System (DAS)
applicant may request the USPTO to obtain a copy from DAS; however, if the
USPTO is unable to obtain a copy from the DAS, the applicant will be required to
submit a copy;

b. An English translation of the allowable/ patentable claim(s), if applicable; and

c. A statement that the English translation is accurate, if applicable;

(3) Applicant must:
a. Ensure all the claims in the U.S. application must sufficiently correspond or be
amended-to sufficiently correspond to the allowable/patentable claim(s) in the
JPO application(s); and
b. Submit a claims correspondence table in English;



Application No. 13/000,074

(4) Examination of the U.S. applicétion h\as not begun;

(5) Applicant must submit:
a. Documentation of prior office action:

i. a copy of the office action(s) just prior to the “Decision to Grant a Patent” from
each of the JPO application(s) containing the allowable/patentable claims(s)
or

ii. if the allowable/patentable claim(s) are from “Notification of Reasons for

Refusal” then the Notification of Reasons for Refusal or

iii. if the JPO application is a first action allowance then no office action from

the JPO is necessary should be indicated on the request/petition form:

Further, if a copy of the documents from a or b is available via the Dossier

Access System (DAS), applicant may request the USPO obtain a copy from the

DAS; however, if the USPTO is unable to obtain a copy of the DAS, the applicant

will be required to submit a copy;

b. An English language translation of the JPO Office action from (5)(a)(i)-(ii) above
if applicable; and
c. A statement that the English translation is accurate; and

(6) Applicant must submit:
a. An IDS listing the documents cited by the JPO examiner in the JPO office action
(unless already submitted in this application)
b. Copies of documents except U.S. patents or U.S. patent application publications
(unless already submitted in this application).

The request to participate in the PPH program and petition comply with the above
requirements. Accordingly, the above-identified application has been accorded
“special” status.

The application is being forwarded to the examiner for action on the merits
commensurate with this decision.

Any inquiry regarding this decision should be directed to Christine Tierney, Quality
Assurance Specialist, at (571) 272-1055.

All other inquiries concerning the examination or status of the application is accessible
in the PAIR system at http://www.uspto.gov/ebc/index.html.

/Christine Tierney/

Christine Tierney
Quality Assurance Specialist
Technology Center 1700
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In re application of : DECISION ON REQUEST TO
Kazuto Koshiishi ; PARTICIPATE IN PATENT
Serial No. 13/000,087 : PROSECUTION HIGHWAY
Filed: December 20, 2010 : PROGRAM AND

For. TOBACCO FILTER ; PETITION TO MAKE SPECIAL
' : UNDER 37 CFR 1.102(a)

This is a decision on the request to participate in the Patent Prosecution Highway (PPH)
program and the petition under 37 CFR 1.102(a) to make the above-identified
application special fited July 13, 2011.

The request and petition are GRANTED.

A grantable request to participate in the PPH program and petition to make special
require:

(1) The U.S. application must validly claim priority under 35 U.S.C. 119(a) to one or
more applications filed in the JPO, note where the JPO application with similar claims is
not the same application from which the U.S. application claims priority that the
applicant must identify the relationship between the JPO application with similar claims
and the JPO priority application;

(2) Applicant must submit a copy of:

a. The allowable/patentable claim(s) from the JPO application(s) or if a copy of the
allowable/patentable claims is available via the Dossier Access System (DAS)
applicant may request the USPTO to obtain a copy from DAS; however, if the
USPTO is unable to obtain a copy from the DAS, the applicant will be required to
submit a copy;

b. An English translation of the allowable/patentable claim(s), if applicable; and

c. A statement that the English translation is accurate, if applicable;

(3) Applicant must:

a. Ensure all the independent claims in the U.S. application must sufficiently
correspond or be amended to sufficiently correspond to the allowable/patentable
claim(s) in the JPO application(s); and

b. Submit a claims correspondence table in English;

(4) Examination of the U.S. application has not begun;
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(5) Applicant must submit:

a. Documentation of prior office action:
i. a copy of the office action(s) just prior to the “Decision to Grant a Patent” from
each of the JPO application(s) containing the allowable/patentable claims(s) or
ii. if the allowable/patentable claim(s) are from “Notification of Reasons for
Refusal” then the Notification of Reasons for Refusal or

- iii. if the JPO application is a first action allowance then no office action from the

JPO is necessary should be indicated on the request/petition form;
Further, if a copy of the documents from (i) or (ii) is available via the Dossier
Access System (DAS), applicant may request the USPO obtain a copy from the
DAS: however, if the USPTO is unable to obtain a copy of the DAS, the applicant
will be required to submit a copy; and

b. An English language translation of the JPO Office action from (5)(a)(i)-(ii) above
if applicable; and

(6) Applicant must submit:
a. An IDS listing the documents cited by the JPO examiner in the JPO office action
(unless already submitted in this application)
b. Copies of documents except U.S. patents or U.S. patent application publications
(unless already submitted in this application).

The request to participate in the PPH program and petition comply with the above
requirements. Accordingly, the above-identified application has been accorded
“special” status.

The application is being forwarded to the examiner for action on the merits
commensurate with this decision.

Any inquiry regarding this decision should be directed to Walter D. Griffin, Supervisory
Patent Examiner, at (571) 272-1447.

All other inquiries concerning the examination or status of the application is accessible
in the PAIR system at http://www.uspto.gov/ebc/index.html.

Malter D. Griffin/

Walter D. Griffin
Supervisory Patent Examiner
Technology Center 1700
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In re Application of :

HARADA et al : DECISION ON
Application No.: 13/000,111 :

PCT No.: PCT/JP2009/061762 s

Int. Filing Date: 26 June 2009 : PETITION UNDER
Priority Date: 26 June 2008 :

Attorney Docket No.: 2010_1744A :

For: Ni-BASED SINGLE : 37 CFR 1.181

AS SUBSTRATE :

This is in response to applicants’ submission “REPLY TO NOTIFICATION OF
DEFECTIVE RESPONSE" filed on 06 April 2011, which is being treated as a petition under 37
CFR 1.181. This submission states that the correct transliteration spelling of the seventh
inventor on the executed declaration is KITASHIMA.

BACKGROUND

On 20 December 2010, applicants filed in the United States Patent and Trademark Office
(PTO) a Transmittal Letter (Form PTO-1390) accompanied by, infer alia, the basic national fee.
Applicant, however, did not satisfy the requirement set forth by 35 U.S.C. 371(c)(4) because no
executed oath or declaration was filed at that time.

On 13 January 2011, the United States Designated/Elected Office (DO/EO/US) mailed a
"NOTIFICATION OF MISSING REQUIREMENTS UNDER 35 U.S.C. 371 IN THE UNITED
STATES DESIGNATED/ELECTED OFFICE (DO/EO/US)" (Form PCT/DO/EO/905) which
informed applicant, inter alia, that an "Oath or Declaration of the inventors, in compliance with
37 CFR 1.497(a) and (b), identifying the application by International application number and
international filing date." The current oath or declaration does not comply with 37 CFR 1.497(a)
and (b) in that it: is not executed in accordance with either 37 CFR 1.66 or 37 CFR 1.68” The
notice also indicated that all of the items set forth above must be submitted within two (2)
months from the date of this notice or by 32 months from the priority date for the application,
whichever is later. Failure to properly respond will result in abandonment.

On 14 March 2011, applicants filed a “Response to Notification of Missing
Requirements,” by filing an executed declaration.

On 31 March 2011, the United States Designated/Elected Office (DO/EO/US) mailed a
“NOTIFICATION OF DEFECTIVE RESPONSE” (Form PCT/DO/EQ/916). ‘
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On 06 April 2011, applicants responded with the current petition.
DISCUSSION

The correct name of the seven co-inventor is “Tomonori KITASHIMA” as indicated in
the declaration submitted, and not as listed in the International Application (Tomonori
KITAJIMA). The mistake was due to a transliteration error because the spelling was caused by a
pronunciation error as the characters in his Japanese name have not changed. As such the correct
spelling, Tomonori KITASHIMA, will be reflected in the US national stage processing.

Applicants’ response is accepted as a sufficient response to the Notification of Missing
Requirements (FORM PCT/DO/EO/905) mailed on 31 March 2011.

For the reasons above, the application may enter into national stage processing at this
time.

CONCLUSION

The petition under 37 CFR 1.181 is GRANTED.

This application is being returned to the United States Designated/Elected Office
(DO/EO/US) for continued processing. The 35 USC 371(c)(1), (c)(2) and (c)(4) date of this
application is 14 March 2011.

‘Rafae a eM/?

PCT Exgal Examiner

PCT Legal Office
Telephone: (571) 272-3276
Facsimile: (571) 273-0459
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In re Application of
Legaignoux et al. :
Application No.: 13/000,116 : DECISION
PCT No.: PCT/EP2009/057698 :
Int. Filing Date: 19 June 2009 : ON
Priority Date: 20 June 2008 :
Attorney Docket No.: 1000035-000102 PETITION

For: Pipe-Laying Vessel And Method Of Laying A Plpelme
This is in response to the petition under 37 CFR 1.47(a) filed on 24 May 2011.

BACKGROUND

This international application was filed on 19 June 2009, claimed an earlier priority date
of 20 June 2008, and designated the U.S. The International Bureau transmitted a copy of the
published international application to the USPTO on 23 December 2009. The 30 month time
period for paying the basic national fee in the United States expired at midnight on 20 December
2010. Applicants filed inter alia the basic national fee on 20 December 2010.

On 27 January 2011, a Notification of Missing Requirements (Form PCT/DO/EO/905)
was mailed to applicants, requiring the submission of an oath or declaration compliant with 37
CFR 1.497(a) and (b) and the surcharge under 37 CFR 1.492(h).

DISCUSSION

A petition under 37 CFR 1.47(a) must be accompanied by (1) the fee under 37 CFR
1.17(h), (2) factual proof that the missing joint inventor refuses to execute the application or
cannot be reached after diligent effort, (3) a statement of the last known address of the missing
inventor, and (4) an oath or declaration by each 37 CFR 1.47(a) applicant on his or her own
behalf and on behalf of the non-signing joint inventor.

Regarding requirement (1), the $200.00 petition fee has been paid.

Regarding requirement (2), petitioner has provided a “Statement of Facts...” signed by
Maurizio Lanzo, who describes the circumstances under which the signature of the non-signing
inventor was sought. The “Statement...” refers to various emails and mailings, but it appears that
the non-signing inventor was not presented with both a complete copy of the application and a
declaration until the copy of the application was sent along with the letter dated 21 March 2011".
However, applicants have not provided a first-hand statement by the person who mailed that

The “Statement of Facts...” indicates that “the front page of the corresponding PCT
publication...” was sent on 14 December 2011, but a complete copy of the application papers is required
to be presented.
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letter (presumably, Emily Teesdale), per the practice described at MPEP 409.03(d). As such, it
would not be appropriate to conclude that requirement (2) has been satisfied at this time.

Regarding requirement (3), the pétition provides the last-known address of the non-
signing inventor.

Regarding requirement (4), inspection of the declaration of inventorship filed on 24 May
2011 reveals that it satisfies this requirement.

DECISION
The petition under 37 CFR 1.47(a) is DISMISSED, without prejudice.

If reconsideration on the merits of this petition is desired, 4 proper response must be filed
within TWO (2) MONTHS from the mail date of this decision. Any reconsideration request
should include a cover letter entitled "Renewed Petition Under 37 CFR 1.47(a).” Extensions of

time may be obtained under 37 CFR 1.136(a). Failure to timely file a proper response will result
in ABANDONMENT.

Any further correspondence with respect to this matter may be filed electronically via
EFS-Web selecting the document description "Petition for review and processing by the PCT
Legal Office" or by mail addressed to Mail Stop PCT, Commissioner for Patents, Office of PCT
Legal Administration, P.O. Box 1450, Alexandria, Virginia 22313-1450, with the contents of the
letter marked to the attention of the Office of PCT Legal Administration.

/George Dombroske/

George Dombroske

PCT Legal Examiner

Office of PCT Legal Administration
Tel: (571) 272-3283
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In re Application of
Legaignoux et al. :
Application No.: 13/000,116 : DECISION
PCT No.: PCT/EP2009/057698 :
Int. Filing Date: 19 June 2009 : ON
Priority Date: 20 June 2008 :
Attorney Docket No.: 1000035-000102 : PETITION

For: Pipe-Laying Vessel And Method Of Laying A Pipeline:

This is in response to the renewed petition under 37 CFR 1.47(a) filed on 30 September
2011. '

DISCUSSION

In a Decision mailed on 02 August 2011, the petition under 37 CFR 1.47(a) filed on 24
May 2011 was dismissed, without prejudice, because requirement (2) had not been satisfied:

In response, petitioner has provided a “Statement of Facts...” signed by Emily Teesdale,
who indicates that, on 21 March 2011, she mailed a copy of the application and a declaration to
Mr. Legaignoux at his last known address via registered mail, and that the parcel was delivered
on 23 March 2011. She has provided a copy of the letter and a tracking page, and states that he
did not respond to the letter. Taken in combination with the evidence previously of record, it
would be appropriate to construe Mr. Legaignoux’ conduct as a “refusal” within the meaning of
37 CFR 1.47(a). :

DECISION
The petition under 37 CFR 1.47(a) is GRANTED.

As provided in 37 CFR 1.47(a), a notice of the filing of this application will be forwarded
to the non-signing inventor at his last known address of record.

A notice of the filing of the application under 37 CFR 1.47(a) will be published in the
Official Gazette. :

This application is being returned to the Office of Patent Application Processing. Its date
under 35 U.S.C. 371(c)(1), (2) and (4) is 24 May 2011. :

/George Dombroske/

George Dombroske

PCT Legal Examiner

-Office of PCT Legal Administration
Tel: (571) 272-3283

7 . Commissioner for Patents
United States Patent and Trademark Office

. MA ' L E D Alexandria, vvv%:%?\?i é{j gggl



UNITED STATES PATENT AND TRADEMARK OFFICE

Herve J.F. Legaignoux
5 clos de la Manne

Chemin de la Manne DEC 2 02011
F-13800 Istres

FRANCE PCT LEGAL ADMINISTRATION

In re Application of

Legaignoux et al.

Application No.: 13/000,116

PCT No.: PCT/EP2009/057698

Int. Filing Date: 19 June 2009

Priority Date: 20 June 2008

Attorney Docket No.: 1000035-000102

For: Pipe-Laying Vessel And Method Of Laying A Pipeline

Dear Mr. Legaignoux:

You are named as a joint inventor in the above identified United States patent application, filed
under the provisions of 35 U.S.C. 116 (United States Code), and 37 CFR 1.47(a), Rules of Practice in
Patent Cases. Should a patent be granted on the application you will be designated therein as a joint
inventor.

As a named inventor you are entitled to inspect any paper in the file wrapper of the application,
order copies of all or any part thereof (at a prepaid cost per 37 CFR 1.19) or make your position of record
in the application. Alternatively, you may arrange to do any of the preceding through a registered patent
attorney or agent presenting written authorization from you. If you care to join the application, counsel of
record (see below) would presumably assist you. Joining in the application would entail the filing of an
appropriate oath or declaration by you pursuant to 37 CFR 1.63.

Telephone inquiries regarding this communication should be directed to the undersigned at (571)
272-3283. Requests for information regarding your application should be directed to the File Information
* Unit at (703) 308-2733. Requests.for information regarding how to pay for and order a copy of the
application, or a specific paper in the application, should be directed to Certification Division at (703)
308-9726 or 1(800) 972-6382 (outside the Washington D.C. area).

Any further correspondence with respect to this matter should be addressed to the Assistant
Commissioner for Patents, Mail Stop PCT, P.O. Box 1450, Alexandria, VA 22313-1450, with the
contents of the letter marked to the attention of the Office of PCT Legal Administration.

/George Dombroske/

George Dombroske

PCT Legal Examiner

Office of PCT Legal Administration
Tel: (571)272-3283

BUCHANAN, INGERSOLL & ROONEY PC
POST OFFICE BOX 1404
ALEXANDRIA VA 22313-1404

Nesandia, VA D903 1420
MAILED e

Commissioner for Patents
United States Patent and Trademark Office

50

.uUSpto.gov
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Approved for use through 01/31/2012, OMB 0851-0053
U.8, Patent and Trademark Office; U. 5. DEPARTMENT OF COMMERCE
Under tha Paperwork Reductlon Act of 1095, no persons are required to respond to a collection of information uniess it displays a valld OMB control number,

REQUEST FOR PARTICIPATION IN THE PATENT COOPERATION TREATY - PATENT PROSECUTION
HiGHWAY (PCT-PPH) PiLoT PROGRAM BETWEEN THE JAPAN PATENT OFFICE (JPO) AND THE

USPTO
Application No: Not yet Asslgned Filing date: | Filed Herewith
First Named Invertor. 1 Tomoaki UEDA
Title of the

Tile 1 HETECTION OF BIOLOGICAL INFORMATION OF A SUBJECT

THIS REQUEST FOR PARTIGIPATION IN THE PCT-PPH PILOT PROGRANM ALONG WITH THE REQUIRED DOCUMENTS MUST BE
SUBMITTED VIA EFS-WEB. INFORMATION REGARDING EFS-WEB I3 AVAILABLE AT
HTTP:/NVWW.USPTO.GOV/EBCIEFS_HELP.HTML

APPLICANT HEREBY REQUESTS PARTICIPATION IN THE FCT-PPH PROGRAM AND PETITIONS TC MAKE THE
ABOVE-IDENTIFIED APPLICATION SPECIAL UNDER THE PCT-PPH PROGRAM.

The abave-identified application is (1) a natlonal stage entry of the corresponding PCT application, or (2) a national stage entry
of ancther PCT application which claims priorty to the corresponding PCT application, or (3) a national application that claims
domestic/ forelgn priority to the corresponding PCT application, ar (4) a natlonal application which forms the basis for the
priorily claim in the corresponding PCT application.

The corresponding PCT
application number(s) isfare: PCT/IP2010/004869

The international date of the-corresponding
PCT application{s} is/are: August 2, 2010
3

I. List of Required Documents:

a. A copy of the latest international work product {(WOIISA, WO/IPEA, or IPER) in the above-identified
corresponding PCT application{s)

Is attached.

I:[ Is not attached because the document is already In the U.S. application.

b. A copy of all claims which were indicated as having novelty, inventive step and industrial applicability in the
above-identified corresponding PCT application(s).

Is attacted.

D {s not attached because the document is already in the U.S. application.

¢. English franslations of the documents in a, and b. above are attached {if the documents are not In the English
language). A statement that the English transiatton is acsurate Is attached for the document in b. above,

d. (1) An information disclosure statement listing the documents cited in the international work products (ISR,
WO!ISA, WO/IPEA, IPER) of the correspaonding PCT application.
is attached

D Has already been filed In the above-identified U.S. application on

(2) Copies of all documents {except) for U.S. patents or U.S. patent application publications)

Are attached.
D Have already been filad In the above-Identified U.S. application on

[Pagatof2] .
This ceilestion of information Is required by 35 U.$.0, 119, 37 CFR 1,55, and 37 CFR 1,102g), The nformation Is required to oblaln of fetaln 2 beneffl by tha publie, which Js o file {and by
the USPTO to process) an epplication, Confidentiatly Is governad by 85 U.B,C. 122 end 87 CFR 1.11 end 1,14. This colfecton is estimated {o lake 2 heurs fo complels, Induding gathering,
praparing, 2ad submitiing the compleled applisation form to the USPTO, Tima wil vary dspending upen s individual case, Any comments on the emount cf #ime yout require lo complete thls
fam andor suggestians for teducng this turden should ba sent o the Chlef Information OFicer, U.S. Palent and Tredemark Offics, U5, Depariment of Commerce, P.O. Box 1450,
Alaxzndria, VA 22313-1450, DO NOT SEND FEES OR COMPLETED FORMS TO THIS ADDRESS.
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ReQUEST FOr PARTICIPATION IN THE PCT-PPH PiLoT PROGRAM
BeTWEEN THE JPO AND THE USPTO

{continued)

Application No.: Not yet Assighed

First Named Inventor} Tomoaki UEDA

Il. Claims Correspondence Table:

Cialms In US Application ;:,att}?: f;';:;?,ﬂ?ﬂg Explanation regarding the comespondence
PCT Application

1 1 Criglnal
2 2 Canceled
3 3 Canceled
4 4 Currently amended
5 § Canceled
8 6 Canceled
7 7 Canceled
8 8 Canceled
8 9 Canceled
10 10 Canceled
11 11 Canceled
12 12 Canceled
13 13 Guerently amended
14 14 Original
16 15 Original
16 i6 Original
17 17 Criginal
18 18 Currently amended
19 18 Criginal
20 20 Canceled

lil. Afl the claims in the US application sufficiently correspond to the patentable claims In the
corresponding PCT application.

IV. Payment of Fees:

The petition fee under 37 CFR 1.17{h) as required by 37 CFR 1.102(d} must be paid via EFS-Web {using credit card,
authorization to charge a deposit account, or electranic funds transfer).

Signatire YN, Tim dq. W,gg}gL pate V2 f20 {2010

Name i
(Print/Typed) Martin A. Weeks Regisiration Number 37,763
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UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

www.uspto.gov
MAILED
BUCHANAN, INGERSOLL & ROONEY PC 1
POST OFFICE BOX 1404 AUG 03 201
ALEXANDRIA VA 22313-1404 :

PCT LEGAL ADMINISTRATION
In re Application of
LEGAIGNOUX, Herve Jean Francois, et al.
Application No.: 13/000,150 : DECISION
PCT No.: PCT/EP2009/057700 :
Int. Filing Date: 19 June 2009 : ON PETITION UNDER
Priority Date: 20 June 2008 1
Docket No.: 1000035-000103 : : 37 CFR 1.47(a)

For: PIPE-LAYING VESSEL AND
METHOD OF LAYING A PIPELINE

This is a decision on applicants’ Petition Under 37 CFR 1.47(a), filed in the United States.
Patent and Trademark Office (USPTO) on 24 May 2011. ‘

BACKGROUND

On 25 January 2011, the Office mailed Notification of Missing Requirements (Form
PCT/DO/EO/905) indicating that, inter alia, an oath or declaration in compliance with 37 CFR
1.497(a)-(b) was required.

On 24 May 2011, applicants filed a petition under 37 CFR 1.47(a), a declaration and the
fee for a two month extension of time.

On 20 June 2011, the Office mailed Notification of Acceptance (Form PCT/DO/EO/903)
indicating that all requirements under 35 USC 371 have been satisfied.

DISCUSSION

A petition under 37 CFR 1.47 must be accompanied by: (1) the fee under 37 CFR
1.17(h), (2) proof of pertinent facts, namely that the inventor refuses to sign after being presented
with the application papers or cannot be reached after diligent effort, (3) a statement of the last
known address of the inventor, and (4) an oath or declaration by the 37 CFR 1.47(a) applicant on
behalf of himself or herself and the nonsigning applicant.

Items (1), (3) and (4) have been met. The petition fee has been paid. Applicant states the
last known address of Mr. Herve J.F. Legaignoux as 5 clos de la Manne; Chemin de la Manne F-
13800; Istres, France. The declaration complies with 37 CFR 1.47.

Item (2) has not been satisfied. Where a refusal of the inventor to sign the application
papers is alleged, the circumstances of the presentation of the application papers and of the
refusal must be specified in a statement of facts by the person who presented the inventor with
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the application papers and/or to whom the refusal was made. MPEP 409.03(d). Ms. Teesdale,
not Mr. Lanzo, appears to have the first hand knowledge of the 21 March 2011 presentation.
Further, the letter signed by Ms. Teesdale indicates that application “PCT/EP2009/05700,” was
enclosed. That is not the correct application number as it is missing a digit.

As applicants have not yet furnished an oath or declaration of the inventors in compliance
with 37 CFR 1.497(a)-(b), the Notification of Acceptance issued in error.

CONCLUSION

For the above reasons, applicant’s petition under 37 CFR 1.47(a) is DISMISSED without
prejudice. :

The Form PCT/DO/E0O/903 mailed 20 June 2011 is VACATED.

If reconsideration on the merits of this petition is desired, a proper response must be filed
within TWO (2) MONTHS from the mail date of this decision. Failure to timely file the proper
response will result in abandonment of this application. Extensions of time under 37 CFR
1.136(a) are available. Any reconsideration request should include a cover letter entitled
“Renewed Petition Under 37 CFR 1.47(a).” No additional petition fee is required.

Any further correspondence with respect to this matter may be filed electronically via
EFS-Web selecting the document description "Petition for review and processing by the PCT
Legal Office" or by mail addressed to Mail Stop PCT, Commissioner for Patents, Office of PCT
Legal Administration, P.O. Box 1450, Alexandria, Virginia 22313-1450, with the contents of the
letter marked to the attention of the Office of PCT Legal Administration.

/Erin P. Thomson/
Erin P. Thomson
Attorney Advisor

PCT Legal Administration

Telephone: 571-272-3292



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents
United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
www.uspto.gov

MAILED
BUCHANAN, INGERSOLL & ROONEY PC DEC 02 2p11
POST OFFICE BOX 1404 £
ALEXANDRIA VA 22313-1404 : PCT LEGAL ADMINISTRATION

In re Application of
LEGAIGNOUX, Herve Jean Francois, et al.
Application No.: 13/000,150 : DECISION
PCT No.: PCT/EP2009/057700 : _
Int. Filing Date: 19 June 2009 : ON PETITION UNDER
Priority Date: 20 June 2008 :
Docket No.: 1000035-000103 : 37 CFR 1.47(a)
For: PIPE-LAYING VESSEL AND :

METHOD OF LAYING A PIPELINE

This is a decision on applicants’ renewed Petition Under 37 CFR 1.47(a), filed in the
United States Patent and Trademark Office (USPTO) on 30 September 2011.

BACKGROUND

On 03 August 2011, the Office mailed Decision On Petition Under 37 CFR 1.47(a),
dismissing applicant’s petition without prejudice. :

On 30 September 2011, applicants filed a renewed petition under 37 CFR 1.47(a).
DISCUSSION

A petition under 37 CFR 1.47 must be accompanied by: (1) the fee under 37 CFR 1.17(h),
(2) proof of pertinent facts, namely that the inventor refuses to sign after being presented with the
application papers or cannot be reached after diligent effort, (3) a statement of the last known
address of the inventor, and (4) an oath or declaration by the 37 CFR 1.47(a) applicant on behalf
of himself or herself and the nonsigning applicant.

Items (1), (3) and (4) were previously met. The petition fee has been paid. Applicant
states the last known address of Mr. Herve J.F. Legaignoux as 5 clos de la Manne; Chemin de la
Manne F-13800; Istres, France. The declaration complies with 37 CFR 1.47.

Item (2) has now been satisfied.

CONCLUSION

For the above reasons, applicant’s petition under 37 CFR 1 .47(a) is GRANTED.
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As provided in 37 CFR 1.47(a), a notice of the filing of this appliéation will be forwarded
to the nonsigning inventor at his last known address of record.

A notice of the filing of the application under 37 CFR 1.47(a) will be published in the
Official Gazette.

This application is being forwarded to the National Stage Processing Branch of the Office
of PCT Operations to continue national stage processing of the application, including according
ofa35U.S.C. §371(c)(1), (c)(2) and (c)(4) date of 24 May 2011.

/Erin P. Thomson/
Erin P. Thomson
Attorney Advisor

PCT Legal Administration

Telephone: 571-272-3292



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents
United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
Wwww.uspto.gov

Herve J.F. Legaignoux

5 clos de la Manne MA“_ED

Chemin de la Manne

F-13800 Istres DEC 022011
France PCT LEGAL ADMINISTRATION
In re Application of

LEGAIGNOUX, Herve Jean Francois, et al.

Application No.: 13/000,150

PCT No.: PCT/EP2009/057700

Int. Filing Date: 19 June 2009

Priority Date: 20 June 2008

Docket No.: 1000035-000103 .

For: PIPE-LAYING VESSEL AND METHOD OF LAYING A PIPELINE

Dear Mr. Legaignoux:

You are named as an inventor in the above-captioned United States national stage application,
filed under the provisions of 37 CFR 1.47(a) and 35 U.S.C. 116. Should a patent be granted, you
will be designated as an inventor.

As a named inventor, you are entitled to inspect any paper in the file wrapper of the application,
order copies of all or any part thereof (at a prepaid cost per 37 CFR 1.19) or to make your
position of record in the application. Alternatively, you may arrange to do any of the preceding
through a registered patent agent or attorney presenting written authorization from you. The
counsel for the applicant is listed below. Joining in the application would entail the filing of an
appropriate oath or declaration by you pursuant to 37 CFR 1.63.

/Erin P. Thomson/

Erin P. Thomson

Attorney Advisor

PCT Legal Administration

Telephone: 571-272-3292

BUCHANAN, INGERSOLL & ROONEY PC

POST OFFICE BOX 1404
ALEXANDRIA VA 22313-1404



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents
United States Patent and Trademark Office
P.O. Box 1450
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DEC 02 2011
BUCHANAN, INGERSOLL & ROONEY PC
POST OFFICE BOX 1404 PCT LEGAL ADHINISTRATION
ALEXANDRIA VA 22313-1404

In re Application of
LEGAIGNOUX, Herve Jean Francois, et al.
Application No.: 13/000,150 : DECISION
PCT No.: PCT/EP2009/057700 :
Int. Filing Date: 19 June 2009 : ON PETITION UNDER
Priority Date: 20 June 2008 :
Docket No.: 1000035-000103 : 37 CFR 1.47(a)
For: PIPE-LAYING VESSEL AND :
METHOD OF LAYING A PIPELINE

This is a decision on applicants’ renewed Petition Under 37 CFR 1.47(a), filed in the
United States Patent and Trademark Office (USPTO) on 30 September 2011.

BACKGROUND

On 03 August 2011, the Office mailed Decision On Petition Under 37 CFR 1.47(a),
dismissing applicant’s petition without prejudice.

On 30 September 2011, applicants filed a renewed petition under 37 CFR 1.47(a).
DISCUSSION

A petition under 37 CFR 1.47 must be accompanied by: (1) the fee under 37 CFR 1.17(h),
(2) proof of pertinent facts, namely that the inventor refuses to sign after being presented with the
application papers or cannot be reached after diligent effort, (3) a statement of the last known
address of the inventor, and (4) an oath or declaration by the 37 CFR 1.47(a) applicant on behalf
of himself or herself and the nonsigning applicant.

Items (1), (3) and (4) were previously met. The petition fee has been paid. Applicant
states the last known address of Mr. Herve J.F. Legaignoux as § clos de la Manne; Chemin de la
Manne F-13800; Istres, France. The declaration complies with 37 CFR 1.47.

Item (2) has now been satisfied.

CONCLUSION

For the above reasons, applicant’s petition under 37 CFR 1.47(a) is GRANTED.
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As provided in 37 CFR 1.47(a), a notice of the filing of this application will be forwarded
to the nonsigning inventor at his last known address of record.

A notice of the filing of the application under 37 CFR 1.47(a) will be published in the
Official Gazette.

This application is being forwarded to the National Stage Processing Branch of the Office
of PCT Operations to continue national stage processing of the application, including according
ofa 35 U.S.C. §371(c)(1), (c)(2) and (c)(4) date of 24 May 2011.

/Erin P. Thomson/
Erin P. Thomson
Attorney Advisor

PCT Legal Administration

Telephone: 571-272-3292



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

MAILED Moo g

Herve J.F. Legaignoux DEC 02 28

5 clos de la Manne

Chemin de la Manne PCT LEGAL ADMINISTRATION
F-13800 Istres

France

In re Application of

LEGAIGNOUX, Herve Jean Francois, et al.

Application No.: 13/000,150

PCT No.: PCT/EP2009/057700

Int. Filing Date: 19 June 2009

Priority Date: 20 June 2008

Docket No.: 1000035-000103

For: PIPE-LAYING VESSEL AND METHOD OF LAYING A PIPELINE

Dear Mr. Legaignoux:

You are named as an inventor in the above-captioned United States national stage application,
filed under the provisions of 37 CFR 1.47(a) and 35 U.S.C. 116. Should a patent be granted, you
will be designated as an inventor. ‘

As a named inventor, you are entitled to inspect any paper in the file wrapper of the application,
order copies of all or any part thereof (at a prepaid cost per 37 CFR 1.19) or to make your
position of record in the application. Alternatively, you may arrange to do any of the preceding
through a registered patent agent or attorney presenting written authorization from you. The
counsel for the applicant is listed below. Joining in the application would entail the filing of an
appropriate oath or declaration by you pursuant to 37 CFR 1.63.

/Erin P. Thomson/

Erin P. Thomson
Attorney Advisor
PCT Legal Administration

Telephone: 571-272-3292
BUCHANAN, INGERSOLL & ROONEY PC

POST OFFICE BOX 1404
ALEXANDRIA VA 22313-1404
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VAN DYKE, GARDNER, LINN & BURKHART, LLP

'SUITE 207 JUN 02201

2851 CHARLEVOIX DRIVE, S.E. '

GRAND RAPIDS MI 49546 PCT LEGAL ADMINISTRATION ’

In re Application of: :

ZABAWSKY]J, Bohdan, et al. : DECISION ON PETITION UNDER
U.S. Application No.: 13/000,154 : 37 CFR 1.47(a)

PCT No.: PCT/CA2008/001197

International Filing Date: 26 June 2008

Priority Date: 26 June 2008

Attorney’s Docket No.: PER04 P-105

For:- SYSTEM, METHOD AND
APPARATUS FOR SECURITY
MANAGEMENT OF AN
ELECTRONIC DEVICE

This decision is issued in response to applicants’ “Petition For Filing By Assignee Under
37 C.F.R. 1.47(a)” filed 22 April 2011. Applicants have paid the required petition fee.

BACKGROUND

i
’

On 26 June 2008, applicants filed international application PCT/CA2008/001197. The
application did not claim an earlier priority date, and it designated the United States. On 30
December 2009, the International Bureau (IB) communicated a copy of the international
application to the United States Patent and Trademark Office (USPTO). The deadline for
payment of the basic national fee was 30 months from the priority date, i.e., 26 December 2010.

On 20 December 2010, applicants filed a Transmittal Letter for entry into the national
stage in the United States accompanied by, among other items, payment of the basic national fee
and a partially executed declaration document.

On 24 January 2011, the United States Designated/Elected Office (DO/EO/US) mailed a
“Notification Of Missing Requirements” (Form PCT/DO/EQ/905) indicating that an oath or
declaration in compliance with 37 CFR 1.497 was requir